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1. What is the notion of a “work of art” in the relevant country?

The Copyright Act, 1968 protects two broad categories of copyright material: works (literary, dramatic, musical and artistic) and subject matter other than works (sound recordings, cinematograph film, television and sound broadcasts and published editions).

The term “artistic work” is defined exhaustively in s 10 of the Act to mean:

(a) a painting, sculpture, drawing, engraving or photograph, whether the work


is of artistic quality or not;

(b) a building or model of a building, whether the building or model is of


artistic quality or not; or

(c) a work of artistic craftsmanship to which neither of the last two preceding


paragraphs applies;


but does not include a circuit layout within the meaning of the Circuit Layouts Act


1989

Section 10 provides further definitions of some of the terms used in the definition of “artistic work,” for example “sculpture,” “drawing,” “engraving,” “photograph,” and “building.”  There is no statutory definition of “work of artistic craftsmanship” but the term is generally regarded as including items such as pottery, silverware and embroidery.  The phrase is interpreted as requiring both an artistic element (the author’s intention being to create an article with “a substantial appeal to the aesthetic tastes of those who observe it”: Cuisenaire v Reed [1965] VR 719) and craftsmanship (“craft” being applied in the sense of a “calling requiring special skill and knowledge, especially a manual art,”), (in Cuisenaire v Reed a set of wooden rods of varying colours and lengths used to teach maths to primary school children failed to qualify).  It potentially extends to machine-made and other mass produced items such as the knitware manufactured by computer-controlled machines in Coogi Australia Pty Ltd v Hysport International Pty Ltd (1998) 41 IPR 593.

In respect of a work, copyright subsists where the work is original (meaning emanates from the author and satisfies a relatively low threshold of skill and labour: Kalamazoo (Australia) Pty Ltd v Compact Business Systems Pty Ltd (1985) 5 IPR 213), there is a material form and a relevant connecting factor (eg first publication in Australia): ss 10, 32 Copyright Act.  Once the subsistence criteria are satisfied, copyright protection is automatic.  It is generally recognised that there is a relatively low threshold requirement of originality for artistic works ie simple drawings may attract protection: Kendrick & Co v Lawrence & Co (1890) 25 QB 99, Roland Corporation v Lorenzo & Sons Ltd (1991) 22 IPR 245. This can be contrasted with the reluctance of the courts to protect names, titles and slogans as literary works (see 6(a) below).

2. Does the country follow a “unity of art” approach (under which useful articles receive the same treatment as purely decorative works), or does the copyright law exclude or limit protection for certain categories of work?  Is there a difference in law or practice between the protection offered different categories of work? (N.B.
We are most interested in whether copyright protection for the design of useful or consumer articles is limited and how.)
A unity of art approach is not followed.

The definition of artistic work means that most artistic works are protected by copyright irrespective of artistic quality (see 1 above).  The one exception is the category of works of artistic craftsmanship.  

The drawings of useful articles are usually protected by copyright (eg drawings of a solar hot water system: S W Hart & Co v Edwards Hot Water System (1985) 5 IPR 13, or of a slurry pump: Warman International Ltd v Envirotech Australian Pty Ltd (1986) AIPC 90-314).  An infringement of copyright will occur when a two-dimensional reproduction is made of the drawings.  It may also amount to infringement to make three-dimensional articles from the drawings (but see the defence discussed in 3 below): s 21(3). 

A three-dimensional functional article or a prototype for such an article may be protected by copyright as a sculpture, engraving, building or a model of building. The term “sculpture” (essentially a three-dimensional form) encompasses a “diverse range of subject matter” (Ricketson p 82), including a wooden model for a plastic frisbee: Lincoln Industries Ltd v Wham-O Manufacturing Co (1984) 3 IPR 15 (a New Zealand case). The possible extension of the term “engraving” to include the moulds used to manufacture the frisbees was rejected in Australia: Greenfield Products Pty Ltd v Rover-Scott Bonnar Pty Ltd (1990) 17 IPR 417 (a case about ride-on mower parts).  The term “building” has been held to include a half tennis court (Half Court Tennis Pty Ltd v Jeffrey H Seymour (1980) 53 FLR 240).  More recently it has been held to include a fibreglass swimming pool and the plug and mould from which the pool was made (Darwin Fibreglass Pty Ltd v Kruhse Enterprises Pty Ltd (1998) 41 IPR 649).

A three-dimensional functional article or prototype may also be protected by copyright as a work of artistic craftsmanship (see 1 above).

Part III Division 8 (ss 74-77) of the Copyright Act deals specifically with the potential for overlap between copyright and design law (discussed in 3 below).  It establishes a defence to a copyright infringement action where an artistic work is used as a design and three-dimensional functional articles embodying the design are manufactured and sold. 

3. What is the relationship between copyright and design right? Is cumulative protection available?  Which criteria apply to determine whether cumulation is permitted?
An artistic work protected under the Copyright Act may also be registrable as a design under the Designs Act, 1906 (DA), for example a design for a recessed handle of a garage door: Firmagroup Australia Pty Ltd v Byrne Davidson Doors (1987) 9 IPR 353, or for a lettuce crisper bowl: Dart Industries Inc v Décor Corporation Pty Ltd (1989) 15 IPR 403 or a pressure spray washer: Turbo Tek Enterprises Inc v Sperling Enterprises Pty Ltd (1989) 15 IPR 617.

A design will be registrable if it satisfies the definition of design ie it embodies “features of shape, configuration, pattern or ornamentation applicable to an article, being features that, in the finished article, can be judged by the eye, but does not include a method or principle of construction”: s 4 DA. To be registrable the design must also be new or original in the sense of differing from features commonly used in the prior art and not being an obvious adaptation of the prior art: s 17 DA. The threshold of “originality” for design protection is therefore higher than for copyright: (Tefex Pty Ltd v Bowler (1981) 40 ALR 326).  In some categories of design, for example furniture, small differences from the prior art will be regarded as substantial (Sebel & Co Ltd v National Art Metal Pty Ltd (1965) 10 FLR 224).  A design will not be denied registration by reason only that it consists of, or includes, functional features: s 18 DA. 

The maximum term of protection for a design, with renewals, is 16 years (s 27A DA) as compared with the term for most copyright artistic works (excluding eg photographs) of life plus fifty years (s 33(2)).

It is an interesting point to note that the ownership rules in copyright and design are not parallel.  In the case of a commissioned design where the ownership is not expressly provided for by contract, the copyright owner (the author-s 35(2) Copyright Act) may be different from the owner of the design rights (commissioning client): s 19(2)  DA.  

Part III Division 8 (ss 74-77) of the Copyright Act deals with the potential overlap between copyright and design law.  The general aim of the provisions is to encourage the rightsowners of an artistic work from which functional articles are to be made, to obtain registration of the design under the Designs Act.  The incentive to obtain design registration is that the manufacture and sale of three-dimensional functional articles gives rise to a defence to copyright infringement, and the rightsowner’s only recourse against a copyist may be by way of an action for design infringement.

In summary the provisions currently operate in the following manner:

.There is no defence in the context of the design/overlap provisions for designs “consisting solely of features of two-dimensional pattern or ornament applicable to the surface of an article:” s 74, eg textile designs.  Such designs retain copyright protection and the rightsowner is free to seek design protection as well ie cumulative protection is available.

.Where copyright subsists in an artistic work and a corresponding design has been registered under the Designs Act, it is no longer an infringement of copyright to make three-dimensional articles based on the design, ie there is no cumulative protection and the registered designs protection prevails: s 75.

.Where the following conditions are met:

-copyright subsists in an artistic work (for the excepted categories of artistic work see below), and

-three-dimensional articles based on a corresponding design have been manufactured (see the term “industrially applied” deemed under the Copyright Regulations to occur when the design is applied to more than 50 articles (or to one or more articles manufactured in lengths or pieces), the deeming provision being held to set a maximum limit, so that industrial application may in fact occur below this point: s 17A DA, Reg 17 Copyright Regulations, Press-Form Pty Ltd v Henderson’s Ltd (1993) 26 IPR 113), whether in Australia or

elsewhere, by or with the licence of the copyright owner, and 

-articles to which the design has been applied have been sold, let for hire, offered for sale or exposed for sale or hire in Australia or elsewhere, and 

-the corresponding design is either not registrable or has not been registered under the Design Act, 

it is not an infringement of the copyright in the artistic work to reproduce the work by applying that, or any other corresponding design, to an article.  

There is authority to the effect that the defence under s 77 does not apply to an infringement action brought by a copyright owner in respect of plan-to-plan copying of the artistic work, as opposed to the reproduction of the artistic work by the manufacture of an article, or where the drawings can be characterised as a method or principle of construction rather than a design: Warman International v Envirotech Australia Pty Ltd (1986) 6 IPR 578.

Excepted from the operation of the defence are three categories of artistic work ie buildings, models of buildings and works of artistic craftsmanship.  The rightsowners for these categories of artistic work therefore remain free to bring copyright infringement proceedings in respect of the artistic work.  However if the rightsowner obtains design registration, s 75 applies (see above) so there is no cumulative protection.

Also excepted from the operation of s 77 are designs for articles that the Designs Regulations exclude from registrability.  The exhaustive list of excluded designs appears in Regulation 11 of the Designs Regulations.  They are designs for articles that are primarily literary or artistic in character. The list includes book jackets, calendars, dressmaking patterns, greeting cards, labels, leaflets, maps, plans and postcards.

The rightsowner’s loss of ability to protect the artistic work in the circumstances set out in s 77 is wider than just the loss of copyright protection.  At the point when the design is “applied industrially” (see above) it is no longer regarded as new or original as required by the Designs Act.  In this way at the same time as the rightsowner loses the ability to rely upon copyright protection, he or she is no longer able to register the design under the Designs Act.

[Note: New designs legislation has been released in exposure draft form and comments are being sought (Designs Bill 2001, released 30 April, 2001, available on IP Australia’s web site at http://www.ipaustralia.gov.au).  Among the proposed changes to design law is a higher threshold for registration (“new and distinctive”) and a shorter term (10 years).  The government has also signalled its intention to amend the copyright/design overlap provisions of the Copyright Act to “improve the interaction between copyright and industrial design protection:” Media Release from the Office of the Minister for Industry, Science and Resources 30 April, 2001. The proposed legislative changes are in part a response to the Australian Law Reform Commission Report Designs (Report No 74, 1995).]

4. Does trade mark or unfair competition law protect visual images or the design of three dimensional articles?  If so, does trade mark law exclude such protection in certain cases? If so, what are the grounds for the exclusion?  To what extent does this exclusion differ from the exclusion, if any, from copyright protection? (N.B. If the nature or scope of trade mark protection and unfair competition protection differ, please mention the difference.)
The Trade Marks Act, 1995 (TPA) provides for the registration of  “a sign used, or intended to be used, to distinguish goods or services with or provided in the course of trade by a person from goods or services so dealt with or provided by any other person:” s 17.  The definition of sign expressly includes the following terms that may encompass visual images and three-dimensional articles: “signature,” “device,” “brand,” “heading,” “label,” “ticket,” “aspect of packaging”, “shape,” “colour”: s 6. See for example the successful action based on a device mark registered by Coca-Cola against an importer selling confectionary in the shape of the contour drawing of the familiar Coca-Cola bottle: Coca-Cola Company v All-Fect Distributors Ltd [1999] FCA 1721. 

The main requirement for registrability as a trade mark is capacity to distinguish, for example  through inherent capacity, or through use or other circumstances: s 41 TMA.  Therefore, descriptive signs or signs commonly used in an industry, will not be registrable.  Also failing the test of capacity to distinguish will be signs ordinarily used to indicate the kind, quality, intended purpose or some other characteristic of the goods or services (see Note to s 41).  Even if essentially descriptive or functional visual images or three-dimensional articles are registered as trade marks, when an infringement action is brought, the likely response of the respondent will be to argue that its use does not constitute use of the mark “as a trade mark” (in the sense of indicating the origin of the goods): s 120 TMA.  So for instance in a case concerning a mark constituted by two drawings of a triple-headed shaver, the respondent successfully argued that its use related not to use as a trade mark but to the function of the product (Koninklijke Philips Electronics NV v Remington Products Australia Pty Ltd (2000) 48 IPR 257). There are also other express defences available: s 122 TMA, for example use in good faith to indicate the kind, quality or some other characteristic of the goods or services.

The exclusions mentioned above in respect of trade marks relate to the nature of a trade mark (ie that it be capable of distinguishing and be used to indicate a connection in the course of trade).  The exclusions arising under the design/copyright overlap provisions (see 3 above) are not so much related to the essential subject matter of the right, but operate because of a policy that sees industrial design registration as a more appropriate form of protection for three-dimensional mass-produced products.

Unfair competition is not a recognised category of protection in Australia: Moorgate Tobacco Co Ltd v Phillip Morris Ltd (1984) 31 IPR 545.  However under the tort of passing off, a trader may prevent another trader from falsely representing an association or connection between the second trader’s goods or services and the business of the first trader: Erven Warnink BV v J Townend & Sons Hull Ltd [1980] RPC 3.  The tort requires the trader to establish a reputation, misrepresentation and damage: Cadbury-Schweppes Pty Ltd v Pub Squash Co Pty Ltd (1980) 32 ALR 387.  The aim of the tort is to protect a trader’s goodwill.  The tort may be utilised to prevent the misappropriation of a visual image or the design of a three-dimensional article (also trade names, packaging etc) provided there is an established reputation in respect of the image or article.  Descriptive elements of the image or three-dimensional article remain free to be used by rival traders who wish to describe the nature or qualities of their goods or services.

The Trade Practices Act, 1974 (Cth) (TPA) and its counterpart at state and territory level (Fair Trading Acts) offer protection when a corporation (or “person” in the case of the state and territory legislation) in trade or commerce engages in misleading or deceptive conduct, or conduct likely to mislead or deceive (s 52) or where particular false misrepresentations are made, for example as to sponsorship or approval (s 53).  An action based on s 52 is often brought in conjunction with a passing off action, but the s 52 action potentially covers a wider area of conduct.  Section 52 does not expressly require reputation to be established nor any intention on the part of the respondent to mislead or deceive.  In a similar fashion to passing off, descriptive images and get-up do not attract protection under s 52 as rival traders must be free to describe their products and services or their qualities (see eg the dispute concerning the name and packaging for Kettle chips: Apand Pty Ltd v The Kettle Chip Company Pty Ltd (1994) 30 IPR 337).

In essence, for both passing off and s 52 TPA actions, the court will be asking whether the first trader’s image or product get-up is distinctive such that its use by another trader would lead to  purchasers being misled about a connection or relationship between the first trader’s business and the products or services of the second trader.  Where the second trader can successfully distinguish its use of the same or similar visual image or product get-up, for example by abundantly clear labelling, price differentials etc, there is no cause of action.  See for example the interlocking plastic childrens’ building blocks which had fallen out of patent protection and so the rightsowners were seeking remedies under passing off and s 52 TPA: Interlego v Croner Trading Pty Ltd (1991) ATPR 41-124; (1993) ATPR 46-098 and similarly, designs for furniture which had not been registered under the Designs Act, where the rightsowner sought passing off/TPA remedies (Parkdale Custom Built Furniture Pty Ltd v Puxu Pty Ltd (1982) 149 CLR 191.  More recently the rightsowner of “Dr Martens” Z welt footwear was unsuccessful in proceedings against look-alike footwear based on passing off/TPA (Windsor Smith Pty Ltd v Dr Martens Australia Pty Ltd (2001) 49 IPR 286).

An action based on passing off/TPA will be potentially available in a wider range of circumstances than an action based on trade mark infringement.  In the latter case, the use of the mark must occur on goods/services of the same description as those covered by the registered trade mark, unless the infringement occurs in respect of a mark well known in Australia: s 120 TMA.  There is no such limitation for passing off/TPA.  However, where the false representation of association is made in respect of goods or services that are very different from those of the applicant for relief who is relying on passing off/TPA, it will be more difficult to establish the cause of action.  So for example in passing off, although the common field of activity doctrine does not strictly apply, the courts recognise the increasing likelihood of confusion the closer the nature of the businesses of the applicant for relief and the respondent: Henderson v Radio Corp Pty Ltd [1960] SR (NSW) 576.

5. Does trade mark law contain any exclusion from protection for works that are already protected by copyright?  Does it contain any exclusion for subject matter that is patented?

There is no express exclusion from protection as a trade mark of copyright works.  A person may apply for registration of a trade mark if the person “claims to be the owner of the mark:” s 27 TMA.   The applicant is not required to be the author of the mark in the copyright sense.  An applicant may seek to register a mark created by another (eg by copying a mark seen overseas) and the mark will be registrable, provided the mark in question has not been used in Australia prior to the application.  Such conduct on the part of the applicant is regarded as “sharp practice” but does not invalidate the registration: Aston v Harlee Manufacturing Co (1960) 103 CLR 391.  The courts for their part have indicated that even slight prior user will suffice to defeat such an application.  Where such a copied mark is protected by copyright, the owner of the copyright may sue for copyright infringement.  If infringement can be established the application for registration of the copied trade mark may be refused under s 42 TPA as the use of the mark would be “contrary to law”: Karo Step Trade Mark [1977] RPC 255.

In the case of a trade mark protected by copyright, the trade mark infringement action will depend on whether there has been use as a trade mark of a sign that is substantially identical with or deceptively similar to the trade mark in relation to goods/services of the same description, or for marks well known in Australia, use in relation to unrelated goods or services: s 120 TMA.  The copyright infringement action will depend upon whether one of the exclusive acts within the bundle of a copyright owner’s rights is done in relation to all or a substantial part of the copyright material: ss 14, 36, 101 Copyright Act.  In determining the question of infringement of copyright, no regard is had to the type of goods or services in association with which the mark protected by copyright has been used. 

There is no express exclusion in the trade marks legislation for currently patented subject matter.

6. To what extent is cumulative protection granted under copyright and trade mark law for the following:

(a) work titles
Individual words, titles, short phrases and slogans do not generally attract copyright protection.  Early English authority suggests lack of originality as the basis for denying protection.  Another reason given for denying protection to such material is that it does not satisfy the common law test of literary work.  For instance in Exxon Corporation v Exxon Insurance Consultants International Ltd [1982] RPC 69 the court held that the single word “Exxon” failed to satisfy the definition of literary work established in Hollinrake v Truswell [1894] 3 Ch 420 ie something intended to afford the reader either information or instruction or give pleasure in the form of literary enjoyment.  Ricketson (p 53) suggests the failure to attract copyright is based on the application of the de minimis principle (Francis, Day & Hunter Ltd v Twentieth Century Fox Ltd [1940] AC 112) (See also Lahore [6020]).  A quite difficult but nevertheless available argument in favour of protection of such items would be to the effect that the taking of the title, short phrase etc amounted to an infringement of the larger work (eg a song or poem) being a reproduction of a substantial part of the larger work: s 14 Copyright Act.

The Trade Marks Act definition of “sign” expressly includes any “letter”, “word” and “name” or any combination of them.  Therefore single words, short phrases and slogans are potentially registrable provided they have the capacity to distinguish. Excluded from registrability under the Trade Marks Act are certain prescribed words: regulation 4. 15, eg “Patent,” “Copyright”.  (See also (b) below for special legislation eg covering words used in relation to the recent Sydney Olympic Games).

(b) emblems
An emblem (eg a logo) constituting an artistic work (eg as a drawing) will attract copyright protection: see for example the graphic bar in an advertising brochure with the words “Opera in the Outback” Lott v JBW & Friends Pty Ltd [2000] SASC 3.

Protection is also available by registering an emblem as a trade mark.  The categories of “sign” in the Trade Marks Act that would potentially encompass emblems include “device”, “brand,” “heading,” “label,” “ticket,” “aspect of packaging.”   Excluded from registrability under the Trade Marks Act are certain prescribed signs: regulation 4.15 eg representations of the Arms or of a flag or seal, of the Commonwealth of any state or territory.

Copyright protection will be available whether or not the emblem, logo etc is a registered trade mark: Roland Corporation v Lorenzo & Sons Ltd (1991) 22 IPR 245; Australian Home Loans Ltd v Phillips (1998) 40 IPR 392, ie the protection is cumulative.

In addition to protection under copyright and trade mark, there are some emblems in respect of which special legislation has been implemented: see the Olympic Insignia Protection Act 1987 (Cth) (and for the period of the Sydney Olympic Games, the Sydney 2000 Games ((Indicia & Images) Protection Act 1996 (Cth)), and the Advance Australia Logo Protection Act, 1984.

(c) the name, appearance, and other aspects of fictitious (e.g. cartoon) characters?

The name of a fictitious character will not attract copyright protection for the reasons stated in (a) above.  The visual depiction of such a character will potentially be protected as an artistic work (eg a drawing or painting).  Another potential means of arguing in favour of copyright protection for the character would be to assert that the use of the character by a third party constitutes an infringement of copyright (for example in a literary work  (book) or a dramatic work (play)) as it amounts to reproduction of a “substantial part” of the work: s 14 Copyright Act.  Where three-dimensional merchandising items made in the image of the character (eg dolls) are mass produced, the rightsowner runs the risk of being unable to rely on copyright protection because of the operation of the design/copyright overlap provisions (see 3 above).

Protection is also available under trade mark.  The categories of “sign” in the Trade Marks Act that would potentially encompass the name, appearance or other aspects of a fictitious character include “word,” “name,” “signature,” “device” and “shape.”  Registered trade marks associated with a fictional character, for example its name, may be used by other traders to indicate that they are selling legitimately trade marked merchandise associated with the character (eg dolls).  In such a case there is no infringement of the registered trade mark.  However, a dispute which has gained some local press coverage in recent times, involves a retail outlet wholly devoted to Thomas the Tank Engine products.  (In this context there will also be issues relating to passing off/TPA.)

(d) costumes and clothing designs
The drawings for costumes and other clothing will attract copyright protection as artistic works.  The individual costume or piece of clothing in certain limited circumstances may also be protected as a work of artistic craftsmanship (see 1 above).  Industrial application of the design falls within the design/copyright overlap provisions (but the designs for the dressmaking patterns are within the regulation 11 exclusions).

Trade marks are more likely to be used by way of attachment to the costume or clothing garment. The relevant categories of “sign” in this context would include: “brand, “ “heading,” “label” and  “ticket.”

(e) furniture design
The drawings of items of furniture will attract copyright protection as artistic works.  The individual piece of furniture in certain circumstances may also constitute a work of artistic craftsmanship (see 1 above).  Industrial application of the design falls within the design/copyright overlap provisions (see 3 above), so the ability to rely upon copyright will be lost on industrial application.

Trade mark registration is potentially available in respect of “shape.”  However, the first question is whether the trade mark in question has the capacity to distinguish.  The second issue would be whether, once registration is obtained, the use of the trade mark by another party would amount to use “as a trade mark.”  The trade mark in this context is more likely to be used by way of attachment to the furniture item and the relevant categories of “sign” for such use would include: “brand,” “label” and “ticket.” 

(f) architectural designs
Architectural drawings attract copyright as artistic works.  Buildings and models of buildings also constitute artistic works under the Copyright Act.  Portable structures are potentially registrable as designs, but copyright protection is maintained because buildings and models of buildings are expressly excluded from the operation of s 77 of the Copyright Act (see 3 above).

While architectural designs may potentially be registrable as a trade mark in some form (see “sign” including “device” and “shape”), the issues of capacity to distinguish and the question of another’s use as amounting to trade mark use so as to attract infringement proceedings, would clearly be relevant.

(g) labelling or packaging
There is clear divergence in relation to the parallel importation provisions of copyright and trade mark law.  Parallel importation may be prevented by the copyright owner in respect of copyright works other than for books (the exception for books differs in its application to books first published locally) and subject matter other than sound recordings.  By contrast, trade mark law generally does not prevent the parallel importation of legitimately trade marked goods: R & A Bailey & Co Ltd v Boccaccio Pty Ltd (1986) 6 IPR 279, and now s 123 TMA, Pioneer Electronics Australia Pty Ltd v Woodlands Resources (Aust) Pty Ltd (2001) 49 IPR 299. There is some authority to the effect that trade mark infringement will be available against parallel imports where the Australian trade mark registration is held by an entity other than the overseas trade mark owner (eg the Australian distributor in Fender Australia Pty Ltd v Bevk (1989) 15 IPR 257 and see also Transport Tyre Sales Pty Ltd v Montana Tyres Rims and Tubes Pty Ltd (1999) 43 IPR 481).

In the recent past this divergence between copyright and trade mark was utilised by rightsowners. They were able to prevent the parallel importation of legitimately trade marked goods by relying on the copyright work constituted by the labelling or packaging associated with the imported product: R & A Bailey & Co Ltd v Boccaccio Pty Ltd (1986) 6 IPR 279.  The ability to rely on this anomaly was removed by the introduction into the Copyright Act of a defence to such an infringement action: s 44C and see s 10 definition of “accessory.” 

(h) musical works
Musical works are protected under copyright law.  Sounds are also potentially registrable under the Trade Marks Act.

(i) appearance of books or periodicals 

There are several aspects of the appearance of books potentially protectable under copyright.  Visual material for instance may be protected as an artistic work (eg drawing, painting or photograph). A masthead, if ornamented in some way, may also amount to a drawing and therefore be protected as an artistic work.  Book jackets are expressly excluded from design/copyright overlap provisions (Regulation 11) so copyright protection remains available despite industrial application.

The same types of visual elements would also potentially attract trade mark protection (eg as a  “device” and also a “name”).

7. Has the attitude towards protectability of the items mentioned in Question 6 above under trade mark and/or copyright law changed in recent years? In which respect?

There was a widening of the protection available under the Trade Marks Act when the current act was introduced and become effective on 1 January 1996, in particular with the express inclusion within the definition of “sign”of “aspect of packaging,” “shape,” “colour,” “sound” and “scent.”  Until then shapes, sounds and scents had generally been denied registration: eg see Smith Kline and French Laboratories (Aust) v Registrar of Trade Marks (1967) 116 CLR 628.  The legislative change was brought about because of Australia’s TRIPs obligations.  (See also the removal of the ability to rely on copyright in packaging and labelling to prevent the parallel importation of legitimately trade marked goods discussed in 6(g) above).

8. To what extent is trade mark or unfair competition protection available in circumstances where copyright law affirmatively denies protection?  (For example, where copyright protection has expired, where copyright law exempts certain conduct from infringement, where the defendant’s conduct would be regarded as appropriation only of ideas, etc.) Does the extent of trade mark protection differ depending upon the reason that copyright protection is not available?

Where works fall out of copyright at the end of the term (eg after life plus fifty years), the material still remains potentially protectable under trade mark (provided registration is maintained with payment made at renewal periods and the mark does not become deceptive) and passing off/TPA (provided a reputation is maintained eg for passing off).  So for example the protection for a well-known childrens book character may potentially extend beyond the copyright term of the literary or artistic works making up the book.

There may be other circumstances in which copyright protection may be denied.  One example is the loss of the ability to rely on copyright protection by virtue of the design/copyright overlap provisions. Despite the inability to sue under copyright, trade mark and passing off/TPA protection remain  potentially available: for example where a textile design was industrially applied giving the copyist a defence to a copyright infringement action (at the time the exclusion for two dimensional designs did not apply) but  nevertheless the copyist was found liable for passing off/TPA.  The design in question incorporated the designer’s name and the sale of the product therefore amounted to a false indication of association: Flamingo Park Pty Ltd v Dolly Dolly Creation Pty Ltd (1986) 6 IPR 431.

Apart from those defences dealing with copyright/design overlap, there are also various specific defences in the Copyright Act (ie it is a closed system for exceptions).  In a general sense these defences operate where there is a public interest involved.  The most important of the exceptions are the fair dealing defences ie fair dealing for research or study, criticism or review, the reporting of news.  There are no equivalent express public interest defences available in the trade mark context.  The defences appearing in the Trade Marks Act are generally based on the nature of a trade mark and trade mark use.  See for example the defences listed in s 122: person using in good faith a sign to indicate the kind, quality or some other characteristic of the goods or services, or for comparative advertising purposes.  See also s 123 in respect of exhaustion.

9. To what extent is trade mark or unfair competition protection available in circumstances where patent law affirmatively denies protection?  Does the extent of trade mark protection differ depending upon the reason that patent protection is not available?

Protection under trade mark or unfair competition is not affected merely by a patent ceasing to be registered as a patent or the patent term expiring. 

However, the trade marks legislation does make express provision for circumstances where a registered trade mark is being used in respect of a formerly patented product or process and the mark has become generic. Under s 25 of the Trade Marks Act, where a registered trade mark consists of a sign that describes or is the name of an article or substance formerly provided as a patented process, from two years after the patent has expired or ceased, where the sign is “the only commonly known way to describe or identify the article, substance or process,” the owner of the mark does not have the exclusive right to use or authorise the use of the mark in relation to the article or substance or service or other goods/services of the same description.  

In a similar fashion, where the mark (eg name or device) has become descriptive of the formerly patented product or process, the court in a passing off/TPA proceedings would be likely to regard the mark as descriptive and thus be reluctant to allow the rightsowner to prevent other traders being able to use the mark to describe their own product or services, or indeed prevent them from selling the now unprotected patented product or service, provided the other traders made sure to distinguish their business from that of the original rightsowner, for example by clear labelling: Interlego AG v Croner Trading Pty Ltd (1993) 25 IPR 65.

10. To what extent does trade mark law protect against non-attribution or misattribution of authorship?  Is this protection coterminous with protection offered by moral rights?

The Trade Marks Act does not deal expressly with the moral rights issues of non-attribution and misattribution.  As explained above, the role of authorship in trade mark law is very different from the copyright notion (see 5 above).

A comprehensive moral rights scheme has only recently been introduced into the Copyright Act (effective December 2000).  Until recently it had been argued that Australia complied with Article 6bis of the Berne Convention by virtue of a combination of certain remedies against false attribution in the Copyright Act as well as remedies available under the common law (eg defamation) and other statutes.  Under the new moral rights scheme a defence applies in respect of failure to attribute where it was “reasonable in the circumstances not to identify the author”: s 195AR(1). The matters to be taken into account in assessing reasonableness include certain factors listed in sub-section 2, eg the nature of the work and any industry practice.  In the case of a trade mark constituting a copyright work (eg a device mark) failure to attribute might be regarded as “reasonable” due to space constraints and because it accords with industry practice.

11. Please make reference to existing case law regarding the overlap between trade mark and copyright law, in particular as regards the following topics:

Two recent cases illustrate the overlap between trade mark and copyright law.

In Australian Home Loans Ltd v Phillips (1998) 40 IPR 392 the applicant traded as “Aussie Home Loans” and used a “house device” as its logo.  Neither the name nor the logo had been registered as a trade mark.  The respondent entered into an agreement to promote loans from the applicant. Unbeknown to the applicant, the respondent applied for trade mark registration of the house device with minor variations (eg “Aussie Home Builders” rather than “Aussie Home Loans”) in class 37 (building and construction).  The respondent’s advertising indicated its business as design and construction but also with associated services such as finance.  The applicant brought proceedings based on ss 52, 53 TPA, passing off and infringement of copyright. It was successful in relation to all the causes of action.  Ordinarily the court in a case involving passing off/TPA and trade mark issues would merely have made the relevant orders and left it to the applicant to take appropriate action under the procedures established in the Trade Marks Act (eg opposition or rectification) to achieve a withdrawal of the application for registration. However, because of the finding of copyright infringement the court was prepared (but with some hesitation) to grant an order directing the respondent to do all acts necessary to withdraw the trade mark application.

In Koninklijke Philips Electronics NV v Remington Products Australia Pty Ltd (2000) 48 IPR 257 the evidence established that for many years Philips, alone amongst its competitors, had manufactured and distributed in Australia a rotary electric shaver with three shaving heads arranged in an equilateral triangle.  Remington began to sell a rotary electric shaver with the same configuration of three shaving heads equally spaced in a triangular formation.  (At the time there was litigation in Australia, England and Canada.)

Philips’ Australian proceedings against Remington was based on trade mark infringement (there were two registered device marks, one representing two-dimensional features and the other depicting a three-dimensional representation of the shaver head configuration), infringement of a registered design (for a dry shaver) and passing off/TPA.  Philip’s patent registrations had expired.  (Note: Due to the operation of the design/copyright overlap provisions, protection for the drawings would not have been available under copyright). Philips complained about the use by Remington of the device mark in relation to the advertising and packaging for the competing shaver as well as in the shape of the competing shaver.

.  

The court rejected the trade mark, design and passing off/TPA claims.  The use by Remington of a functional shape for its product did not amount to use of the device marks as a trade mark.  The advertising and packaging similarly did not constitute use as a trade mark, but amounted merely to a display of the features and qualities of the Remington shaver.  In relation to Philips’ registered design, the very different visual impact of the Remington shaver meant there was no finding of infringement.  In relation to the passing off/TPA claim, the court found that Remington had effectively distinguished its triple headed rotary shaver from that of Philips through labelling and use of the Remington brand.

Note: All legislation referred to in the report is available on the following web site: http://www.austlii.edu.au
