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1. What is the notion of a “work of art” in the relevant country?

Under s. 2 of the Canadian Copyright Act
, “artistic work” is said to include “paintings, drawings, maps, charts, plans, photographs, engravings, sculptures, works of artistic craftsmanship, architectural works, and compilations of artistic works.”  Section 2 of the Act provides further definitions of some of the terms included in the definition of “artistic work”. 

Canadian courts do not evaluate the artistic or aesthetic nature of the work in question, except in the case of “works of artistic craftsmanship”.  Consequent “artisticness”, or artistic merit of  a work is not the focus of consideration although  it may form a factor in the analysis, under the heading of “originality” or one of its constituent elements, “imagination”..  Generally, the word “artistic”, is used to distinguish artistic works from other categories, rather than to suggest a degree of merit. 

2. Does the country follow a “unity of art” approach (under which useful articles receive the same treatment as purely decorative works), or does the copyright law exclude or limit protection for certain categories of work?  Is there a difference in law or practice between the protection offered different categories of work?

A unity of art approach is generally followed in Canada inasmuch as literary works may be functional (eg directories, computer programs) or imaginative and each must meet a threshold test of originality, as must a musical work and an artistic work.

There is a caveat which applies to drawings of a functional three dimensional article. For example,  prior to the 1988 amendments which introduced Section 64 of the Copryright Act, the situations such as described in Wham-O Manufacturing Co. v. Lincoln Industries Ltd.
 frequently arose. In Wham-O Maufacturing, the issue was whether copyright protection could be extended to a wooden model and the moulded plastic frisbees which had been created from a model.  At issue was whether the model and the final product could be considered as “sculptures” under the relevant legislation.  The Court held that the wooden model came within the definition of sculpture and, consequently, was protected under copyright.  This case illustrates how objects that serve a utilitarian function can be protected under copyright law. Close to the amendment an issue arose with respect to the reproduction of boat hulls from drawings –did protection in the drawings prevent construction of the boat hulls.

Sections 64 and 64.1 of the Canadian Copyright Act preclude protection under copyright law for designs that are applied to purely useful articles.  A useful article, however, is denied protection only in situations where more than fifty copies of the article are produced.  An original designer dress, for example, may be protected by copyright.  However, after the fifty-first dress is made with the copyright owner’s consent, any individual may copy the dress without infringing the copyright in the dress or any protected patterns used to make the dress.  The original sketches and patterns used in the creation of the dress, however, remain protected under copyright and, therefore, cannot legally be copied.

The Industrial Designs Act
 is the only source of protection for mass-produced useful articles in Canada.  Under the Act, designs, which are defined as “features of shape, configuration, pattern or ornament and any combination of those features that, in a finished article, appeal to and are judged solely by the eye”, are protected for a period of ten years.  Section 11(1)(b) of the legislation states that, during the ten years period of registration, no person, without the permission of the owner of the design, shall “make, import for the purpose of trade or business, or sell, rent, or offer or expose for sale or rent, any article in respect of which the design is registered and to which the design or a design not differing substantially therefrom has been applied”.

3. What is the relationship between copyright and design right?  Is cumulative protection available?  Which criteria apply to determine whether cumulation is permitted?

Under Canadian law, it is difficult to draw a fine distinction between “artistic works”, which are protected under the Copyright Act, and designs, which are protected under the Industrial Designs Act.  Section 64(3) of the Copyright Act enumerates exceptions to the actions that are said not to constitute infringement under s. 64(2) (see #2 above).  Consequently, trademarks, architectural works, labels, and textile designs are fully protected by copyright under s. 64(3).  These items may also qualify for cumulative protection under the Industrial Designs Act.  The arbitrariness of the policy separating industrial designs from copyright protected works is illustrated by noting that designers of mass-produced cloth receive full copyright protection, while designers of mass-produced clothing do not.

4. Does trademark or unfair competition law protect visual images or the design of three dimensional articles?  If so, does trademark law exclude such protection in certain cases?  If so, what are the grounds for the exclusion?  To what extent does this exclusion differ from the exclusion, if any, from copyright protection?

The definition of “trademark” in s. 2 of the Canadian Trade-marks Act
 includes “distinguishing guise”.  In turn, s. 2 defines “distinguishing guise” as “a shaping of wares or their containers” or “a mode of wrapping or packaging wares”.  The purpose of the distinguishing guise must be to distinguish the wares of an individual from those of another individual.  Under s. 13(1) of the Act, a distinguishing guise is only registrable if “it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive” and the registration must not be likely to “unreasonably limit the development of any art of industry.”  Furthermore, s. 13(2) of the legislation states that the registration of a distinguishing guise does not interfere “with the use of any utilitarian feature embodied in the distinguishing guise.”  Consequently, in Remington Rand Corp. v. Philips Electronics N.V.
, the Court held that the ‘triple head’ feature on Philips electric razors was functional in nature and could, therefore, not be registered as a guise or any other sort of trademark.

The tort of ‘passing off’ is another form of relief to prevent the copying of distinguishing guises. 

Does trademark law contain any exclusion from protection for works that are already protected by copyright?  Does it contain any exclusion for subject matter that is patented?

We are not aware of any statutory exclusions.

5. To which extent is cumulative protection granted under copyright and trademark law for the following:

(a) work titles

Under s. 2 of the Copyright Act a “work” is said to include “the title thereof when such title is original and distinctive.”  The requirement that the title be both “original” and “distinctive” in order to receive protection means, in essence, that the title must be a substantive part of the work.  In Francis, Day & Hunter Ltd. v. Twentieth Century Fox Corp.
, the Privy Council stated that “[A]s a rule a title does not involve literary composition and is not sufficiently substantial to justify a claim of protection.”  The Court, however, ruled that in certain cases, a title may “be on so extensive a scale and of so important a character as to be a proper subject of protection against being copied.”

Titles for certain works may be protected through the law of trademarks.  Title may also be protected through passing-off law if it is not descriptive and if it has a market reputation.  The protection of a trademarked title of a publication was the subject of the case Conde Nast Publications Inc. v. Gottfried Importing Co.
  In that case, the publisher of Vogue magazine was able to prevent the use of the name Vogue in association with costume jewellery.  The Court held that the public might be confused due to the fact that the magazine includes fashion photographs.  Consequently, individuals may have assumed that the magazine was associated with the costume jewellery.  

(b) emblems

An emblem constituting an “artistic work” would likely attract copyright protection as per s. 2 of the Copyright Act.  

Certain “marks” or emblems are prohibited from being registered as trademarks under s. 9(1) of the Trade-marks Act.  The legislation prohibits the registration of such marks as: royal crests or coats-of-arms, the emblem of the Red Cross, the emblem of the United Nations, and the crest of any university.  

(c) the name, appearance, and other aspects of fictitious (e.g. cartoon) characters

Cartoon strips and the characters portrayed in them are protected under copyright law.  The Court in King Features Syndicate Inc. v. Lechter
 banned the importation of watches displaying the character, ‘Popeye’, since the use of the character was held to constitute copyright infringement.  As the character was a substantial part of the artistic work – the cartoon strip – it was protected by copyright.  Similarly, the use of the Michelin ‘Bibendum’ character by the Canadian Auto Workers Union in one of its promotional material was said to constitute copyright infringement, as the Union had reproduced a substantial part of the work, contrary to s. 3(1) of the Copyright Act.

Subject to the restrictions enumerated in s. 12(1) of the Trade-marks Act, the name or appearance of a cartoon character would appear to be protected under trademark law when the character is used to differentiate a person’s products or services from those offered by others.

(d) costumes and clothing designs

As mentioned in #2 (above), sections 64 and 64.1 of the Canadian Copyright Act take protection away from designs that are applied to useful articles.  A useful article, however,is denied protection only in situations where more than fifty copies of the article are produced.  An original designer dress, for example, may be protected by copyright.  However, after the fifty-first dress is made with the copyright owner’s consent, any individual may copy the dress without infringing the copyright in the dress or any protected patterns used to make the dress.  The original sketches and patterns used in the creation of the dress, however, remain protected under copyright and, therefore, cannot legally be copied.

(e) furniture design

Some items of furniture may be protected under copyright law.  A Chippendale chair, for example, would likely qualify as a work of “artistic craftsmanship” and, consequently, would be protected as per s. 2 of the Act.  As in (d), above, however, under s. 64(2) of the Act, useful articles lose protection in situations where more than fifty copies of the original article are produced.  The original sketches and drawings used in the creation of the piece of furniture, however, would remain protected under copyright as “artistic works” and would, therefore, not be able to be legally copied.

(f) architectural designs

“Architectural work” is considered as being “artistic work” under s. 2 of the Copyright Act.  Consequently, architectural designs are afforded similar legal protection to that given to artistic works.

(g) labeling or packaging

With regard to copyright protection, labeling and packaging would likely be protected as “artistic works” under s. 2 of the Act.  

The law of trademarks protects labelling and packaging as “distinguishing guises”, which fall under the definition of “trademark” in s. 2 of the Trade-marks Act.  As mentioned in #4 (above), a “distinguishing guise” is defined as “a shaping of wares or their containers” or “a mode of wrapping or packaging wares”.  The purpose of the distinguishing guise must be to distinguish the wares of an individual from those of another individual.  Under s. 13(1) of the Act, a distinguishing guise is only registrable if “it has been so used in Canada by the applicant or his predecessor in title as to have become distinctive” and the registration must not be likely to “unreasonably limit the development of any art of industry.”  Furthermore, s. 13(2) of the legislation states that the registration of a distinguishing guise does not interfere “with the use of any utilitarian feature embodied in the distinguishing guise.”  Consequently, in Remington Rand Corp. v. Philips Electronics N.V.
, the Court held that the ‘triple head’ feature on Philips electric razors was functional in nature and could, therefore, not be registered as a guise or any other sort of trademark.  
The tort of ‘passing off’ has also been used in Canada to protect distinguishing guises.  In Source Perrier SA v. Canada Dry Ltd.
, the Court prevented a competitor of Perrier from marketing water in a similar bottle to that used by the company.  The Court believed that confusion would be likely even though the competing company’s bottle was labelled differently.
(h) musical works

“Musical work” is defined in s. 2 of the Copyright Act as “any work of music or musical composition, with or without words, and includes any compilation thereof”.  

Section 3(1) of the Act confers numerous rights upon the holder of copyright in the particular musical work.  These rights include “the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever [and] to perform the work or any substantial part thereof in public”.  Additionally, the owner of copyright is given the sole right to make any sound recording of the work, to “reproduce, adapt and publicly present the work as a cinematographic work”, to “communicate the work to the public by telecommunication”, and “to rent out a sound recording in which the work is embodied”.

(i) appearance of books or periodicals

Images used in books or periodicals would be protected as “artistic works” under s. 2 of the Copyright Act.  The actual way in which the pages of the particular book or periodical are styled may not be protected under copyright, as they may not be sufficiently original to obtain protection.  As per s. 5(1) of the Act, copyright protects only original work.

6. Has the attitude towards protectability of the items mentioned in Question 6 above under trademark and/or copyright law changed in recent years?  In which respect?

We are not aware of any significant changes.

7. To what extent is trademark or unfair competition protection available in circumstances where copyright law affirmatively denies protection?  (For example, where copyright protection has expired, where copyright law exempts certain conduct from infringement, where the defendant’s conduct would be regarded as appropriation of ideas, etc.).  Does the extent of trademark protection differ depending upon the reason that copyright protection is not available?

One example of a situation in which trademark protection is available even after copyright protection has expired, due to the length of protection for each of the respective rights.  Typically, in accordance with section 6 of the Copyright Act, copyright is extinguished fifty years after the death of the author of the work, whereas registration of a trade-mark confers protection for 15 years, renewable indefinitely.

No similar provisions apply to trademarks.  However, as per s. 45(3) of the Trade-marks Act, trademarks can be struck of the trademark registry if they have not been used for a period of three years or more.  The trademark need not be heavily used; a single legitimate transaction involving the trademark will suffice in satisfying the use provisions in the Act.  

Although copyright does not protect ideas, neither does trade-mark law – expression gives rise to copyright; use gives rise to trade-mark rights.

8. To what extent is trademark or unfair competition protection available in circumstances where patent law affirmatively denies protection?  Does the extent of trademark protection differ depending upon the reason that patent protection is not available?

Trademark rights can be used to extend the rights in a product – its name – even after the  patent has expired. The name if a product may serve as a trade-mark if it has become indicative of a particular source.
  been used for a long period of time by only one manufacturer, and evidence may be presented to demonstrate that the name has acquired a secondary meaning.  If such evidence can be successfully produced, the name is entitled to trademark protection.
  

9. To what extent does trademark law protect against non-attribution or misattribution of authorship?  Is this protection coterminous with protection offered by moral rights?

Section 7 of the Trade-marks Act outlines several prohibited acts.  The legislation prohibits individuals from making false or misleading statements that would tend to “discredit the business, wares or services of a competitor”.  Additionally, an individual is restricted from directing “public attention to his wares, services or business in such a way as to cause or likely to cause confusion… between his wares services or business and the wares, services or business of another”.  

Additionally, s. 22(1) prohibits an individual from using “a trade-mark registered by another person in a manner that is likely to have the effect of depreciating the value of the goodwill attached thereto.”

10. Please make reference to existing case law regarding the overlap between trademark and copyright law, in particular as regards the following topics:

(a) Differences regarding the scope of protection (e.g. copyright protection extending beyond similar goods).

The owner of a trademark is protected from having his rights infringed by an exact imitation, an import, dilution, or confusion.
  Dilution occurs when a mark is used in a way in which the image of the owner is tarnished.  This contravenes s. 22(1) of the Trade-marks Act (see #10, above).  Confusion occurs when a mark is used which may confuse the public into believing that the owner of the valid trademark is associated with the product or article in question.

Section 3(1) of the Copyright Act enumerates numerous rights that are accorded to owners of copyright in works.  Among these rights are “the sole right to produce or reproduce the work or any substantial part thereof in any material form whatever”.  An author’s moral rights in the copyright protected work are protected under s. 28.2(1) of the Act which states that the “author’s right to the integrity of a work is infringed only if the work is, to the prejudice of the honour or reputation of the author… distorted, mutilated or otherwise modified; or… used in association with a product service, cause or institution.”

(b) What is required to sustain a claim of copyright infringement, as compared to trademark infringement or trademark dilution.

There are a number of remedies available to a copyright holder under the Copyright Act, including civil remedies under s. 34, such as interlocutory injunctions, accounts of profits and delivery up and seizure of goods, damages under s. 35 and criminal remedies under s. 42
. 

The limitation period for bringing actions for copyright or moral rights infringement in civil cases is three years, while for criminal cases, summary proceedings for moral rights infringements must be brought within six months of the infringement or two years from the time the offence was committed in the case of a copyright infringement
.

Under the Act, innocence or on the part of the infringer is usually irrelevant to liability or the grant of an injunction (except for secondary infringement) as is ignorance of the law with regard to a determination of whether an infringer did so “knowingly” under the criminal offence provisions of the Copyright Act.

Damages for copyright infringement generally track those for tort and although injunctions are discretionary, the Federal Court of Appeal has said that only the claimant’s conduct can bar relief and the fact that no loss is suffered is irrelevant
. 

Finally, an alternative to damages as a remedy to copyright infringement is an “account of profits”.  This remedy allows the right holder to recover the infringer’s net gain and is available even where the claimant can prove no loss
. 

(c) Exemptions permitting parodies and other issues concerning free speech.

The Court in Michelin
 held that criticism, which is permitted under s. 29.1 of the Copyright Act, was not synonymous with parody.  Consequently, the parody of the company’s logo in that case was not protected under the Act and, as a result, constituted copyright infringement.  

Arguably a mark could be said to infringe a trademark if the public would be confused into believing that the holder of the legitimate trademark was somehow associated with the other mark.

(d) Exhaustion of rights/first sale.

An example of the doctrine of first use or of “exhaustion” being invoked in a trade-mark context is resale of goods so as  not to constitute “use” or actionable use within sections 19 and 20 and subsections 4(3) and 22(1) of the Trade-marks Act.
  

The doctrine was affirmed in the 1999 Federal Court of Appeal decision in Coca-Cola v. Pardhan
.  In Pardhan, the defendants distributed and exported products from Canada manufactured by Coca-Cola Bottling Ltd. bearing the “famous Coca-Cola mark”.  Coca-Cola brought an action on the ground that these products were to be sold only in Canada and their export violated the license agreement between Coca-Cola and Coca-Cola Bottling Ltd.  

The Court of Appeal dismissed Coca-Cola’s appeal citing the doctrine of first use and stating that Pardhan’s activities were not “use” under the Trade-marks Act and could not form the basis of an infringement action.  Pardhan’s resale of the goods, where the original trade-marks were intact, “did not deceive the purchaser as to the provenance of the goods”.
 

(e) Limits on the transfer of rights.

Section 13(4) of the Copyright Act states that the owner of copyright in any work may assign his or her rights to another individual as long as the assignment is in writing and is signed by the owner of the right or the owner’s authorized agent.

Under s. 48(1) of the Trade-marks Act, a trademark is transferable “either in connection with or separately from the goodwill of the business and in respect of either all of some of the wares or services in association with which it has been used.”  The Act, however, does not prevent a trademark from “being held not to be distinctive as a result of a transfer”.  Consequently, in order to survive, a trademark must continue to be distinctive – that is, “it must continue accurately to distinguish one producer from another.”

Both copyright and trade-mark licences can be oral.

(f) Differences in the relief available for copyright and trademark infringement.

Section 34(1) of the Copyright Act states that “[W]here copyright has been infringed, the owner of the copyright is, subject to this Act, entitled to all remedies by way of injunction, damages, accounts, delivery up and otherwise that are or may be conferred by law for the infringement of a right.” 

Under s. 53.2 of the Trade-marks Act, after a court concludes that a trademark has been infringed, it may provide “relief by way of injunction and the recovery of damages or profits and for the destruction, exportation or other disposition of any offending wares, packages, labels and advertising material and of any dies used in connection therewith.”
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