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REPLY BY THE FINNISH GROUP OF ALAI

Prepared by Ms. Kristiina Harenko, Lawyer, LLM, Attorneys at law Borenius & Kemppinen Ltd.
ALAI QUESTIONNAIRE

THE RELATIONSHIP OF COPYRIGHT AND TRADEMARKS 



1. What is the notion of a ”work of art” in the relevant country. 


In Finland the Copyright Act (404/1961) does not define the notion of a work of art. The Section 1 of the Copyright Act includes a non-exhaustive list of protected works. The list includes e.g. works of the visual arts, and products of art handicraft and industrial art. On the basis of legal practice it is clear that the copyright protection can be applied to applied arts as well as to fine arts. 


2. Does the country follow a “unity of art” approach, or does the copyright law exclude or limit protection for certain categories of work? Is there a difference in law or practice between the protection offered different categories of work?


The Copyright Act does not make any difference between different kinds of works. The purpose for which the product is used has no relevance. In practice the originality requirement differs depending on the category of a product. The originality requirement is high in respect of the products of industrial art and art handicraft. In some cases the rejection of the copyright protection has, however, been based on the fact that the creativity has not appeared in the form of expression but on production method or idea.


Finnish Supreme Court has rejected the copyright protection e.g in respect of the bedroom furniture (KKO 1932 II 267), ceiling light (KKO 1948 II 464), clasp (KKO 1980 II 3). The products have been considered to be eligible for protection in the following cases: piece of jewelry (KKO 1980 II 3), bracelet, on the basis of its artistic design (KKO 1962 II 64) and the Finnish rug (KKO 1971 II 4).         


3. What is the relationship between copyright and design right? Is cumulative protection available? Which criteria apply to determine whether cumulation is permitted?


Section 10 of the Finnish Copyright Act states that despite the registration of a work as a design in accordance with the provisions in Designs Act, the author may have therein rights based on Copyright Act. Both of the protection forms can be applied to a same product cumulatively. In order to enjoy design protection the product shall meet the requirements set out in the Designs Act and in order to enjoy copyright protection the product shall fulfil the originality requirements for copyright protection. The different protection forms are mutually independent.


4. Does trademark or unfair competition law protect visual images or the design of three dimensional articles? If so, does trademark law exclude such protection in certain cases? If so, what are the grounds for the exclusion? To what extent does this exclusion differ from the exclusion, if any, from copyright protection? 


According to the Finnish Trademarks Act (1964/7) any kind of mark that can be represented graphically and, by means of which, goods marketed in business can be distinguished from those of others may be a trademark. A trademark may in particular consist of words, including personal names, figures, numerals or the shape of goods or of their packaging. Exclusive rights in symbols other than the special business symbols mentioned above may be acquired through their becoming established.


The holder of a trademark has an exclusive right to use a trademark as a special symbol for distinguishing goods to be offered for sale, or otherwise purveyed in business, from those of others. No one is entitled to use confusingly similar mark as a symbol of similar kind of goods.  The same applies to services. The use of a trademark in other contexts is not prohibited.   


Visual images and the shape of goods can be registered as a trademark. In any case the mark has to be distinctive. The three dimensional articles as such can enjoy trademark after becoming established.   


Unfair competition law protects visual images and three-dimensional articles against unfair use. The visual images and three-dimensional articles may not be copied or imitated in a way that the consumers or other entrepreneurs may be confused about the origin of the new product. The use is often considered unfair when the user unjustifiably exploits the goodwill value of the other company. The protection is excluded if no unfair activities can be identified. 


The copyright protection is excluded if the expression of the product is not original, or the term of protection has expired. Copyright protection may also be excluded on the basis of limitation provisions in Copyright Act e.g. for the benefit of the quotation right, news reporting etc. In a case a product does not enjoy copyright protection the unfair competition law can be applied.   

       
5. Does trademark law contain any exclusion from protection for works that are already protected by copyright? Does it contain any exclusion for subject matter that is patented?


A trademark shall not be registered if it is likely to give the impression of being the title of another's protected literary or artistic work, and such work being original in character, or if it constitutes an infringement of another's copyright in such a work or photographic illustration. There is no prohibition to register one's own work as a trademark. The Finnish Trademarks Act does not include any reference to patent protection.  


6. To which extent is cumulative protection granted under copyright and trademark law for the following:


The answer is based on the legislation and judicial literature. No cases on parallel protection have been dealt with by the Finnish Supreme Court. In practice the question of cumulative protection on the basis of copyright protection and unfair competition law protection seems to have been more common.        

(a) Work titles

In principle the work titles can be protected by copyright if the originality requirement is met. In most cases the titles as such are not protected as original works. The Finnish Copyright Act includes a special provision on the protection of work titles. A literary or artistic work shall not be made available to the public under a title, pseudonym or signature that makes the work or its author liable to confusion with a previously disseminated work or its author. No originality requirement is applied to the title protection. However, if the title is not at all distinctive due to its very general nature the title cannot enjoy the special title protection. The protection criteria are quite similar to the protection criteria for trademark protection. The work title can also be registered as a trademark if it is distinctive. The cumulative protection is therefore possible. However, the trademark legislation prohibits a registration of a trademark if the mark is composed of or contains anything likely to give the impression of being the title of another's protected literary or artistic work.  

(b) Emblems   

In principle the emblems can be protected by copyright. However, in some cases the external rules defines the form of expression so that the emblem cannot be a result of one's creative work so as to be eligible for copyright protection. A trademark can not be registered if, without proper permission, it incorporates national armorial bearings, a national flag or other emblem, a sign of control and warranty used by the State for goods of the same type as those for which, the trademark is sought, or armorial bearings of a Finnish commune, or the flag, armorial bearing or other emblem, name or abbreviated name of international organization or any devise or emblem, name or abbreviated name liable to be confused with the symbols or emblems or abbreviations referred to above.

(c) The name, appearance, and other aspects of fictious characters

In respect of the name protection please refer to item (a).  The appearance and other aspects of fictious characters can be protected by copyright or trademark if the general requirements for protection are fulfilled. The cumulative protection is possible. However, a trademark cannot be registered if the mark constitutes an infringement of another's copyright.   

(d) Costumes and clothing designs

Costumes and clothing designs can in principle be protected by copyright but in practice it is difficult to fulfill the originality requirement. The design protection is normally more suitable for these kinds of products.

(e) (f) Furniture design, architectural design

Please refer to item d and the answer for question 2. The same applies to furniture design and architectural design. The architectural drawings are protected as literary works.   

(g) Labeling and packaging

Labeling and packaging can be protected by copyright as works of visual arts. The trademark protection as well as designs protection may in many cases also be applicable.

(h) Musical works


Musical works are traditionally protected by copyright. Musical works can also be registered as trademarks if the musical works are represented graphically, e.g. sheet music. The musical works can also be protected as trademark on the basis of establishment. In that case there is no requirement for graphical representation.             

 
(i) Appearance of books or periodicals


Appearance of books or periodicals can be protected as work of visual arts. The appearance or some part of it may be protected as a trademark e.g. figure mark 

7. Has the attitude towards protectability of the items mentioned in Question 6 above under trademark and/or copyright law changed in recent years?  In which respect?

No changes can be identified on the basis of legal practice. 

8. To what extent is trademark or unfair competition protection available in circumstances where copyright law affirmatively denies protection? Does the extent of trademark protection differ depending upon the reason the copyright protection is available. 

The trademark or unfair competition protection are available when the term of protection of copyright has expired, when the originality requirement is not met, or when the copyright has been limited by copyright legislation. The trademark protection and unfair competition protection are also available when some ideas, concepts or principles are used. The ratio for protection in respect of different protection forms differs. The extent of trademark protection does not differ depending upon the reason the copyright protection is not available. The eligibility for trademark protection is solved only on the basis of the criteria set out in Act on Trademarks. The same applies to unfair competition law. The different protection forms are applied independently. The copyright protection of another person may constitute a prohibition for trademark registration but otherwise the copyright protection does not affect the trademark protection.  Please, refer to answer 4.       

9.   To what extent is trademark or unfair competition protection available in circumstances where patent law affirmatively denies protection? Does the extent of trademark protection differ depending upon the reason the patent protection is available.

All the protection forms have their own protection criteria independent on the other protection forms. The patent protection is applied to inventions if the inventions are new and fulfill the inventive requirement. For trademark protection different criteria are applied. A trademark shall be distinctive in order to be protected as a trademark. Unfair competition protection can be applied regardless of the inventions' patentability. 

10. To what extent does trademark law protect against non-attribution or misattribution of authorship? Is this protection coterminous with protection offered by moral rights?

The trademark law does not protect against non-attribution or misattribution of authorship because moral rights protect the author, a natural person who has created a work,  and trademark protection the holder of a trademark, in many cases a legal entity. If a trademark holder is a natural person and a trademark includes a name of a trademark holder the trademark can indirectly protect the author's moral right but that is not the purpose of the trademark protection. 

11. Please make reference to existing case law regarding the overlap between trademark and copyright law, in particular as regards the following topics:

a) Differences regarding the scope of protection 

No cases dealing with this issue have been identified. 

b) What is required to sustain a claim of copyright infringement, as compared to trademark infringement or trademark dilution.

In order to be able to sustain a claim of copyright infringement one has to show that some copyright relevant act has been taken place i.e. copying of a protected work or making a work available to the public, or infringement of author's moral rights. The exclusive right in a trademark entitles a holder of a trademark to use a registered trademark as a special symbol for distinguishing goods made for sale, or otherwise purveyed in business, from those of others.  No one other than the proprietor of a symbol may use any symbol liable to be confused with it for his goods. The criteria for infringement of copyright or trademark differ from each other.

c) Exemptions permitting parodies and other issues concerning free speech.

The Finnish Copyright Act does not have special limitation provision on parodies. However, in many cases the parodies are considered as permitted on the basis Section 4.2 which states that if a person has drawn freely on a work to create a new and independent work, his copyright shall not be subject to the right in the original work. The Copyright Act includes some provisions for the benefit of free speech e.g. the provision on quotation right (Section 22), articles on current topics (Section 23) and presentation of a current event (Section 25b).

The use of trademark is permitted when no confusion between the goods of a trademark holder and of another person can occur. If the use of a trademark is not liable to such confusion the use is not prohibited.

d) Exhaustion of rights/first sale

Finland has traditionally applied international exhaustion principle to copyright and trademarks. The situation has changed on the basis of the EU Directives and regional exhaustion is applied to trademark and rights related to copyright. To copyright the international exhaustion is can still be applied according to the Finnish copyright Act (Section 19) but no copyright cases on this issue have taken place. 

e) Limits on transfer of rights

According to Section 27 of the Finnish Copyright Act copyright may be transferred in its entirety or in part, subject to the limitations provided for in Section 3.  Section 3 concerns the moral rights, which can be waived with binding effect only in relation to use that is limited in character and extent. Normally the moral rights cannot be waived. There are also some presumption provisions in respect of economic rights. In the absence of agreement to the contrary, the person to whom copyright has been transferred may not alter the work or transfer the copyright to others.

A trademark may be transferred to another party. The transfer shall be recorded in the register on request. Section 33 of the Finnish Trademarks Act states that if the registering authority finds that a trademark after such transfer is liable to mislead the public, permission to record the transfer in the Register shall not be made unless the misleading element is removed by means of a change or addition to the trademark.                    


f) Differences in the relief available for copyright and trademark infringement 


According to the Finnish Copyright Act any person who uses a work in violation of the Copyright Act shall be obliged to pay the author fair compensation for such use regardless of the user's negligence. The normal license fee is considered to be a fair compensation. If the use is made willfully or through negligence, the user shall also, in addition to fair compensation, pay damages for any other loss, as well as for mental suffering and other injury.  The damages cover indirect and consequential damages as well as direct damages.


As regards the trademark infringement the aggrieved party shall be entitled to compensation from the infringing party for all the damage he has suffered, if the infringement is deliberate or due to negligence. The Trademark Act does not include similar kind of general strict liability provision than the Copyright Act. However, even if the infringing party is not found guilty of negligence, the court may, where deemed reasonable in view of his financial and other circumstances, order that he hand over to the aggrieved party the profits he has made from such infringement.  


The Copyright Act and Trademarks Act make it possible to prohibit the infringing use of the protected subject matter. According to the Copyright Act the Court may order that any devices intended for making of copies is to be destroyed, or altered in specific ways, or conveyed to the injured party against compensation, or rendered incapable of unauthorized use. The Trademarks Act includes similar kind of provisions. 

