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Before addressing the questions posed in the heading of this general report, the following presentation attempts to approach the topic of overlap between copyright and trademark law from a somewhat broader perspective, by considering

· why there is an increase in trademark/copyright overlaps, 

· what the problems are, and 

· what can be done about them.

1. Reasons for increasing overlap 

a) General remarks 

It has nearly become a truism to say that we are living in a phase characterised by the expansion of IP rights. When protection thresholds are lowered and the scope of protection is broadened, this will typically also entail an erosion of traditional delimitations separating the different categories of rights. Another observation pointing in the same direction is that the distinct, specific concepts on which the individual IP rights were originally founded – like the „origin function“ in trademark law - are gradually losing in importance, whereas aspects of a more general nature, like the wish to encourage and protect investments, are constantly gaining in influence. With the legal foundations thus tending to converge, it is little wonder that the individual rights tend to overlap as well.

Furthermore, there is a human factor adding to the structural changes addressed in the previous paragraph. Rising awareness of the opportunities offered by IP rights and growing sophistication among IP lawyers – plus, not to forget, the sometimes rather forceful lobbying activities of interest groups – have created a climate where the possibilities inherent in each type of IP right are put the to test and pushed to their limits with more confidence and liberty than previously
. If copyright is too weak – why not try trademark law? (and vice versa).

b) Specific reasons for increasing copyright/trademark overlaps

aa) Trademark law

The range of forms of signs which are eligible for protection and registration is considerably broader nowadays than in previous years – at least, this is true for most European countries
. It concerns, inter alia, 3D marks, slogans, sounds, and possibly also smells
 – all of those items being at least theoretically also susceptible of copyright protection. In European practice, the overlap becomes increasingly important in respect of 3D shapes. In contrast to the USA, where according to the Wal Mart decision of the Supreme Court
 product design must regularly establish secondary meaning in order to obtain trademark protection, it is generally held under European trademark law that 3D shapes may be inherently distinctive, and in some countries, the possibility to register 3D shapes as soon as – or even before – the product has been brought on the market is employed rather heavily
. 

Slogans and sound marks (tunes) are also areas where overlaps may occur and which may become increasingly important in the future. 

ab) Copyright

It is not so easily visible that and why copyright should also be expanding into the area formerly occupied primarily or even solely by trademark law. Indeed, it was stated nearly unanimously in the answers given to questionnaire II A+B by the national groups
 that no major changes have taken place in recent years concerning the extent to which copyright protection is granted to objects where overlaps can be expected to occur. 

However, even without any express modifications having taken place lately in the law or in the general attitude of the courts, the situation may gradually change simply in view of the fact that under contemporary market conditions, the efforts vested in the development of new product designs, new labels, logos and even wordmarks – and certainly also slogans and jingles – are regularly considerable to enormous. And there is no reason in general to look down on such efforts and their results – what may look quite banal to the uneducated eye, like a plastic yoghurt container, may be, and often is, the result of intense labour, professional skill and – why not? – artistic inspiration of one or several top designers. Of course, this does not mean that copyright is or should be granted indiscriminately to all the items mentioned before. However, there is no doubt that they are eligible for copyright protection in principle, their actual entitlement to protection being only subject to the level of originality required. And it is submitted here that there is a certain tendency to lower that threshold, not least in view of the fact that also the notion of creativity and the attitude towards creative achievements worthy of protection nowadays tends to be somewhat different – i.e. more materialistic (and realistic?) – than before.

2. Overlaps and free competition 

The problem typically arising in connection with overlaps concerns the impact it has on the freedom of competition. According to the general theory, each individual intellectual property right is construed on the basis of a conscious and thorough balancing of protection versus competition interests. The rights can only function properly if this balance is maintained. Protection granted for the right must not be curtailed in its essence, but it must also not be extended beyond its legal limits. When different types of rights are overlapping, and the benefits granted to the proprietor by each of them are cumulated, it may become doubtful whether due respect is paid to the latter aspect. 

This question is particularly acute in view of trademark and copyright law, as they differ in almost every aspect which is of relevance for the scope of protection
. One might therefore conclude that they are a perfectly matching pair if looking for maximum protection: Wherever one right has deficiencies, the other one might serve as a complement. When linked together, both rights in principle form a broad and solid fortress, putting their owner in the position to invoke, from case to case, the individual right which offers the strongest protection in the situation at stake. On the other hand, from the point of view of free competition, it is exactly this cumulative effect which might appear as questionable, if not intolerable.

In spite of the misgivings which might arise from this theoretical analysis, there seems to be no general rule
 which excludes in principle the cumulation of copyright and trademark protection (if one does not count the rule excluding shapes from trademark protection which give essential value to a product, or- for the part of US law - which are excluded on the ground of aesthetic functionality
). According to the prevailing view, trademark/copyright overlaps are unlikely to pose serious problems in practice, simply because – in spite of the tendencies pointed out above – they are still expected to occur rather seldom, given the quite substantial differences in their respective requirements
. Furthermore, it is pointed out that even in case of overlap, it would be mistaken to focus on the joint effects of both rights instead of assessing the effects of each right separately, as their character and their legal foundations are and remain different, notwithstanding the fact that they may relate to the same physical object. 

The latter observation is important. It is true that a distinction must be made between the object of protection in a physical sense, i.e. the product to which the rights relate, and the immaterial object of protection in a legal sense. Whereas the physical product to which the rights relate is necessarily the same in an overlap situation, there may be a clear conceptual and sometimes even visible difference in respect of the immaterial object of legal protection
. It is also true that the fact that two or more rights relate to the same physical object does not give rise to fundamental misgivings as long as each of the rights is appropriately balanced in itself, i.e. if the legal grounds for protection are adequately reflected in the requirements for protection, and if the scope of protection granted for each right complies with the principles of efficiency and proportionality. 

From this point of view, the overlap of rights regularly does not pose a problem per se. It would therefore be wrong to conclude that the primary aim for future IP policy should be to avoid or preclude overlaps as a matter of principle. We do not have to be that restrictive. If problems do arise in an overlap situation, however, there is reason to examine the issue very carefully. Rather than being caused by the overlap as such, the problem could be, and very often is,  indicative of the fact that one or both rights involved are not adequately balanced in themselves, e.g. because the scope of protection is too broad, or because specific limitations are missing, and/or because the legal objectives on which the right was originally founded are no longer adequately reflected in the manner in which the requirements are assessed in practice
. In other words: overlaps enhance the visibility of imbalances which might otherwise remain undetected. 

This view is sustained by the following consideration: As was stated in the beginning of this report, overlaps tend to occur more frequently in a phase when rights are expanding. It is not unusual that in such a phase, when public attention is focussed on the attempt to find out where protection might be lacking, and how the existing gaps could be filled, it is not fully realised at all times that the extension of the outer limits of IP rights might call for certain internal adjustments in order to maintain the original balance. In that sense, the tendency towards overlaps on one hand and emerging imbalances on the other have the same roots – or, one might say, they are two expressions of the same phenomenon. 

If these considerations are accepted as a point of departure for further thoughts, it follows that the remedies to be envisaged in the presence of problems arising in an overlap situation would be the same as in all other cases of imbalances: First of all, an attempt should be made to overcome the problem by interpretation of the respective IP laws. If the problem cannot be resolved in that way, resort may be taken in some cases to external limitations, like doctrines of misuse and abuse of rights. Finally, it may be necessary to call upon the legislature to change the law in order to take care of the problem. Examples for these potential solutions will be given in the following presentation of specific problems typically arising in overlap situations.

3. Specific problems posed in an overlap situation
a) Introductory remarks 

As trademark law and copyright law are so diverse, it would be a very challenging task to undertake a comprehensive analysis of all the aspects where the discrepancies become visible and may have an impact in practice. This presentation does not embark on such an ambitious effort. In the following, only brief reference shall be made to some of the issues which may be of interest in the context
, with a somewhat more detailed consideration of parodies and unautorized presentation of protected items for advertising purposes.

b) Term of protection

The most prominent difference between trademark law  on one hand and other categories of intellectual property rights lies in the fact that trademark protection is in principle unlimited in time. However, in view of the long term of copyright protection this aspect is less likely to create problems than in view of industrial property rights, like patents and design rights, where the term of protection is much shorter. Nevertheless, the question whether a work or part of a work which has fallen into the public domain can be used as a trademark sometimes gives rise to debates. The following principles are generally held to apply: The registration as a trademark of a work, its title or a substantial part of the work after the lapse of copyright protection does not pose a  problem, provided that it fulfills the general requirements for trademark protection. Famous, popular tunes and/or paintings which the public is accustomed to see or hear in many different contexts, both commercial and non-commercial, will often be excluded from protection unless they can establish secondary meaning, because they regularly lack sufficient inherent distinctiveness in the meaning of trademark legislation
. When assessing the distinctiveness of such signs, also the interest of competitors and the public to keep certain words, configurations or symbols free for everyone to use may have to be taken into account. In exceptional cases, when a work is particularly popular or is considered to form part of the (national) cultural heritage, it might even be considered in some jurisdictions as being totally excluded from trademark protection
. 

In any case, even if registration of a work or parts of it is permitted,  the effect of trademark protection should not be such that it prevents parties from making legitimate use of a work which has fallen into the public domain, e.g. from publishing a literary work under its title. However, the use made on the basis of this principle should not be such that it is misleading the public
. 

c) Limitations and exceptions (general overview)

Notwithstanding existing national diversities in respect of limitations and exceptions, it can be held generally that trademark law all over the world acknowledges the legitimacy of descriptive use of indications of quality and geographical origin etc. even if the same or a similar designation has been registered as a trademark, and it also regularly allows,  to some extent, the use of one’s own name and address. Copyright laws regularly embody the right to make private (analog) copies, and they further usually recognise the interest in the use of the work for legitimate communication and information  purposes, e.g. for citations, for teaching, in the context of news reporting etc., to the extent this is justified by the purpose envisaged
. Both trademark and copyright law further embrace the principle of exhaustion of rights in the sense that the rightowner is not entitled to interfere with the circulation of (physical) products which have been put on the relevant market
 with his consent.

Furthermore, the area where use of a sign might constitute trademark infringement is limited by two basic  requirements which have no counterpart in copyright law, namely that the use must been made in commerce, and that the mark must be used “as a mark“, i.e. in order to indicate the commercial origin of goods or services. As a consequence of these requirements, some of the modes of use which regularly are the object of specific copyright limitations are exempted from the application of trademark law per se. Thus, private copying would not be of any concern for trademark law anyway, because it does not take place in the commercial sphere. The same applies to (most forms of) use for educational puposes and/or other non-commercial activites. 

As regards news reporting however, the requirement of commercial use will be fulfilled more often. However, in these cases – and also in respect of citations, if they become relevant at all
– it may be questionable whether the mark is actually used “as a mark“. If that is denied, the regular consequence would be that issue can only be assessed on other legal grounds, like unfair competition or other forms of (commercial) torts
, which regularly offer the opportunity for an open balancing of interests, in the framework of which the specific objectives on which the respective copyright limitations are founded, like in particular freedom of information, can also be taken into account. 

Therefore, in view of the most typical and important copyright limitations, the fear appears unfounded that trademark law might prohibit conduct to which copyright exceptions apply, as is suggested in the thematic outlines for this session
. Or is that view too optimistic? In fact, from the perspective of European law, a caveat must be introduced at this point. Not only has the concept of use in commerce been slightly extended in recent years, but it has also become somewhat unclear how the notion of “use of a mark as a mark“ should be understood, and where the exact borderlines of the concept lie. In the light of recent ECJ case law
, it seems that all express references made to a mark in the framework of commercial communication may be regarded as constituting use of the mark as a mark, and thus fall into the scope of application of trademark law as a matter of principle
. Moreover, such references made to a mark may be held to constitute use of the mark for identical products, which triggers absolute protection under Art. 5 (1) (a) of the European Trademark Directive. With  that provision as a starting point, it is not necessary to establish additional elements, like risk of confusion or abuse of reputation; and as the exhaustive catalogue of express limitations at least at first glance
 does not take into account the full range of potentially relevant cases, the situation may pose a problem. We shall come back to this point.

d) Parodies

Only few countries have included into their copyright laws express exceptions in favour of parodies
. And even where such an exception exists, it does not give carte blanche to all sorts of parodic use
. On the other hand, also in countries without specific regulations concerning parodies, it is a generally accepted principle that they constitute a legitimate form of expression representing a category of art of its own. This means that the extent to which use can be made in a parody of elements of the protected work is somewhat broader than usual, as the purpose of the parody could not be fulfilled otherwise
. In general, the crucial question is whether the extent to, and the manner in, which the parody makes use of the work is justified in view of its artistic purpose and the specific message it conveys.  The scope of admissible use of a work which is granted to parodies on the basis of these principles may vary from country to country, depending, inter alia, on the importance attributed in the context to the moral rights of the author of the original on one hand and on the principle of free speech on the other
. 

In trademark law, the legal assessment of parodies takes a different point of departure
. As was stated previously, the first questions to be examined in the context would be whether the parody is used (a) in commerce
 and (b) “as a mark“ 
. It was also mentioned before that the exact contents and scope of the latter criterion are somewhat unclear. Certainly, use of a parody will be considered as constituting trademark use when it is affixed to a product in the same manner as an ordinary device mark. Presumably, it would also be held as being used “as a mark“, when it is printed all over the front or back side of a T-shirt, although it is less likely in such a case that the ordinary buyer would believe that the parody is an indication of the commercial origin of the product to which it is applied. A different view – no use “as a mark“ – would probably prevail if the same parody would be published in the pages of a satirical magazine. Whereas this distinction may appear as pausible, it is hardly possible to point out exactly where the borderline between the two modes of uses must be drawn.  What about parodies in a competitor’s advertising or on websites? What about postcards, stickers, calendars, posters etc.? 

The next question to be considered is whether protection is granted on the basis of likelihood of confusion, or whether the principles of extended protection apply
. In European trademark law, protection of the second type would be granted if unfair advantage is taken or detriment is done to the reputation or distinctive character of the mark. This corresponds largely to the criteria on which protection against dilution is based in US Federal trademark law
, and after TRIPs, it can be expected that some kind of extended protection is granted also in all other countries adhering to the WTO
. 

Whereas protection of the traditional kind, i.e. against likelihood of confusion, applies to all trademarks, the second type of protection is only granted to marks which have a reputation, or (for US law) are famous or (as to TRIPs) which are well-known. Furthermore, the second category is specifically geared towards protection against use for dissimilar goods
.

If parodies are judged under the first category, the outcome depends very much on the manner in which the notion of likelihood of confusion is interpreted by the courts. If strict standards are applied – in the sense that likelihood of confusion would only be found in a case when the reasonably informed and circumspect consumer is in actual danger to walk out of the shop with product A instead of product B which she really wanted to buy,  it is extremely unlikely that a parody could be considered as infringing. In most countries however, the standards applied are not as strict; it regularly suffices if  the consumer is led to believe in view of the similarity of the conflicting signs that a relationship exists between the rightholders. But even on the basis of this somewhat extended concept of likelihood of confusion, it will not frequently be possible to motivate a finding of infringement in a parody case
, as it is rather unusual that the rightholder or a person using the sign with his consent would subject the original mark to the alienation effect which is so typical for parodies. 

While they may escape being found liable for infringement on the basis of likelihood of confusion, parodies regularly do evoke associations with the original, and therefore may fall into the scope of extended trademark protection. In Europe, it is unclear for the time being whether this type of protection only applies if the product for which the parody is used is dissimilar to the product(s) for which the original is protected
. While this aspect may pose some problems in practice, all other requirements are regularly fulfilled: the object of the parody is very often a mark or symbol which is known to a substantial  part of the public and which enjoys a certain reputation. Furthermore, parodies regularly take advantage of the original in the sense that they attract more attention of the public than they would otherwise receive, and as they are antithetic by definition, they will often also tend to lessen or ridicule the reputation of the mark. On the other hand, the fact that the basic requirements for extended protection are regularly fulfilled, does not settle the case for good. It still remains to be asked (departing from the wording of European trademark law)
 whether the advantage taken and/or the detriment inflicted are unfair in view of all the circumstances involved. This element endows upon the provision a general-clause like character, which allows for the balancing of interests and also for the taking into account of public policy aspects, like free speech in general and the freedom of art in particular. However, often a certain reluctance may be observed against making use of the full potential of the unfairness requirement. It is frequently assumed in practice that if someone takes a free ride by selling his own products under the parody of a well known mark, this is sufficient to render the use unfair per se
. 

Would the outcome be any different under copyright law? As was pointed out before, differences certainly exist in respect of the legal bases for the assessment. This does not only concern the traditional category of trademark protection based on likelihood of confusion, but also the category of extended protection, which is founded on the principle that protection increases in proportion to the “strength“ of the mark, which in turn is a consequence of the fact that modern trademark law, in addition to serving the purpose of consumer information and orientation, is aimed at protecting the commercial value inherent in a trademark. In contrast to that, copyright is not or at least not primarily concerned with potential reactions of the public, and the strength of protection is measured in proportion to the creativeness and originality of the object of protection rather than to aspects like commercial success. Furthermore, in some countries, the moral rights of the author play an important role in the assessment under copyright, whereas this particular element has no basis at all in trademark law
.

These differences may account for the fact that courts sometimes arrive at different solutions when the same parody is assessed under copyright on one hand and under trademark law on the other
. However, it is submitted that copyright and trademark law very frequently will tend towards the same solution, especially when the parody concerns a famous or reputed mark or cartoon character. Although this aspect does not play a decisive role in copyright, it will still have a certain influence on the assessment of the motivation underlying and possibly justifying the parody. The more famous and commercially attractive an item is, the more it is likely that courts consider the parody as merely constituting a pretext for the user to profit from the attention raised in order to promote his own business
 – and this reasoning comes very close to the “free ride“ argument to which reference was made previously. 

In view of this result, one might pose the question whether there should be room for a more liberal assessment, both in copyright and in trademark law. In the Dutch report, reference is made to an obiter dictum by a judge in a parody case, the victim of which apparently was a well-known popstar
. The judge said that “strong winds blow on high hills“, i.e. he who enjoys much fame must also be ready to tolerate more. This approach merits some consideration. Famous marks or cartoon characters sometimes live on very high hills. They can be seen from everywhere. Their presence can be so intense that in one way or other, they become part of everybody‘s life, whether one likes it or not. They sometimes also become a prominent and important element of communication, as they are regularly capable to convey specific attitudes, values or philosophies with which they are associated. If others make use of those qualities in order to transport their own messages – and in spite of the fact that those messages are often purely selfish and plainly commercial – this can be regarded at least to some extent as a reaction to, and a reflection of, the strong position such signs assume in public life. This does not mean that free riding should be tolerated as a matter of principle. However, the Dutch proverb might be an aspect to be considered in a situation when the free riding is such that it makes fun of the mark or cartoon character, without being seriously disparaging, and when there is no actual risk of anyone being misled about sponsorship and origin. 

It remains to be asked whether an express limitation in favor of parodies should be inserted in trademark law
. The proposal is certainly worth considering, although in view of the cases discussed before it should be possible to arrive at an adequate solution already on the basis of the existing rules. However, when taking into account the general tendencies to which reference was made at the end of paragraph c) supra, there is a risk that trademark law in general may become, and may be used as, an increasingly forceful instrument for the control of commercial communication. Therefore, it is indeed be recommendable in my view to amend (European) trademark law in a manner which would open up the presently closed catalogue of limitations in order to allow for a full and comprehensive balancing of all the interests involved in a trademark conflict. 

e) Exhaustion/First sale

As was pointed out previously, both copyright and trademark law encompass the principle of exhaustion after first sale, i.e. the rightowner may not interfere with further circulation of the product which is the (physical) object of the right, after it has been released on the market by herself or with her consent. Whereas the general rule is the same, differences may apply in respect of the territorial dimension of the market to which it refers, and in respect of the extent to which the substance of the right is subject to the exhaustion rule.

The first-mentioned aspect – the territorial scope of exhaustion – is a well-known topic in all fields of intellectual property law. Again, there is much diversity among the rules applying in different countries. While some countries apply the principle of global exhaustion in respect of all intellectual property rights, others only accept national or regional exhaustion, and some distinguish in this respect between the different types of rights, with a tendency to apply the principle of global exhaustion in trademark law only.  Depending on the national rules, it may therefore happen that parallel importation of products being the object of both copyright and trademark protection cannot be prohibited on the basis of trademark law, whereas the import may be opposed on the basis of copyright or related rights. Whether this is regarded to pose a problem to which the courts or the legislature must react depends inter alia on the question whether the immaterial objects of legal protection are clearly different and therefore furnish a justified cause for the discrimination. This would typically be the case in respect of trademark and copyright protection as relating to CDs or videotapes
. If on the other hand the immaterial objects of protection, although conceptually different, tend to be more or less indistinguishable in practice – like the originality/distinctive character of product shapes or emblems
 – the resort taken to copyright in a situation when trademark law obviously cannot be employed to stop the importation might rather be viewed as revealing an imbalance in copyright protection, which must be straightened out in one way or other
.    

Similar problems may arise in respect of incongruencies between trademark law and copyright concerning the extent to which the substance of the right is subject to the exhaustion principle. In (European) trademark law, the right is consumed in toto after the first authorised sale, unless the proprietor can invoke justified grounds to oppose further commercialisation, e.g. when the products have been altered or deteriorated etc. This means that in general, the trademark owner cannot oppose the use of the mark in advertising for legitimate sales. In copyright on the other hand, only the distribution right is held to be exhausted, whereas the reproduction right remains unaffected. As the reproduction right includes the right to reproduce a threedimensional product in twodimensional forms, the rightowner in principle may oppose the unauthorised display for advertising purposes of a useful article constituting a work of applied art, notwithstanding the fact that he has no right to interfere with the selling as such. 

This situation has been examined by the ECJ in the Dior/Evora case
, where the plaintiff opposed inter alia the display of Dior perfume bottles in advertising brochures of a drugstore chain. The ECJ concluded that it would clash with the principle of free movement of goods if the legal possibilities to oppose the reproduction in the advertisement on the basis of copyright should go beyond the limitations applying in trademark law, without giving any detailed motivation for its findings.

A parallel case – also concerning the twodimensional reproduction of a Dior perfume bottle in advertisements for legitimate selling activities by an outsider – was decided in November 2000 by the German Federal Supreme Court
. The Court first confirmed the general principles  set out previously, i.e. that the representation of the bottle in the ads had to be regarded as a reproduction of the protected shape, and that the reproduction right which was at stake here had not been exhausted with the first sale. It further noted that none of the exceptions contained in the conclusive catalogue of limitations in the German Copyright Act was applicable – be it directly or by way of analogy – in the case
. However, very much in the same vein as the ECJ, but independently from the rules contained in the EC treaty, the Court concluded that in view of the general objectives underlying the provision on exhaustion of the distribution right, the interest in the free circulation of goods must be given preference vis-à-vis the interest of copyright owners to be protected against interferences resulting therefrom. 

The reasoning used in the decision has met with harsh criticism in the literature
, whereas the result as such was found to be less objectionable. As an alternative solution, it has been proposed that instead of inserting de facto a new, and rather broad, exception into the principally closed catalogue of copyright limitations
, the Court could have relied on general principles, like the prohibition to impede competition in an unfair manner. However, also this alternative appears somewhat flawed in view of the fact that it remains unclear how it would fit into the system of external limitations developed in the case law of the ECJ under Arts. 81, 82 of the EC treaty. According to those rules, the mere use made of a valid intellectual property right can only be deemed abusive and anti-competitive in presence of specific, and rather restrictive, circumstances, like in the Magill case
. Such circumstances could hardly be found in Dior/Evora or its German counterpart. 

A satisfactory and commonly acceptable solution for the problem has therefore not been found as yet. In the future however, Art. 5, 3rd paragraph j) of the recently enacted Infosoc-Directive may furnish a basis for a positive solution of the problem in EU Member States. The provision contains an optional exception
 permitting the reproduction of works of art in the framework of legitimate selling activities. Despite the somewhat restrictive wording indicating that the clause is primarily concerned with the selling of pure art, i.e. paintings, sculptures etc., it seems reasonable to assume that the Dior/Evora decision will be taken into account for its interpretation. It can be expected therefore that it will also apply if the items to be sold are useful articles
.

There are however more problems arising in connection with the reproduction for advertising purposes of useful articles figuring as works of applied art, which can neither be solved on the basis of the principles set out in the Dior/Evora decision, nor by taking resort to any of the numerous exceptions set out in Art. 5 (3) of the Infosoc Directive. These are the cases where a product is pictured in advertisements which do not serve the purpose of selling that particular product. A typical example for this situation is the display of a competitor’s product in the context of comparative advertisement
. Another example is the BMW/Blok-case which was decided by the Dutch Supreme court
: A photograph of a BMW was displayed in an advertisement for accessories (rims) in order to demonstrate their visual effect on a car.

In this particular case, the Dutch Hoge Raad rejected the claim based on both trademark law and copyright, and again, the outcome hardly appears as objectionable. It is however not very easy to procure a solid and convincing basis for such a finding, once it is accepted that copyright does subsist in the shape of the car
. And, as was pointed out before, the lengthy catalogue of mandatory and optional exemptions contained in the Directive will not make this task any easier in the future. 

This situation again highlights the problems which may be encountered in jurisdictions strictly adhering to the theory that good legislation must provide for conclusive catalogues of limitations, and that every effort must be undertaken to promulgate detailed exception rules which are then “cast in concrete for the years to come”
. In fact, such a technique nowadays might prove to entail more negative than positive effects. There is no doubt that exhaustive limitation catalogues from the point of view of rightholders do have advantages vis-à-vis an open fair use clause. However, the purpose of legal security which they are intended to serve can hardly be attained any longer in a satisfactory manner when the speed of technical and economic development together with the increasingly dense texture of protection on the basis of frequently overlapping and sometimes poorly balanced intellectual property rights create a permanent demand for a flexible assessment of what might be regarded as ‘fair use’ in copyright and in trademark law.  

� The situation is depicted in an amusing and revealing manner in the novel by William Gaddis, „A frolic of his own“.





� Another factor which adds (from a European perspective) to the overlap tendencies between trademark law and copyright is the following: Trademark registration is granted without an obligation to use the mark before 5 years have passed after registration. Furthermore, trademark registration does not require the carrying out of actual business in the field concerned, or any business activities at all. This is of practical importance not least in respect of the protection of merchandising properties: Once a cartoon character etc. has been developed, the image along with the name can be registered together and/or separately for a large range of goods and services even at a time when the registrant does not have the slightest idea whether and how the mark will be used by herself or a licensee in the future. Needless to point out that this is also an area where trademark/copyright overlap has always occurred, and will probably occur even more frequently in the future. 





� In the Australian report, it is pointed out under 7. that also in Australia, national trademark law was broadened considerably in respect of trademark forms eligible for registration in the aftermath of the TRIPs agreement.





� At the end of the French report, it is pointed out that if smell marks would be generally accepted, perfumes might be among the objects which are susceptible to both copyright and trademark protection.  


 


� Supreme Court, 22 March 2000, Wal-Mart Stores Inc. v. Samara Brothers, 529 U.S. 205 (2000); see also the recent Supreme Court decision (20.3.2001) Traffix Devices Inc. v. Marketing Displays (concerning a functional and formerly patented product), which is presented and discussed in detail the American report. 





� This may create problems not least in countries where patent offices tend to apply a very liberal practice in the assessment of absolute grounds for refusal. See also the critical remarks made in the Spanish report under 5 in respect of the increasing use made of trademark registration of 3D objects instead of employing industrial design protection. These issues are dealt with in more detail in part A of the session.


 


� Except for the Swedish report, under 5.





� In trademark law, protection is granted without time limits; it is objective, i.e. it is granted irrespective of the question whether the infringer knew the senior right; it protects against commercial use only; it is confined in principle to use for similar goods; and finally, it is strictly territorial in the sense that it only exists in a country where it has been registered, or where one of the alternative grounds for protection exists.Copyright on the other hand is limited in time; it protects against copying only; protection extends at least as a matter of principle also to acts undertaken in the private sphere; there is no limitation in respect of similar goods; and it is generally held to come into existence universally with the act of creation (although of course it is also territorial in the sense set out in Art. 5 (2) 2nd sentence of the Berne Convention). 





� An interesting exemption must be made in this respect with regard to the situation in Denmark: According to the Danish report, a majority opinion holds that copyright protection  cannot subsist in an object which was created with the intention to be used as a trademark. This rule hardly complies with the general opinion (also applying in Denmark) that copyright comes into existence with the act of creation as such, and that the intention of the author is not of any relevance in the context. Therefore, as a general principle, it seems to be questionable. It would make more sense in the form of a (rebuttable) presumption holding that if an item was created in order to become a trademark, any form of subsequent use which would be legitimate under trademark law also has to be regarded as constituting “fair use“ under copyright. However, the problem with this – in my view quite sensible – interpretation is that European copyright law does not contain a “fair use“ exemption. See on this point also infra, footnote 14 and (generally on fair use) e.





� This rule is treated in more detail in part A of this session.





� See e.g. the references made in the Swiss report (under Question 6) to this effect.





� For instance in respect of CDs or videotapes, the label forming the object for trademark protection is both conceptually and visually distinct from the product forming the object of copyright and neighbouring rights. There is no cumulation in the strict sense, although further manufacturing and distribution of fake products may be and often is prohibited on the basis of both types of rights. Other cases are however less clear. For instance, if a threedimensional article enjoys both trademark and copyright protection, both types of right relate to the same aspect, namely the shape of the product. Still, there remains to be a conceptual difference, as copyright is founded on the aspect that it represents the result of an individual intellectual creation,  while trademark protection relates to the capability of the shape of distinguishing and identifying the commercial origin. This fundamental distinction is reflected in the terminology used to denote the respective requirements for protection, i.e. originality on one hand and distinctiveness on the other. 





� Again, the situation can be illustrated by the trademark/copyright overlap in respect of threedimensional articles. In spite of the conceptual and terminological differences between both types of rights (see the previous footnote), it may occur in practice that the standards  applied in the assessment of originality on one hand and distinctiveness on the other are more or less the same, meaning that the only thing which matters in reality is whether the shape of the product is somewhat different from others already existing on the market. Thus, although the difference between the immaterial objects of protection is upheld in theory, this is no longer – or only rather poorly – reflected in the assessment of the respective prerequisites. This situation might be called an ‘asymmetric convergence‘ of rights, i.e. an approximation in respect of protection requirements and initial thresholds, while differences are maintained in respect of the general scope and the limitations of the rights. It is typically in these situations that the imbalances mentioned in the following text will occur.





� In spite of the fact that this general report is mainly geared towards a comparison of exceptions, it is worth mentioning that specific problems may arise in connection with contracts involving the transfer or use of objects which are protected by both copyright and trademark law. This applies e.g. to the situation under US law (see the American report at 11 (e) ). Furthermore, at least in theory, it concerns jurisdictions which do not admit the possibility of full transfer of rights from the author to subsequent rightholders. Whether this factor will often lead to conflicts in practice, remains somewhat unclear (but see the reference made to this point in the Mexican report under 11 a). The Danish opinion to which reference was made supra (footnote 9) would provide for a clear and radical solution in these cases: if copyright protection is precluded ab initio when an object has been created with the intention to be used  as a trademark, any risk of interference by the original creator with subsequent use which is made in commerce of a mark expressly designed for that purpose would be avoided; however, as was pointed out previously, this opinion is hardly compatible with the general concept of copyright law. The Swedish report holds in respect of these conflicts that it suffices to presume that the person designing a logo or label etc.  to be used as a trademark regularly gives its consent to subsequent alterations. 





� Protection was denied for trademark registration of the image of the “Mona Lisa“ in Germany, Federal Patent Court (BPatG), GRUR 1998, 1021 – “Mona Lisa“; and in Belgium, registration as a sound mark was denied for the initial notes in “Fuer Elise“ by Beethoven, Court of The Hague, 27 May 1999, BIE 1999, 248; see the Belgian report at 13 c), footnote 159 – with references to the critical reactions which the decision received in the lliterature. 





� Another aspect to be taken into account is the moral right, which pursuant to the law and doctrine applying in some countries subsists in the work even after the lapse of copyright protection. See the reference made in the French report to this point under 8.





� See the references made in the French report to Art. L. 112-4 (2) CPI and in the Belgian report to debates in the literature. See also the American report referring to inter alia G. & C. Merriam Co. v. Syndicate Publishing Co., 237 U.S. 618, 615 (1915).  It remains somewhat unclear what would have to be regarded as “misleading“ in the context. Presumably, misleading conduct would have to be found in a case when the title of a book is used after the lapse of copyright for a different literary work. On the other hand, confusion as to (commercial) source only should not be regarded as sufficient, as this might hinder other publishers to exercise their legitimate rights to re-publishing (but see the reference made in the American report to Maljack Products v. Goodtime Video Corp., 81 F 3d 881, 887 (9th cir. 1996))





� For more detailed information see the contributions to the 1998 ALAI study days in Cambridge, published in The Boundaries of Copyright/Les Frontières du Droit d’Auteur, Australian Copyright Council, 1999.





� Differences between copyright and trademark law  as well as between various national jurisdictions apply in respect of the question whether the “relevant market“ in this sense is the national, regional, or the global marketplace. See on this aspect infra, e. 


 


� For various reasons, it is hardly imaginable how the citation right might become a problem in respect of trademark/copyright overlaps; see on this point the Belgian report under 8 A 2); however, in the French report under 11 b), also citations are mentioned as a possible trademark infringement case. 





� Unless the national trademark law encompasses provisions which prohibit the use of a mark under certain circumstances (which are set out in Art. 5 (5) of the Trademark Directive, 89/104/EC) even if the use made is not such that it serves the purpose of distinguishing goods or services according to their commercial origin.  A provision of that kind is embodied in Art. 13 A 1 d) of the Benelux Trademark Act; see also infra, footnote 23, 2nd sentence.





� This is just a general estimation, which is qualified to some extent by the following text, and which also does not exclude that in some jurisdictions, the lack of specific limitations in trademark law corresponding to those applying under copyright law entails a wider protection; see e.g. the reference made in the American report under 8. to the Rock and Roll case where the sales of posters showing a museum design was prohibited  by a district court in spite of the fact that the US copyright Act embodies a specific limitation in respect of architectural works which would allow such conduct. 





� Case C-63/97 – BMW/Deenik





� This view is sustained by the French report where it is held under 11 b) that the use of mark in citations in the literature or in a press article under certain circumstances would be regarded as (infringing) trademark use. In contrast to that, according to the Belgian report, if a mark is mentioned in news reporting, it would be considered as not being used for the purpose of distinguishing goods or services, and would therefore (only) be assessed under Art. 13 A 1 d) of the Benelux Trademarks Act.


 


� When the problem is examined in the German literature, some authors have pointed out that resort might be taken to the provision corresponding to Art. 6 b) of the trademark directive – descriptive use – or to a general rule derived from the exhaustion principle in Art. 7. A better solution is anchored in British law, where Sec. 10 (6) incorporates the general rule that a mark may be used in order to refer to the original products, provided that this does not take unfair advantage of, or is detrimental to, the reputation or distinctive character of the mark. While this is a sound and sensible rule, it constitutes a deviation from the Directive where a corresponding proviso ? or provision is unfortunately lacking.


  


� E.g. France and Belgium; see the respective reports.





� See the references made to Belgian and French case law in the respective reports.





� Another argument, to which reference is made in the Italian report under 11 c), concerns the fact that the parody, by effecting a conversion from the serious to the comic, regularly deeply alters the character of the original and is therefore held to be an independent work. 





� The attitude of American courts in respect of parodies seems to be rather liberal in comparison to other countries, as is reflected in the American report; see also the recent affair concerning the parody („Gone Done with the Wind“) of the novel by Margaret Mitchell „Gone with the Wind“.





� As far as can be seen, there is no national law incorporating an express exemption from trademark protection in favor of parodies. See on this point further below.





� For the following discussion, only cases are considered where the parody is considered as taking place in commerce (otherwise it would not be subject to trademark law at all; see supra). 





� Interestingly, the Greek report holds under 11 c) that marks are regularly not used “in a trademark manner“ when they are used in a parody.


 


� As was stated before, European trademark law distinguishes a third category of infringement, namely when an identical mark is used for identical products. This category was meant in the first case to to cover cases of blatant trademark counterfeiting, but it can also be employed, according to the ECJ, when the original mark is used for the commercialisation of the genuine products, including use in advertising making reference to the original goods. 





� Protection on the basis of Art. 43 c Lanham Act is granted against “blurring“ and “tarnishment“ of famous marks. See the references made to US case law applying the provision in the American report, under 11 (a).


 


� Protection of well known marks against use for dissimilar goods is made mandatory by Art. 16 (3) TRIPs, if 


the use evoked the impression that a relationship exists between the goods for which the mark is used and the proprietor of the well-known mark. 





� It is unclear at least in European law whether the same principles also apply vis-à-vis use for similar goods The ECJ will have to deal with the issue in a case referred to it by the German Federal Supreme Court, Davidoff/Durffee; see also infra, footnote 38.





� This view is sustained in practically all national reports.





� Pursuant to the wording of Art. 5 (2) of the Trademark Directive, extended protection is only granted vis-à-vis use for dissimilar products. The ECJ will have to decide whether the principles laid down in Art. 5 (2) also apply in case of use for similar goods, see footnote 36. If that possibility should be denied by the ECJ, this would entail the somewhat peculiar consequence that a parody might constitute trademark infringement when it is used for dissimilar goods, whereas claims based on trademark law would have to be rejected for lack of likelihood of confusion, if the same parody were used for similar goods.





� In US law, the assessment of “blurring“ or “tarnishment“ typically also would include the “unfairness“ of the conduct, and would balance the free speech interests involved against the detriment done to the rightholder; see the American report under 11 ( c) and the references made therein to US case law.


  


� The discussion may show that this view is mistaken, but at least in respect of German (published) case law, it is a fact that trademark caricatures have been found permissible only in rather few, exceptional cases.





� For the special impact of moral rights, see in particular the French report.





� This possibility is emphasized in the French report at 11; in the same vein also the Belgian report, 8 A 2). 





� For instance, this was found to be the case in the two leading German cases concerning parodies; see Federal Supreme Court (BGH) GRUR 1971, 588, 589 – Disney-Parodie and BGH GRUR 1994, 206 – Alcolix.





� Pres. District Court Groningen, 19 Jan. 2001 (not published); see 11 c of the Dutch report.





� As is pointed out in the Belgian report under  8 A 2), this proposal was made by Alain Strowel at the ALAI congress in Cambridge. If the question is answered positively, it would be consequent also to introduce an express copyright limitation in favor of parodies in countries where such a limitation does not yet exist. A legal (optional) basis is set out for EU Member States in Art. 5 (3) k of the recent Infosoc Directive.    





� See supra, footnote 12.





� See the reference made supra (footnote 13) to the phenomenon of “asymmetric convergence“.





� In the USA, the problems have been highlighted  by Quality King v. L‘Anza, Research Int.‘l, 523 U.S. 135 (1998). Protection against parallel importation of shampoos on the basis of copyright subsisting in the label was denied, but (probably) only in view of the circumstances of the specific case (the product had been manufactured in the US before being released on the market abroad). The Australian report states that in view of the anomalies resulting from the fact that trademark owners to an increasing degree made use of their copyright in labels and packaging etc. in order to oppose parallel importshave has motivated the inclusion of a new clause into the Copyright Act. (Sec. 44 C (1): The copyright in a work a copy of which is on, or embodied in, a non-infringing accessory to an article is not infringed by importing the accessory with the article. (2)...).





� Case C-337/95, Parfums Christian Dior SA and Parfums Christian Dior BV v. Evora BV; on this case see Kur, 31 IIC 308 ff. seq. (2000).





� BGH GRUR 2001, 58 – Parfumflakon. 





� Inter alia, this concerned the exception in respect of the possibility to include reproductions of works of arts into exhibition catalogues or for an auction.





� In particular by Schricker, JZ 2001 (to be published); also v. Gamm, GRUR 2001 (to be published).





� It is true that the reasoning on which the decision is founded appears somewhat inconsistent, as the Court itself expressly denies, in another part of the decision, the possibility to employ some of the more specific exceptions contained in the catalogue in order to argue by analogy.





� Joint cases C-241/92 & C- 242/92, 1995 ECR I-743.





� Member States are therefore free to take or leave the exception clause. If this or a similar clause it is not introduced in national law, this might lead to the somewhat odd result that the visual representation of products in the framework of sales over the Internet might amount to an infringement of the right of making available, provided that the shape of the product as such or some of its elements – like the label or the surface decoration – are protected by copyright





� Apart from the fact that previous ECJ case law based on the principle of the free flow of goods has to be taken into account when interpreting a provision in subsequent secondary Community law (see in particular ECJ, 12.10.1999, case C-379/97, Pharmacia & Upjohn SA v. Paranova A/S), potential misgivings resulting from the somewhat narrow wording could be overcome by arguing that if reproduction is admissible in connection with the selling of genuine works of art, this must all the more apply in respect of works of applied art, where the interest of the buying public is typically focussed on other elements, e.g. price and functional qualities, than on those protected by copyright. 





� See e.g. the decision by the British High Court, IPC Magazines Ltd. v. MGN Ltd., [1998] FSR 431, where copyright protection was invoked in order to prohibit the display of the frontpage of a women’s magazine in a comparative tv advertisement. The claim was granted in spite of the fact that the court had doubts whether the advertisement as such did not have to be regarded as lawful according to the EU Directive on comparative advertising (97/55/EC). However, when the decision was made, the Directive had not yet been implemented in the UK, and therefore, the court held that the issue did not have to be examined any further.





� Dutch Supreme Court, 2 Feb. 1998, 1999 IER 104; referred to in the Dutch report under 5. and in the Belgian report under 11f. In its decision, the Dutch Supreme Court held that to claim copyright infringement in respect of conduct which is permissible under trademark law would only be justified in presence of additional circumstances, which the plaintiff had failed to establish. This reasoning, although understandable, is somewhat astonishing in view of the fact that according to the general opinion, copyright and trademark infringements have to be assessed independently of each other and solely on their own merits. 





� An alternative solution would be to reduce the extent to which copyright protection is granted to useful articles (i.e. to raise the protection threshold for works of applied art). However, this proposal is hardly realistic in view of the majority opinion prevailing in most European countries, and in view of the opposite trend which is manifested in several acts of European copyright legislation.





� See Hugenholtz, Why the Copyright Directive is Unimportant, and Possibly Invalid, [2000] E.I.P.R. 499, at 501: „Of course, the whole idea of drawing up a finite set of limitations was ill-conceived in the first place. The last thing the information industry needs in these dynamic times is rigid rules that are cast in concrete for the years to come“.
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