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German Report

1. What is the notion of a “work of art“ in the relevant country?
Pursuant to sec. 1 of the German Copyright Act (UrhG), protection is granted to the authors of literary, scientific and artistic works. Sec. 2 (1) contains a non-exhaustive list of subject matter qualifying as such works, and thus possibly for protection under the Act.The central provision concerning the notion of a work is contained in Sec. 2 (2), which states that protection will only be granted to personal intellectual creations. 

The wording of the Copyright Act is however of secondary importance in the context. The provisions are only meant to restate the pre-existing concept of a work, which was developed over time in the literature and in case law. It is generally held that his concept comprises the following elements:

· creation, i.e. the work must have been conciously generated by a human mind;

· intellectual content, i.e. the work must not be the result of a purely mechanical activity;

· form, i.e. the work must be capable of being perceived by the human senses;

· individuality, i.e. the work must bear the personal stamp of the author;

· (a certain level of) originality, i.e. the individual character of the work must surpass a certain threshold (in German: “Gestaltungshöhe“).

2. Does the country follow a “unity of art“ approach, or does the copyright law exclude or limit protection for certain categories of work? Is there a difference in law or practice between the protection offered different categories of work? 

Germany does not apply a “unity of art“ approach. Different, and more restrictive, standards are applied when assessing the originality (“Gestaltungshöhe“) of works of applied art in comparison to other work categories. Therefore, the design of useful articles is less likely to be protected by copyright than e.g. literary works, where the threshold for protection is rather low. According to the traditional German doctrine, this differentiation is justified by the fact that protection for product design displaying a lower degree of originality than that required for copyright protection can be obtained on the basis of the Act on Industrial Designs (see infra, 3). While this traditional view is still endorsed in court decisions
, it meets with increasing criticism in the literature, where it is pointed out that the creative effort manifested in the shape of useful articles is no less worthy of copyright protection than creations in other fields of art, science or literature. Furthermore, it is emphasized with a view towards the European Design Directive (98/71/EC), that the legal foundations of design protection under the Directive, and thus also in future national law, are independent, and definitely different, from copyright. Therefore, it is argued that design protection can no longer be regarded as a mere sub-structure to copyright, and that hence, the traditional justification for maintaining an elevated protection threshold for works of applied art will be obsolete in the future
.

3. What is the relationship between copyright and design right? Is cumulative protection available? Which criteria apply to determine whether cumulation is permitted?
According to the traditional view, copyright and industrial design protection are held to be of the same legal nature, yet with a clear gradual distinction applying in respect of the required level of originality. As was pointed out in the previous paragraph, it is however argued in the literature that it will no longer be possible to sustain the traditional view after the implementation of the European Design Directive. As the latter is founded on the concept that industrial designs are primarily protected as marketing tools, the legal approach towards design protection is definitely different from that applying in copyright, meaning that the difference between the two laws is of a substantial, and not (just) of a gradual character.  

These conceptual changes will however leave unaffected the possibility for cumulation of copyright and industrial design protection. It is indisputed that this possibility exists already to-date, if the requirements for protection under both design legislation and copyright are fulfilled.  This is the case when the (registered) design of a useful article is novel and individual in the sense of the Act on Industrial Designs, and if the level of originality surpasses the elevated threshold required for copyright protection.  

4. Does trademark or unfair competition law protect visual images or the design of threedimensional articles? If so, does trademark law exclude such protection in certain cases? If so, what are the grounds for exclusion? To what extent does this exclusion differ from the exclusion, if any, from copyright protection?

(a) Trademark law

(ii) General remarks

Germany has enacted a new Trademarks Act in 1994 (MarkenG), which implements the European Trademark Directive 89/104/EC. As in the other EU Member States, the shapes and packages of useful articles as well as the images of such shapes and designs are therefore eligible for trademark registration. Under the previous Trademarks Act (WZG), three-dimensional signs were only protected pursuant to Sec. 25 WZG as “Ausstattungen“ (get-ups), without being registered. In order to obtain protection, get-ups had to acquire a certain degree of recognition among interested circles (“Verkehrsgeltung“). The question, whether and when a three-dimensional shape could be regarded as inherently distinctive, therefore never had to be dealt with under the previous law.

In the practice developed by the patent office and the courts after the enactment of the new law,  it is accepted as a matter of principle that 3D shapes of products or their packages can be inherently distinctive, i.e. that they can be registered without having to establish public recognition, if they own a certain degree of originality or individual character, which distinguishes them from other shapes used on the market for the same or similar products. The required degree of distinction vis-à-vis other shapes is held to vary in proportion to the multiplicity of forms already existing in the market sector concerned
 . 

In order to seek further clarification on the issue, the Federal Supreme Court in a recent decision
 has referred to the ECJ the following questions: 

· Is the required threshold of distinctiveness in respect of 3D marks the same as in respect of other, traditional forms of trademarks, or is it necessary to apply stricter standards in view of the structural difference between trademark law on one hand and other industrial property laws on the other?

· What is the relationship between Art. 3 (1) (e), the absolute exclusion clause (see infra, ii) and the other grounds for exclusion set out in Art. 3 (1), and does – in case that a threedimensional design is not absolutely excluded from trademark protection pursuant to Art. 3 (1) (e) –a general need still exist to keep such forms free from monopolization, with the regular consequence that they cannot be registered, unless distinctiveness acquired through use has been established according to Art. 3 (3) of the Trademark Directive?

(ii) The absolute exclusion clause, Art. 3 (1) (e)

Pursuant to Art. 3 (1) (e) of the Trademark Directive (= Sec. 3 (2) MarkenG), signs exclusively consisting of a shape which

· results from the nature of the goods,

· is necessary to obtain a technical result, or

· gives substantial value to the goods.

are absolutely barred from trademark protection; i.e. the sign is precluded from protection as a mark irrespective of the degree of public recognition which may be acquired through use
.  In view of the dire consequences it entails, the patent office as well as the courts in Germany until now have been very reluctant to apply the provision. 

Although it is generally acknowledged that the exclusion clause is well founded in theory, it has met with some criticism in the literature. This regards particularly the third proviso, relating to shapes which give essential value to the goods. It has been critizised it that would force courts to act as design juries, and that it would be pointless anyhow to punish good product design by forever denying the possibility for trademark protection. 

As regards the second proviso, which relates to shapes being necessary to obtain a technical result, it is still unclear whether the exclusion only applies if there is no technical alternative, i.e. if the same technical result cannot be achieved by a different shape. The question has been referred to the ECJ by the British Court of Appeal in the Philishave case
, and is still pending. 

Another question which is debated in the context concerns the applicability of the exclusion clause in respect of signs consisting of the two-dimensional image of product shapes, and to other forms of signs, in particular colours and smells. A majority view seems to hold that although the wording of the provision is confined to (3D) shapes, the principles embedded therein must be given a broader scope of application in practice.

(b) Unfair competition

Product design and images may be protected against imitation on the basis of the general clause in the Act against Unfair Competition, Sec. 1 UWG. As it is generally held that the principle of freedom to imitate prevails outside the area of protection granted by intellectual property rights, the general clause does not grant protection against imitation per se, but only if it can be established that the act is rendered unfair by certain qualifying elements. These may be found, inter alia, in the malicious intent on the part of the imitator, the degree of reputation connected with the imitated product, the degree of individual character, the amount of investments made in order to achieve a marketable result, the degree of likeness between original and reproduction and the risk of confusion for the public this might entail, or, finally, in the fact that the copying of certain features cannot be justified for technical reasons or on other objective grounds. 

There is no express exclusion clause in respect of unfair competition protection for specific types of products. As it is acknowledged in the literature and in case law that it would not be considered unfair if the imitation concerns technically necessary features, it would however be rather difficult to claim protection on the basis of the UWG for a shape which is essentially dictated by technical considerations
.

Furthermore, as a general rule, unfair competition protection is not granted against the imitation of products which were formerly protected by a patent, after protection has expired
.

(c) Copyright

There is no general rule stipulating that certain shapes or images must remain excluded from copyright protection. That protection is rather seldom granted for certain subject matter is simply a consequence of the fact that the threshold for protection is rather high in respect of works of applied art. Shapes which are mostly functional will hardly attain the required level of originality. 

5. Does trademark law contain any exclusion from protection for works that are already protected by copyright?

There is no rule which would exclude works from trademark protection if they are already protected by copyright. Cumulative protection is possible. Of course, if the applicant or owner of the trademark is not the same person as the copyright owner and has acted without his consent, the latter is entitled to claim copyright infringement and cancellation of the trademark registration.

6. To which extent is cumulative protection under copyright and trademark law granted for the following:

(a) Work titles

Work titles may be granted independent copyright protection if they are original, but that occurs very seldom. Far more important in practice is the specific protection granted for work titles under the MarkenG, were titles are mentioned as a particular category of distinctive signs. In that capacity, titles are protected separately from, but largely under the same terms as, tradenames and other business identifiers (Sec. 5 (1), (3) MarkenG). In contrast to trademarks – which must have acquired a certain level of recognition in the relevant circles, unless they are registered – titles are protected without registration, as soon as they are used in commerce
, subject only to the condition that they are inherently distinctive. 

(b) Emblems

Emblems can be protected both under  trademark and copyright law, provided that the respective requirements (distinctive character/originality) are fulfilled. In practice, emblems of a more complex nature, containing not only very plain and banal graphical elements, will often be eligible for cumulative protection.

(c) The name, appearance and other aspects of fictitious (e.g. cartoon) characters

Names of fictitious characters can be protected as trademarks for specific goods and services, but they will normally not be eligible for copyright protection, because of lacking originality. The visual image of a cartoon character can be protected by both trademark law and copyright.

(d) Costumes and clothing designs

According to a decision of the Federal Supreme Court, fashion design is in principle protectable by copyright
. However, in practice, protection is most often sought (and granted) on the basis of the general clause in the UWG. While clothing design will normally not own sufficient inherent distinctiveness to qualify for trademark protection, costumes and uniforms regularly worn in a specific business (e.g. in restaurants belonging to a franchising chain) may become distinctive through use for the services rendered there. 

Decorative elements which are displayed on clothes or shoes – like the Adidas three stripes or the Nike swoosh – are regularly eligible for trademark protection, if they are distinctive; this will often be the case even without public recognition having to be established. Such simple decorative elements will however regularly not qualify for copyright protection. 

(e) Architectural design

Architectural design figures expressly in the list of protectable categories of works set out in Sec. 2 (1) UrhG. Of course, protection is only granted if the general requirements are met. As regards trademark protection, it is certainly possible to protect the image of a building as a picture mark. That a building as such becomes distinctive for goods or services in the sense of trademark law is not excluded as a matter of principle, but it can be assumed that this will happen rather seldom
.

(f) Furniture design

In several decisions of the Federal Supreme Court, copyright protection was granted to furniture design
. However, those decisions concerned the works of designers whose outstanding artistic merits are uncontested, like Le Corbusier or Charles Eames. It is less likely that copyright protection could also be claimed for furniture design of less prominent origin. Trademark protection is possible in principle, if the necessary level of distinctiveness is attained, be it inherently or through use. However, in practice trademark protection for furniture design is still a rather unusual concept.

(g) Labelling or packaging

Labels are certainly protectable as trademarks, if they are sufficiently distinctive, and they can also be protected by copyright if the graphical elements are original. As regards packages, trademark protection is possible, subject to the exclusion clause referred to under 4 (a) (ii). The German patent office regularly registers bottles and containers, if they differ substantially from other shapes of packages available on the market
. Whether those packages will also attract copyright protection appears somewhat doubtful in the light of the strict standards generally observed in respect of protection for works of applied art. However, in a recent case where copyright protection was claimed for a perfume bottle, the Federal Supreme Court did not rule out the possiblity as a matter of principle
.

(h) Musical works

As German trademark law admits the protection of sound marks, cumulative protection under trademark law and copyright is possible in respect of short, simple tunes or jingles etc.

(i) Appearance of books or periodicals

Depending on the graphical and/or other visual elements displayed on the cover of a book or periodical, those items may qualify for copyright protection. That trademark protection is granted for the appearance of a (single) book or periodical appears however less likely. It could hardly be argued that the appearance of the individual article identifies and distinguishes the commercial origin of specific goods or services. However, trademark protection may be obtained for certain elements which are regularly employed in the appearance of (a sequence of) books or periodicals, which indicate that they come from a specific source or form part of a series of publications, etc.

7. Has the attitude towards protectability of the items mentioned in question 6 under trademark and/or copyright law changed in recent years? In which respect?

As in other EU Member States, the implementation of the Trademark Directive has considerably broadened the range of items which are eligible for trademark protection/registration. Prior to the enactment of the new Trademark Act, it was not possible to register 3D shapes, colours, and sounds as trademarks. 

In regard of copyright, it is difficult to say whether the attitude towards protection has changed in recent years. At least in theory, the attitude of the courts, e.g. towards protection of works of applied art, has remained unchanged. However, under the impression of the criticism voiced in the literature (see supra, 2), there may be a certain tendency to apply less rigid standards, while lip service is paid to the old formula. 

8. To what extent is trademark or unfair competition available in circumstances where copyright affirmatively denies protection? Does the extent of trademark protection differ depending on the reason that copyright protection is not available?

Neither unfair competition nor trademark protection are principally excluded in a situation when protection is affirmatively excluded by copyright law. However, inasfar as protection is claimed under unfair competition law, the fact that an act is permitted according to copyright legislation would have to be taken into account when assessing whether the same conduct may be declared unfair in the sense of the general clause in the UWG. For instance, the mere adaptation of unprotectable ideas would not be considered to constitute unfair competiton. The outcome may be different in presence of qualifying circumstances, e.g. when the defendant has taken unfair advantage of confidential information disclosed to her in the course of a former relationship, or when she tries to mislead the public about the existence of a legal or commercial link between herself and the plaintiff, etc.

As regards trademark protection, it has been discussed to some extent in which cases trademark protection must be excluded for (popular) works of art which are in the public domain – e.g. the “Mona Lisa” – and whether and in which respect the protection of a work title persists after the termination of copyright protection (further on these cases see infra, 12).  

If trademark protection is granted, its extent at least as a matter of principle is not dependent on the fact that copyright protection is not available. However, if and inasfar as trademark protection in the case at stake is granted on the basis of provisions which allow for an open and flexible balancing of the interests involved – like e.g. the provision granting protection against the abuse or unjustifiable impairment of the distinctive character or the reputation of a mark, which is of a general clause-like character – it would be possible to take into account the same aspects which may have motivated the denial of copyright protection in the particular case, like the principal admissibility of parodies, or other aspects of free speech. Whether and to which extent the same approach can be applied when assessing a conflict in the framework of the narrower, traditional categories of trademark infringement - i.e. when assessing the risk of confusion proper - remains an open question.  

9. To what extent is trademark or unfair competition protection available in circumstances where patent law affirmatively denies protection? Does the extent of trademark protection differ depending upon the reason that patent protection is not available?

As was stated already under 4 (b), protection against imitation on the basis of the general clause in the UWG is regularly denied if the item was formerly protected by a patent, and if the term of protection has expired. Things may be different in presence of qualifying circumstances, e.g. when the vendor of the imitation claims or tries to insinuate that he has links with the former patent owner, etc. 

As regards trademark protection, the relevant question would always be whether the shape of the product is necessary to achieve a technical result (see supra, 4 (a) (ii)). Whether the same shape has formed the object of patent protection, or whether it was considered not to be patentable at all – e.g. because of lacking novelty or inventive step – may be of some indicative value for the assessment, but it is not ultimately decisive. If protection is granted, its scope would not be dependent on the lack of patent protection, but protection may be somewhat limited by the fact that competitors may need to make use of similar shapes for technical reasons. 

10. To what extent does trademark law protect against non-attribution or misattribution of ownership? Is this protection coterminous with protection offered by moral rights?

Trademark law does not grant such kind of protection. The provision against non-attribution or misattribution of ownership is a part of copyright law, where it is laid down in Sec. 13 UrhG.

11. Please make reference to existing case law regarding the overlap between trademark and copyright law

There is not much case law in Germany regarding the trademark/copyright overlap, at least not in the sense which is of interest here, i.e. where the differences in the scope and structure of both types of rights have given rise to problems and discussions.

However, in a recent decision by the Federal Supreme Court
, the same problem was posed as in the Dior/Evora case decided by the ECJ in 1997
. A Dior perfume bottle had been displayed in advertisements by a chain of coffee selling outlets, where from time to time also other articles are offered, usually at a very low price. The sale of the perfume as such could not be prohibited, as all intellectual property rights were exhausted inasfar as the distribution right was concerned. Dior opposed however the visual representation of the product in the advertisements, claiming, inter alia, infringement of the copyright subsisting in the shape of the bottle. The Federal Supreme Court dismissed the claim. In its reasoning, the Court pointed out that whereas in trademark law, the right to visual represention of the product for advertising purposes is generally exhausted after the release of the product on the market by the rightowner or with his consent, the exhaustion principle in copyright only covers the distribution right, and does not extend to the reproduction right as such. However, notwithstanding that distinction, the Court held that it followed from the general principle underlying Sec. 17 (2) UrhG, the provision on exhaustion of the distribution right, that the interest in the free circulation of goods must be given preference vis-à-vis the interest of copyright owners to be protected against interferences resulting therefrom. The Court therefore concluded that the display of the perfume bottle in the framework of advertising for the legitimate sales the must be tolerated by the rightowner.

The decision has met with criticism in respect of the somewhat sweeping wording used by the Court to denote the preference given to the interest in the free circulation of goods over the interests of copyright owners. It has been held that the decision de facto inserts a new, and rather broad, limitation into the Copyright Act, which has no basis in the closed catalogue of express limitations set out there, and it is argued that it would have been preferable if the Court had instead relied on general principles, like the prohibition to unfairly impede competition, in order to arrive at the same or a similar result. Whether the latter proposal would have provided for a smooth way out of the dilemma appears however as doubtful. Following the case law of the ECJ, it is generally held that the mere use made of an intellectual property right can only be deemed abusive and anti-competitive in presence of specific, and rather restrictive, circumstances (like in the Magill case
), which could hardly be found in this particular case.  

It waits to be seen whether Art. 5 (3) (j) in the coming European Directive on Copyright and Neighbouring Rights in the Information Society will furnish a sufficient basis for a positive solution of the problem.

12. Please add anything which might be of interest in the context

(a) Trademark protection for works in the public domain

Public attention was raised in Germany by a case concerning the application for a trademark consisting of the image of the “Mona Lisa”. The application was rejected by the patent office on the ground that the image was very often used in commerce in various contexts, and that it should not be monopolized for an individual entrepreneur. The decision was upheld and confirmed by the Federal Patent Court
. In a similar case concerning a painting called the “Chocolate Girl”
, the examiner in the patent office concluded that the principles laid down in the “Mona Lisa” decision did not apply, as the painting was known to the general public to a far lesser degree. The decision has given rise to much criticism and concern in the city and region of Dresden, where the painting is exhibited in the State art gallery, and where it is very popular and cherished as part of the local cultural heritage
. It is still unclear whether the decision will be reversed.

It is not possible to deduce from these two cases a general rule that works of art in the public domain should generally not be monopolized by trademark rights. However, they certainly have increased the sensibility towards the issue in German law.

(b) Work titles

Another issue concerns the question whether a title shares the fate of the work in respect of the duration of protection, meaning that it is free to be used by everyone after the protection for the work has expired. While this position was maintained in the literature, it is argued by others that a work title enjoys independent protection as a distinctive sign, and that it would amount to infringement, irrespective of the lapse of copyright in the work, if the title was used in order to designate other subject matter than that for which it was protected in the first place. 

� by Annette Kur, Max-Planck-Institute for Foreign and International Patent, Copyright and Competition Law, Munich.





� See decisions by the Federal Court of Justice (BGH) in GRUR 1995, 581, 582 – “Silberdistel“ (concerning a piece of jewellery in the shape of a plant) and GRUR 1998, 630 – “Les Paul-Gitarren“ (concerning the shape of a guitar).





� The opposite view is also sustained in the literature, namely that in view of the new design legislation, especially the protection for unregistered designs to be established on the basis of the Community Design Regulation, it is no longer necessary to provide for copyright protection in respect of the shapes of common, everyday articles.


  


� See e.g. Federal Patent Court (BPatG), GRUR 1998, 1018 – “Honigglas“; BPatG GRUR 1998, 706 – “Montre I“; see also the references made infra, 6 (g), to decisions concerning packages (bottles).





� BGH, decision of 23 Nov. 2000, I ZB 18/98 – “Stabtaschenlampen“ (concerning Maglite torchlights).





� Art. 3 (3) of the Trademark Directive, the provision stating that an initial lack of distinctive character may be overcome through use, does not apply in presence of the grounds for exclusion laid down in Art. 3 (1) (e).





� C-299/99; the questions referred to the ECJ have been published in OJ C 299/13, 1999. In his opinion of 23 Jan. 2001, Advocate General Ruiz-Jarabo Colomber has rejected the narrow view that the applicability of the exclusion clause depends on the existence of (at least one) alternative shape(s).





� However, in a decision handed down in  1963 (GRUR 1964, 621 – ”Klemmbausteine I”), the Federal Supreme Court has granted protection against imitation of the Lego building block, based on the argument that the imitation would “sneak” into the modular product line offered by the plaintiff, thus threatening to take away the whole market. The same argument was used in the decision commonly known as “Klemmbausteine II”, BGH GRUR 1992, 619,  where the imitation did not concern the building block as such, but only the nods, the form and size of which were reproduced by a competitor in order to achieve compatibility between his own product (a toy train) and elements of the Lego system.





� See e.e. BGH GRUR 1981, 517, 519 – “Rollhocker“. It is of interest to note in respect of the Lego cases referred to in the previous footnote, that the Lego basic building block has never been the object of patent protection in Germany.





� In practice, protection commences when the work title has been published, together with an indication that protection is claimed, in specialised periodicals, under the condition that the work itself is published afterwards, without too much delay.





� See BGH GRUR 1973, 478 – “Modeneuheit“.





� See BGH GRUR 1976, 311 – “Sternhaus“, concerning protection for the name of a building.





� BGH GRUR 1961, 635, 637 – “Stahlrohrstuhl“; BGH GRUR 1974, 740 – “Sessel“; BGH GRUR 1987, 903 – “Le Corbusier-Moebel“.





� BPatG GRUR 1998, 581 – “Weisse Kokosflasche“; BPatG GRUR 1998, 582 – “Blaue Vierkantflasche“; in a slightly more liberal vein BGH WRP 2000, 1290, 1292 – “ Likoerflasche“; see also the general remarks made supra, 4 (a) (i).





� BGH GRUR 2001, 51 – Parfumflakon; see on this decision infra, 11.





� See the previous footnote.





� Decision of 4 Nov. 1997, C-337/95, 1997 ECR I-6013.





� Joint cases C-241/92 & C- 242/92, 1995 ECR I-743.





� BPatG GRUR 1998, 1021 – “Mona Lisa“.





� “Schokoladenmaedchen“ by J.E. Liotard. For a representation of the painting see e.g. � HYPERLINK http://www.posterdiscount.de/liotard/hqm1701.htm ��http://www.posterdiscont.de/liotard/hqm1701.htm� . 


 


� This case is closely linked to a range of other, very controversial cases, where persons – mostly from the Western part of Germany – have registered the names and partly also the images of well-known historic personalities with close links to East German towns or regions, like Johann Sebastian Bach and Theodor Fontane etc., in order to prohibit others, in particular associations and other entities being sponsored or otherwise authorised by the towns concerned, from making use of the name in a commercial context. Although most of these attempts have been unsuccessful, the cases have aroused much political concern and misgivings against the possible misuse of trademark law.
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