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1. Notion of  a “work of art” in Italian legislation: Works of art are the works of sculpture, painting, drawing, engraving and similar graphic arts, including works of scenic art in their purely visual form.

2. Unity of art approach: Italian Copyright Act doesn’t follow the “unity of art” approach. The protection of copyright is not extended to useful articles.

3. Relationship between copyright and design right: Italian law has in theory precluded cumulative protection. Nonetheless, the commentary and recent legislation have in practice vacillated on this issue. On the one hand, Article 2 (4) of the Copyright Act covers works of art “even when such works are applied to an industrial product, if their artistic value is distinct  from the industrial character of the product with which they are associated”. This provision confirms copyright in a work of applied art with the caveat that the artistic character of the work be severable, in a conceptual sense (and not physically), from any industrial product into which it is incorporated. The Law No. 650 of December 23, 1996, as amended by Article 27 of Law No. 266 of August 7, 1997, states that “works of industrial design” are protected  by copyright, but only for 15 years “until the E.C. Directive on Industrial Design is implemented in Italian law”. On the other hand, Decree No. 1411 of August 1411 of August 25, 1940, protects designs or models created for the purpose of rendering industrial products appealing to the aesthetic sense or to public taste, granting special design rights upon deposit and registration. Article 5 of this Decree provides: “…new models and designs suitable for specially adorning specific industrial products either by shape, or by a special combination of lines, of colour, or of other elements, may form the subject of a registered ornamental design or model. To the aforesaid designs and models the provisions on copyright are inapplicable”

In a case law, the Court of Cassation (Dec. 7, 1994, Decision N°. 10516) rejected copyright protection (as work of applied art) for a chaise lounge and an armchair by Le Corbusier, holding their shapes, in three-dimensional form, to be inseparable from their character as industrial products.

4. Trademark or unfair competition: Article 18 ( c ) of the Trademark Law ( Decree No. 929/1942, as amended by Decree No. 480/1992) provides that a sign composed of “a form which confers a substantial value to the product” may not be registered as trademark This provision may come into play when the characteristic configuration of a product cannot be separated from its functionality or visual appeal. The problem arising in practice is that of determining on a case-by-case basis whether it is possible to dissociate the relevant aspects of a product. One must ask whether the connection between the distinctiveness of the form, on the one hand, and its usefulness or ornamentation, on the other, gives rise to a situation in which these aspects or functions are inextricably interrelated. Obviously, only these forms which are arbitrary, that is, those either without relation to the product or which do not give the product itself new utility or decoration, may then be covered by a registered trademark. However, under Article 18 (f), a sign covered by a copyright or by a patent cannot be registered as trademark. According to some jurists a dual protection by a prior trademark and a subsequent copyright may be allowed in the case of a graphic or figurative composition. Evidently the composition at issue must both distinguish one product from others, this to be registered as a trademark, and to be expression of its author’s intellectual endeavour sufficient for copyright purposes. Such dual protection may be justified by the fact that, in this situation, the relationship between the dual uses of the form, both as trademark and as work of art, is not a close one. Nonetheless, a graphic composition registered as trademark, such as the monogram “JPS”, has been held unprotected by copyright since such compositions typically distinguish commercial products and the one at issue was found to lack its own artistic character (Tribunal Milan, April 24, 1980, Diritto di Autore, 1982, p. 49)

Concerning the unfair competition, Article 2598 of the civil code states that: “Subject to the provisions concerning the protection of distinctive signs and other patent rights (i. e., models and designs), acts of unfair competition are performed by whoever uses names or distinctive signs legitimately used by others or closely imitates the products of a competitor”. It must be noted that Article 2598 explicitly states that the rules against unfair competition are to be integrated with that of trademark and patent or design protection. However, the two protections involve different requirements and conditions, and therefore it is not always possible to combine the two actions. Furthermore, an action against unfair competition cannot serve to prolong the term of absolute patent or design rights.

5. Trademark and copyright: Article 18 (f) of the Trademark Decree states that a sign covered by copyright cannot be registered as trademark. See § 4.

6. Cumulative protection granted under copyright and trademark law:

(a) work titles.- In the Italian Copyright Law titles are not protected as a part of the work nor as any form of literary expression. Their function of identifying a work is analogous to that of trademarks or other distinctive trade symbols, that is, the function of indicating the origin and the identity of a product. Following this principle, Article 100 of the Copyright Act states that: “the title of a work, when it uniquely identifies the work, may non be reproduced in connection with any other work without the consent of the author”. This prohibition does not extend to works which are of a kind or character sufficiently different to exclude all possibility of confusion.  Under Article 100(4) the title of a newspaper, magazine or other periodical publication may not be reproduced in other works of the same kind or character unless two years have expired from the time when the publication of the newspaper or review ceased. A title used as trademark in commercial products can be registered as trademark.

( b) emblems.- Emblems not covered by copyright can be registered as trademark.

( c) names, appearance and other aspects of fictitious characters.- Dual protection may be granted under copyright and trademark. Characters are not expressly mentioned by the Copyright Act, but according to the case law, a sufficiently delineated, distinctive character may be protected by copyright, particularly as a component of the work. The visual or pictorial elements of cartoons characters have been protected as graphic creations. Distinctive characters and character names are further capable of protection as trademark or service marks if applied to goods or used in rendering services.

(d) costumes and clothing designs may be protected under copyright.  (The three-dimensional models are protected under design law).

(e) furniture design – See §§ 3 and 4.

(f) architectural designs.- Architectural works are not enumerated among works of art, but rather Article 2(5) of the Copyright Act mentions them separately. The protection granted not only covers designs, plans, and sketches, but also any architectural structure itself, provided it has a creative character. If covered by copyright the architectural designs cannot be registered as trademark.

     ( i ) appearance of books or periodicals.- Article 102 of the Copyright Act forbids, as an act of unfair competition, reproducing or imitating distinguishing features of one work on another work so as to create confusion between the works or authors. The Article enumerates such distinguishing features as headings, emblems (see lett.: b), ornamentation, arrangements of printing signs, or any other particularity of form or colour in the external appearance of the work. 

7. The attitude has not changed in recent years.

8. The extent of trademark protection doesn’t differ depending upon the reason that copyright protection is not available. Article 18 (f) of the Trademark Decree states only that a sign covered by a copyright or a patent cannot be registered as trademark..

9. See § 8

10. Non-attribution or misattribution of authorship: Under Article 21 of the Copyright Act each author has the moral right to publish his work under his own name, under a pseudonym or anonymously, The author is entitled to have his authorship indicated. Untrue attribution: if any work is published with an untrue attribution of an author’s name (notably a successful author’s name), that author (non author of the work) has the right to obtain judicial remedy for this illegal use of his name and misappropriation of his popularity. Further, Article 517 of the Penal Code states that it is forbidden, on pain of imprisonment of up to one year, to publish or market works with names, trademarks, or distinctive signs that might deceive the public concerning the origin, provenance, or quality of the work. One example of such an illegal practice may be the publication of a book under the name of a famous author who did not write it.

11. Case law.-  

( c ) parodies and other issues concerning free speech.-  The Copyright Act contains no express provisions on parody or like works. In Italian doctrine, true parodies, satires and like works are generally not regarded as derivative works. Indeed, the notion of parody implies the conversion of the serious to the comic, so that the individuality of the prior work being parodied is often deeply altered. Italian case law has tended  to follow this view, often holding parodies or like works to be independent of prior works and requiring no permission to create or use them. (See Tribunal Milan, November 15, 1995, Diritto di Autore, 1996, p. 252).

( d ) exhaustion of rights.- Once the right to control the distribution in E.C. Market is exhausted, the rules on trademark, in our opinion, cannot be applied .
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