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1.
What is the notion of a "work of art" in the relevant country?

The "work of art" principle is as such not defined in the Dutch Copyright Act ("DCA") nor does it have a specific meaning in Dutch case law, because the relevant criteria indicating the subsistence of copyright are originality and the personal stamp of the maker in connection with the work created (hereinafter this criterion of copyright protection will be generally referred to briefly as "sufficiently original". However, the artistic value has some influence in marking out the scope of copyright protection, especially in contrast with works that are purely technical, industrial or purely functional. Works that are dominated mainly by technical aspects are, contrary to works of literature, science or art, in principle, excluded from copyright protection, but may be protected by patents.

2.a
Does your country follow a "unity of art" approach?

Useful articles receive the same treatment as purely decorative works, provided they satisfy the aforementioned requirements for the subsistence of copyright. In Art. 10 DCA, various categories of literary, scientific or artistic works are listed, but the DCA does not contain an exhaustive enumeration of products that are protected by copyright. The above mentioned criteria for copyright protection were expressed by the Dutch Supreme Court ("HR") in the case Van Dale vs. Romme, HR 4 January 1991, Nederlandse Jurisprudentie ("NJ") 1991, 608, Informatierecht (AMI) 1991, p. 177: the publisher of a dictionary opposed the reproduction of the (complete) collection of the references of the dictionary by a third party. The Supreme Court held that such a collection is not protected by copyright as such, however that this could be different if the selection of the references in the dictionary expresses the publisher's choices of these references. 

If a product is sufficiently original, provided also that its character is not determined purely by functional or technical considerations, it may enjoy copyright protection.

From Screenoprints, (Benelux Court 22 May 1987, NJ 1987, 881; Informatierecht (AMI) 1987, 78) it follows that for products that have some technical aspects but are not dominated thereby (in the cited case blinds for cars) the same criteria apply. 

In a case regarding the copyright protection of the design for drainage tiles, the Supreme Court held that although the shape or three dimensional image of a product is the result of choices of the manufacturer within the limits of more or less technical or functional requirements, it is still possible that such a product has an individual character and bears the personal stamp of the maker; HR 27 January 1995, NJ 1997, 273 (Drainage tile).

Works of applied art and industrial designs form a specific category of copyright protectable works, Art. 10 (1) (11) DCA. 

2.b
Is there a difference in law or practice between protection offered to different categories of work?

From a legal point of view, the scope of protection does not vary for the different categories of works. Provided a product is sufficiently original, it can be protected by copyright. However, from case law it follows that in actual practice, the scope of protection of a product may depend on the extent of originality of the work. In general, only the original elements of a work that provide its original character are protected by copyright; banal elements do not enjoy protection and, therefore, can be reproduced or made public by any third person without the consent of the copyright holder. Thus it was decided that the author of a textbook on economics could not exclusively claim the selection and order of subjects or the underlying theory or system as this was a functional aspect of the work: HR 5 January 1979, NJ 1997, 339 (Heertje vs. Hollebrand); 

Court of Appeal Amsterdam 22 June 1989, Bijblad bij de Industriële Eigendom ("BIE") 1990, 146: the design of a boot enjoyed limited protection, since only the bootlace was considered decorative and therefore protected by copyright. 

Consequently, works containing user or consumer functions may enjoy a lesser degree of copyright protection than products which have a purely decorative, literary or artistic function.

In De la Haye vs. Shell, Court of Appeal The Hague, Informatierecht  (AMI) 2000, nr. 1, the court held that the scope of protection of the author's moral or personal rights relates to the character of the work: products that have a utilitarian character and function enjoy a lower level of moral rights protection. The designer of a gasoline pump opposed the placing of another object (a pillar) next to the gasoline pump. He claimed that the pillar created an environment, which was detrimental to the image of the gasoline pump and hence was infringing his moral rights in that work. The court strenuously denied his claim for moral rights protection, stating inter alia that the gasoline pump had a utilitarian character, was not unique and not considered to be a most individual expression of the personality of the maker and, therefore, less likely to be affected detrimentally. 

In a judgment of the District Court of The Hague 4 October 2000, Intellectuele Eigendom en Reclamerecht ("IER") 2000, p. 322, (Tripp Trapp), the court held that (original) goods that are (utilitarian) bulk goods enjoy reduced moral rights protection in comparison with (individual) works of art. (appeal is still pending).

3.
What is the relationship between copyright and design right? Is cumulative protection available? Which criteria apply to determine whether cumulation is permitted?

Under the Benelux Design Act ("BDA"), which applies to the Netherlands, full cumulation between copyright and design right is available. Art. 21 BDA stipulates explicitly that a design which has a marked artistic character may be protected both by the BDA and copyright law, if the conditions for the application of both such regimes are met. However, in the Screenoprints case mentioned above, it was held that no additional requirements as to "marked artistic character" are needed in comparison with other copyrighted works. Therefore, the only requirement for copyright protection in addition to design right protection is that the design is original and bears the personal stamp of the maker. One should note that under the present BDA the copyright in the design will lapse whenever the design right lapses unless the owner of the design files a formal notice with the Benelux Design Office, to indicate that he wishes to maintain the copyright ("extension notice").

N.B.

In a recent case, Cassina vs. Sedeti, (HR 26 May 2000, Informatierecht (AMI) 2000, no. 10) the Supreme Court had to give its opinion with respect to the lapse of Benelux design rights in a case of cumulation with copyright. Cassina (an Italian company) had manufactured a chair consisting of a metal frame covered with a close fitting leather cover which was closed with a zip. Cassina had registered the chair as a three-dimensional design in the Benelux. The Benelux design right lapsed after 15 years, in 1993. Its model rights having lapsed, Cassina claimed that a chair model sold by Sedeti in the Benelux was infringing its copyright in the Cassina chair. 

In the Benelux the Cassina model enjoyed  cumulative protection as a design under the BDA as well as copyright protection as a work of applied art. Sedeti argued that Cassina, having failed to file the required extension notice to maintain the copyright had lost its copyright in the design at the time of the lapse of the design right. 

The Supreme Court decided inter alia that the extension notice requirement of the BDA could not be invoked against a design originating in Italy. It held that based on Art. 7(4) of the Berne Convention works of applied art should be protected by copyright. If an industrial design qualifies as a work of applied art, then copyright protection should be granted for at least 25 years without any formality (akin to the formal extension notice) being required, as such formality is contrary to Art. 5(2) of the Berne Convention which prohibits any formality acting as a bar to the enjoyment and maintenance of copyright. 

In our view the Supreme Court's decision opens the door for Benelux nationals to also apply for extended copyright protection without filing the extension notice. As a consequence  the extension notice requirement in the BDA will become a dead letter. Also it is to be feared that copyright in designs, the specific protection of which has already lapsed in the past, may now get a new lease of life through the revival of the copyright, for which at the time no extension notice has been filed. (Latest news: the formal extension notice requirement is to be abandoned in the next revision of the BDA).

Another uncertainty which has been created by the Supreme Court's decision concerns the duration of the copyright protection allowed for designs for which the extension notice has not been filed. The copyright extension notice provides for a design protection of 70 years after the death of the designer. Art. 7(4) of the Berne Convention, to which the Supreme Court has referred in the Cassina vs. Sedeti case, allows for a minimum protection of 25 years. The question arises whether designs for which the extension notice has not been filed are now entitled to only 25 years of copyright protection, while those holding rights by virtue of an extension notice may claim 70 years of copyright protection. 

4.
Does trademark or unfair competition law protect visual images or the design of three dimensional articles? If so, does trademark law exclude such protection in certain cases? If so, what are the grounds for the exclusion? To what extent does the exclusion differ from the exclusion, if any, from copyright protection?

Trademark protection

The Benelux Trademark Act ("BTA") stipulates that the appearance or shape of a three-dimensional article can be considered a trademark, when it serves to distinguish the goods or services of an enterprise. 

From Art. 1 BTA, it follows that trademark protection in three-dimensional designs is excluded in the following instances:

*
if the shape or three dimensional article lacks the capacity to be distinctive, for instance if the public concerned does not consider the shape of the article as a trademark, i.e. a distinctive sign, because the shape of the article is too complex or purely decorative; President District Court Amsterdam 25 August 1984, BIE 1986, 77: the shape of eight sided cheese packaging; Court of Appeal Liege 30 June 1993, BIE 1996, 303: the shape of LEGO-stones (children's building blocs).

*
if the shape of the product is technically or functionally indispensable. In the rulings on the Barbie fashion doll (HR 21 February 1992, NJ 1993, 164) and  the Hoegaarden beer glass (District Court of Amsterdam 16 December 1992, BIE 1994, 15), the court decided that the shape of the package for a fashion doll and that of a hexagonal beer glass were not indispensable for the goods for which they were used and could therefore function as trademarks. In another case, the court held that the shape of packaging for tomatoes was indispensable for the goods concerned and could not be a valid trademark; (Pres. District Court of Rotterdam 6 June 1996, BIE 1997, 218). 
*
if the shape of the article affects its actual value. In the decision Burberry vs. Superconfex of 14 April 1989 (NJ 1989, 843; BIE 1989, 329; European Intellectual Property Review ("EIPR") 1989, D-122), the Benelux Supreme Court held that if the appearance of a product is of such a nature that its exterior and form, as a result of their aesthetic or original character have an important effect on the market value, such form is incapable of serving as a trademark because it affects the essential value of the product. 

In a case regarding a shell-shaped baby bath, the Court of Appeals of 's-Hertogenbosch (12 January 1993, BIE 1994, 221) held that no trademark protection was available, because the shape of the bath had a great influence on its value. The decision of the Court of Appeals of 's-Hertogenbosch 19 October 1999, IER 2000, 23 concerning the typical shape of grated chocolate was made on similar grounds.   

*
if the form is the direct result of the production of the product. From this provision, it follows that purely technical aspects of a trademark are excluded from trademark protection. E.g.: packaging of lemon juice in a plastic container in the shape of a lemon Court of Appeal Antwerp, 3 April 1980, BIE 1983, p. 375; a clip used to fix building elements President District Court The Hague, 12 December 1996, Informatierecht (AMI) 1997, p. 128.
Conclusion: from the above it is evident that the exclusions in trademark law differ entirely from those in copyright law, which have been dealt with under Question 2.

Unfair competition 

Besides copyright or design right protection, Dutch case law demonstrates that protection based on unfair competition may be available as well. The fact that works are not (or no longer) copyright-protected does not necessarily entail that protection under unfair competition is not available. The Supreme Court repeatedly found that if protection by a patent or another intellectual property right does not exist or no longer exists, any third person is in principle free to imitate the product. An exception to this principle is made in cases of slavish imitation, but only when an imitation is likely to unnecessarily confuse the public and the imitator fails to fulfil his obligation to do everything that is reasonably possible and necessary to prevent that confusion arising or that confusion is increased because of similarity between of the two products (HR 31 May 1991, NJ 1992, 391 (Raamuitzetter)). In Raamuitzetter the Supreme Court held that slavish imitation is a form of unfair competition if it creates unnecessary confusion to the public, that the protection against slavish imitation is not limited in time and that it is irrelevant whether the product has previously enjoyed any intellectual property protection. Similar judicial reasoning is found in the rulings of HR 30 October 1998, NJ 1999, 84 (Assco vs. Layher), where the manufacturer of a scaffold system opposed the marketing of an imitation system after the lapse of the patent rights in the original system, and Court of Appeal Amsterdam 23 December 1999, Informatierecht (AMI) 2000, p. 84 (Lima  vs. Lego), a case in which Lego, the manufacturer of the famous Lego-bricks, following the lapse of the relevant patent based an action on slavish imitation. It successfully opposed the marketing of imitation toys consisting of coloured bricks, as the defendant Lima, taking into account the similarity between the products with regard to the shape, size, construction and colours, had failed to fulfil its obligation to do everything to prevent confusion in the public mind.

In cases involving design rights, protection under unfair competition is somewhat limited. Article 14.8 BDA stipulates that acts which would constitute merely the copying of a design may not be the subject of an act based upon unfair competition. In cases of design rights, such protection is very much dependent on the further facts and circumstances, other than the mere fact of copying. 

5.
Does trademark law contain any exclusion from protection for works that are already protected by copyright? Does it contain any exclusion for subject matter that is patented?

Trademark law does not contain any exclusion from protection for products that are protected by copyright. Provided the relevant requirements in both areas are met, full cumulative protection of trademark and copyright law is available.

In BMW vs. Blok, HR 6 February 1998, IER 1998, p. 104), BMW asked for an injunction preventing further use of its trademarks by Blok in, amongst other things, advertisements. Although it should be noted that the decision was influenced by (non-juridical) facts, in BMW vs. Blok, the Supreme Court set strict conditions for the exercise of trademark rights and copyright in cases of overlap between both regimes: where there is an overlap between trademarks and copyright, the trademark owner has to show a specific interest to exercise copyright protection in addition to trademark protection. The requisite interest to invoke copyright protection based on trademark rights has to be distinguished from the interest needed to invoke protection based on copyright. If such a specific separate interest to invoke protection cannot be substantiated, the court does not allow a claim based on copyright for the lack of that reasonable interest.

From this Supreme Court decision, the conclusion seems to be that in the event trademark protection is sought, i.e. protection for a character which serves to distinguish the goods of a company, in order to enjoy additional copyright protection the trademark owner has to demonstrate that he has genuine interest in the protection of another quality of the character which must differ from the trademark function of that character.

In Bigott vs. Doucal (HR 16 April 1999, IER 1999, 161)  the Supreme Court,  in a matter of Netherlands Antilles law seems to take a position that is contrary to the BMW vs. Blok decision. The Supreme Court held that if a device can be considered a work in the sense of the Copyright Regulation of Aruba in principle the trademark holder, who is also the copyright owner, can invoke cumulative protection, unless the separate statutes state otherwise. 

Another restriction upon cumulative protection can be inferred from the decision of the European Court of Justice 4 November 1997, IER 1997, p. 224 (Dior vs. Kruidvat). In this case Dior opposed the use of original Dior perfume products offered for sale in Kruidvat publicity brochures. The court held – without deciding the question as to whether a (cumulative) claim for both trademark and copyright protection was allowed – that in the circumstances of the case the protection deriving from one intellectual property regime cannot go beyond protection deriving from the other intellectual property right.

Although neither regime contains a strict exclusion from cumulative protection, cumulation between trademark and patent rights is less obvious, as patented objects are usually fully or mostly determined by technical requirements, which as such are not capable of trademark (or copyright) protection.

6.
To what extent is cumulative protection granted under copyright and trademark law for:

a.
work titles:

In the DCA, copyright protection is granted to work titles (and slogans), provided that the title is sufficiently original. In most cases, this implies that the title has to consist of a number of words in order to be considered original. However, the length of the title is not a formal requirement for copyright protection.

Copyright protection was granted to the title of a song album "How strong is the lonely cyclist" which had been used as a slogan: "How strong is the lonely entrepreneur ?" District Court Amsterdam 4 July 1979, BIE 1982, 51 .However, the slogan "How strong is the lonely entrepeneur" was considered to be a permissible parody and therefore held to be non-infringing. Copyright protection was denied to "Ik ben KPN" ("I am KPN") due to lack of sufficient originality (President District Court The Hague, 23 March 1999, IER 1999, p. 171).

In literature, the work title is considered to be a part of the product and not a sign to distinguish the goods or services of a company. Therefore, trademark protection is not available for work titles. Slogans are capable of trademark protection, unless they are too complicated to be distinctive of goods and services. Case law is rather arbitrary in granting copyright or trademark rights to slogans. 

Trademark protection as well as copyright protection was e.g. granted to the slogans: "Meer dan schilders alleen " ("More than just painters") (Court of Appeal Amsterdam, 29 October 1987, BIE 1990, p. 19) and "Ik ben KPN" ("I am KPN") (President District Court The Hague, 23 March 1999, IER 1999, p. 171); but denied to: "Don't worry, be happy" (President District Court Amsterdam, 4 October 1990, Kort Geding 1990, 337); "Waar bankieren een kunst is", "L'art de la Banque"', "The Art of Banking" (Court of Appeal Brussels, 22 December 1999, BIE 2000, p. 55); 

b.
emblems:

In the DCA, copyright protection is granted for emblems, provided that the emblem is sufficiently original.

In the BTA, emblems are considered a trademark provided they are capable of distinguishing goods originating from a certain enterprise. Trademark protection has been granted to many emblems.

c.
the name, appearance and other aspects of (cartoon)characters:

Pursuant to the DCA, copyright protection for the name of a (cartoon)character is available, provided that the name of the character is sufficiently original.

Recently, there has been a tendency in case law from which it follows that the use of the name of a character is not considered use of a mark, i.e. a sign to distinguish the goods of an enterprise. In several decisions it has been held that, whenever the name is merely used on (merchandising) products as a reference to the product (book, story, movie, football club) on which the character is based, and not to the manufacturer of the product, such use has no trademark function.

In Disney Enterprises Inc. vs. Pogola Holding S.A  (District Court of The Hague 16 February 2000, IER 2000, 32), the court held that the use of the name of the character Mulan of the animated Disney movie Mulan cannot be considered as use of a trademark in the sense of the BTA. Along the same lines is the decision Ragdoll Productions (UK) Ltd vs. Jadnanansing, District Court The Hague 2 August 2000, IER 2000. The court held in this case that the use of the word Teletubbies in connection with merchandising activities cannot be considered use of a trademark, since it is not used to designate the products or services of the holder, but is used merely as a reference to the television series. 

These decisions have as yet not been confirmed by the Supreme Court.

In principle, copyright protection is available for the appearance of the character, provided that it is sufficiently original and bears the personal stamp of the author. In the decision Suske and Wiske (HR 13 April 1984, NJ 1984, 524), in a case that involved a pornographic parody of some well known strip figures, the Supreme Court held that each of the characters featuring in the comic strip book Suske and Wiske, based on their characteristic appearance, expressed by their clothes, hair, posture and looks, enjoyed copyright protection. Hence the parody was not permitted.

For the same reasons as those mentioned in the case law above, it could very well emerge that no trademark protection is available for the appearance of a character. However, there is not yet any case law available on this aspect.

d.
costumes and clothing designs:

Provided that such designs are sufficiently original, copyright protection is available for costumes and clothing designs. Trademark protection is available, as long as the design functions as a trademark, i.e. as a distinctive sign and not merely as decoration and provided also that the design is not too complex to serve as a trademark. Of relevance is the decision G-Star vs. Diesel, Court of Appeals Amsterdam 15 June 2000, not published,  where the court held that, in principle, cumulation of trademark and copyright protection with regard to a jeans model, more specifically the knee pad on the jeans, is possible. Trademark protection has also been allowed to the well-known Burberry check design.
e.
furniture designs:

Provided that such designs are sufficiently original, the designs of furniture may enjoy copyright protection. However, the style or trend of such design or elements that are determined by fashion are free and can be used by everyone. Reference is made to the ruling of the Supreme Court (HR 29 September 1995, NJ 1996, 54b, Informatierecht (AMI) 1996, p. 199; Decaux vs. Mediamax), a case concerning street furniture put up by the municipality like lampposts, benches and publicity posts, in this case billboards for advertising purposes, whereby the court decided that style or trend of a design is not capable of attracting copyright even if setting a new trend, unless it is expressed in a specific characteristic work. In that event, only this specific expression may be copyright protected. As referred to above, functional or technical elements of a work are excluded from copyright protection as well.

In the Tripp Trapp case (District Court of The Hague 4 October 2000, IER 2000, p. 322) trademark protection was invoked for furniture designs, but not granted.

f.
architectural designs:

Provided such designs are sufficiently original, architectural designs are protected by copyright. Architectural designs are listed as one of the categories of works which may enjoy copyright protection (Art. 10 (1) under 8 DCA).

We are not aware of any case law in which trademark protection was invoked or granted for architectural designs. The result of architectural designs (the actual building or other finished product) may be used as a sign to distinguish other products traded on the market. For instance reproductions of the Eiffel Tower or the Brussels Atomium can be and are being validly used as (part of) a trademark for certain goods, since they are capable of distinguishing goods originating from a certain enterprise: the Eiffel Tower for the perfume "Fruits de Paris", the Atomium on products suggesting a Brussels or Belgium connection.   

g.
labelling or packaging:

Provided that the packaging is sufficiently original labels or packaging may enjoy copyright protection.

Labels or packaging can be (part of) a trademark, provided that the packaging or label can function as a sign to distinguish the goods of a certain enterprise. The exemptions mentioned above in respect of Question 2 apply.

h.
musical works:

Pursuant to the DCA, musical works enjoy copyright (and neighbouring rights) protection.

A musical work can be protected as a trademark as, in principle, it is capable of functioning as a sign to distinguish goods as originating from a certain enterprise. However, for the time being obtaining trademark rights in a musical work seems a merely theoretical option, as from case law it follows that the proper registration as a trademark of musical works or sounds with the Benelux Trademark Office is as yet not possible in the absence of a proper registration method. Pursuant to article 12 BTA, without the registration of a mark, no trademark protection can be claimed. In the ruling of Shieldmark vs. Kist of 27 May 1999, ETMR February 2000, p. 147,  the Court of Appeal, The Hague held that the text of Art. 1 BTA does not, in principle, prevent musical marks from being registered as signs within in the definition provided in that article. Trademark protection was denied, however, failing a proper registration method.

i.
appearances of books or periodicals:

Appearances of books or periodicals are by no means excluded from copyright protection. Therefore, provided that the appearance is sufficiently original, it may enjoy copyright protection. The same applies to original house styles or corporate identities or clearly defined ideas for such works.

We are not aware of any case law regarding trademark protection for appearances of books or periodicals. 

7.
Has the attitude towards protectability of the items mentioned in Question 6 above under trademark and/or copyright law changed in recent years?

With respect to copyright, there may be some tendency to grant somewhat limited moral rights protection for utilitarian products. See De la Haye vs. Shell, Question 2b above.

8.1
To what extent is trademark or unfair competition protection available in circumstances where copyright law affirmatively denies protection? 

Trademark

Full trademark protection is available in the event that copyright protection is denied, provided that the ((no longer) copyright protected) work complies with the requirements for being a trademark within the meaning of the BTA. 

Further to the answer to Question 7, in the event protection is sought for a trademark (i.e. a sign which serves to designate the enterprise from which the product originates) and, for some reason, trademark protection is not available, a claim based on copyright in respect of this trademark will presumably fail as well, given that the copyright claim merely serves to protect the trademark function of that sign, which is to indicate the origin the product. Therefore, it is likely that there has to be a specific copyright-related interest to successfully invoke copyright protection. Reference is made to the case law under Question 6.

Unfair Competition

Additional or alternative protection based on unfair competition as laid down in Art. 6:162 Dutch Civil Code is, in principle, possible. Cumulative protection is excluded in case of (mere) design infringement (Art. 14 (5) BDA). Furthermore,  case law has narrowed the possibilities to enjoy unfair competition protection whenever cumulation is possible. 

As indicated before under Question 4, it is, in principle, permitted to take advantage of the performances or achievements of a third party in cases where protection by a specific intellectual property right does not exist, or no longer exists. However, protection against unfair competition is nevertheless available:

a. 
in cases where the unfair competition concerns an object or performance which is of such creative quality that it deserves the same protection as if it had been protected by a specific intellectual property right. In Decca vs. Holland Nautic, HR 27 June 1986, NJ 1987, 191, the Supreme Court ruled that producing and selling receivers, that were only capable of receiving signals from the navigation system of Decca, was not an act of unfair competition as such, even though it was affecting Decca's business detrimentally, but that other circumstances (such as a high level of creativity) can make the act unfair. 

In HR 24 January 1989, NJ 1989, 701 (Elvis Presley I) the Supreme Court allowed neighbouring right protection to artists and performers, although the DCA did not provide for such protection and the Neighbouring Rights Act (1993) was not yet in force. The Supreme Court held that in this case the creative quality of the performance was of such a level that it deserved the same protection as copyrighted works.

b.
in cases of slavish imitation, when the imitation is likely to create unnecessary confusion for the public. See above, Question 4. 

8.2
Does the extent of trademark protection differ depending on the reason that copyright protection is not available?

No. There is no direct link between the reason why copyright protection is not (or no longer) available and the scope of trademark protection.

9.
To what extent is trademark or unfair competition law  protection available where patent law affirmatively denies protection? 

Protection outside the specific provisions of the Dutch Patent Act is denied. Additional protection based on unfair competition for certain acts that are not included in the Dutch Patent Act is therefore not available. 

In the ruling of  HR 10 June 1983, BIE 1984, 127 (Doxyclydine), in a case regarding the scope of protection in respect of a process or method, the Supreme Court ruled that the provisions of the DPA are exhaustive. 

After the lapse of the patent, protection based upon unfair competition or slavish imitation may be available (see above under Question 8.1 and Question 4).

10.
To what extent does trademark law protect against non-attribution or misattribution of authorship? Is this protection coterminous with protection offered by moral rights?

We are not aware of trademark protection available in this respect.

11.
Please make reference to existing case law regarding the overlap between trademark and copyright law, in particular the following topics:

a. 
differences regarding the scope of protection

The criteria that determine whether an imitation constitutes a copyright infringement in the sense of Art. 13 DCA are different from the criteria applicable under the BTA; (HR 13 October 1989, NJ 1990, 237 (Cow Brand)).

The proprietor of a trademark may oppose any use in the course of a trade of a mark or a similar sign for the goods or services for which the mark has been registered or for similar goods. In addition he can prohibit the use in the course of a trade, without due cause, of his mark or a similar sign, provided that it has goodwill, where use of such a sign takes unfair advantage of or is detrimental to the distinctive character or repute of the  mark. Finally, the proprietor of a mark may prohibit use of his mark or similar sign in any other way than to distinguish goods or services, where use takes unfair disadvantage or is detrimental to the distinctive character or reputation of the mark. 

The scope of protection in respect of copyright is not limited to certain acts or goods. Copyright protection is available against any unauthorised reproduction or publication if substantial parts of that work that are original and bear the personal stamp of the maker, are imitated, copied or adapted. Pursuant to Art. 13 DCA, copyright protection is available for each transformation, adaptation or  imitation in a modified form, including translations, arrangements, cinematographic adaptations (or, in general, every other transformation of a work which cannot be regarded as a new, original work).

b.
what is required to sustain a claim of copyright infringement as compared to trademark infringement or trademark dilution?

Copyright

In the DCA, copyright protection is not subject to any formality or formal condition. The only conditions necessary to enjoy copyright protection are that the work is created, is original and bears the personal stamp of the maker. 

To sustain a claim of copyright infringement, the claimant has to demonstrate the existence of  copyright with respect to the work in question, for instance by evidencing the originality of the work and the personal stamp of the maker. Depending on the circumstances of the case, the claimant has to prove that he is the copyright holder. In line with the Berne Convention, the DCA has several provisions regarding evidence of authorship and, in particular, presumption of authorship in different factual circumstances (Art. 4-9 DCA). 

Pursuant to Art. 1 in conjunction with Art. 12 and 13 DCA, the copyright holder has the exclusive right to the publication and reproduction of the work. The reproduction of a work generally includes any partial or full adaptation or copying in a modified form which cannot be regarded as a new, original work. Reproduction under the DCA implies that copyright protected elements of a work, i.e. elements that make the work original, are adapted or imitated. The reproduction of non-original elements of a work and style or method are, in principle, unchecked. 

In the event of unauthorised reproductions and, thus, infringement of his copyright, the copyright owner has to demonstrate that copyright-protected elements of his work are reproduced in the infringing work. From the decision of the Supreme Court in the Barbie Doll case it follows that where products are highly similar, the burden of proof is reversed and lies with the defendant: he has to demonstrate that his work is not an unauthorised reproduction of the plaintiff's work. In the case of Barbie Doll, the Court decided that in view of the similarity between the dolls, the defendant had to show that this similarity was accidental and that the Sindy doll was not copied from the original Barbie Doll (HR 21 February 1992, NJ 1993, 164). From the decision of the Supreme Court in the Shopspel case (De Vries vs. De Boer Unigro, HR 18 February 2000, NJ 2000, 309) it follows that this evidence cannot be supplied by statements from the designers of the alleged unauthorised reproduction, only.

Trademark

No trademark rights can be claimed unless the trademark is registered. The person registered as the holder is considered the rightful proprietor of the mark, unless the opposite is proven. The holder of a trademark may oppose the use in the course of trade of his mark or a similar sign for goods for which the mark is registered, or for similar goods, where there is a likelihood of confusion in the public mind between the mark and the sign. 

In Puma vs. Sabel, European Court of Justice, 11 November 1997, IER 1997, 54,  the ECJ decided that the likelihood of confusion on the part of the public must be appreciated globally, taking into account all factors relevant to the circumstances of the case. In Canon vs. Cannon, European Court of Justice 29 September 1998, IER 1998, 44, in respect of certain goods including video film cassettes the ECJ held that a global assessment of this likelihood implies some interdependence between the relevant factors, in particular the similarity of the trademarks and the goods or services. Therefore, a lesser degree of similarity between the goods  may be offset by a greater degree of similarity of the marks, and vice versa. In addition, from Puma it follows that the more distinctive the earlier mark, the greater the risk of confusion. Furthermore, regarding the assessment of the likelihood of confusion, one has to take into account the dominant and distinctive elements of the trademark. From Bigott vs. Doucal, it follows that in the comparison between a sign and a trademark, the elements of similarity are of greater importance than the differences between the mark and the sign. 

In assessing the risk or likelihood of confusion, from Adidas vs. Marca, European Court of Justice 22 June 2000, IER 2000, 50 it follows that, in order to assess the extent of confusion, including the risk of association (the criterion of Art. 5(1)(b) of the Trademark Harmonisation Directive), there has to be a genuine and properly substantiated likelihood of confusion concerning the origin of the products in question.

In matters of trademark law, the burden of proof rests upon the claimant. Depending on the grounds on which his claim is founded, he has to demonstrate the similarity between his mark and the sign, the similarity of the products concerned, the reputation of his mark and the risk or likelihood of confusion on the part of the public.

Where the defendant claims that the trademark rights are invalid or have lapsed, the burden of proof lies with the defendant. In the event that the defendant claims that the trademark rights are exhausted because the products concerned were put on the market for the first time by the trademark holder or with his permission, the burden of proof that the trademark holder had granted such permission rests upon the defendant, both under European and Benelux law.

c.
exemptions permitting parodies and other issues concerning free speech:

The exceptio humoris can, in some cases, be a defence to a trademark or copyright infringement or an act of unfair competition. In a case regarding a parody of an advertising campaign of the Netherlands Government, the President of the District Court of Utrecht held that the parodying campaign was not unlawful, since there was no risk of dilution or confusion of the trademark in the public mind. Pres. District Court Utrecht 9 September 1996, IER 1998, 274 (Staat vs. Pearle). A case concerning the parody of a pop song, and involving the lead singer of a popular band, has a similar outcome. The President of the District Court Groningen decided that the parodying character of the song was evident and that, therefore, it was not likely that the image of this singer and his band would be affected detrimentally by the parody. As an obiter dictum the judge added that, in his opinion, huge winds blow on high hills, as it were, 

and therefore, the band could not oppose the parody. (Pres. District Court Groningen, 29 January 2001, as yet unpublished; De Kast).

In general, copyright law recognises a right of parody. This exemption is, however, limited to reproducing copyright-protected elements of a work that are necessary to identify the parodied object. Parodies that go beyond copying the necessary characteristic elements may infringe the parodied work (Suske and Wiske case, see above under Question 6c) .

Similar criteria apply with regard to freedom of speech. In one case, the Court judged the copying of a poster published by the Government to be justified by the freedom of speech principle. However, from this decision it is inferred that the copying of protected elements of a work based on the freedom of speech is permitted only in as far as necessary to state one's point to the public: Pres. District Court Amsterdam 29 April 1994, AMI 1994, 202 (Van Walbeek vs. Publex Stadsmeubilair). 

d.
exhaustion of rights/first sale:

Regarding the exhaustion of rights there is an important difference between both regimes. 

Pursuant to the DCA, once a work or a reproduction thereof has been put on the market by the copyright owner or with his consent the further distribution of this work is, in principle, free. Therefore, the exhaustion of the rights of the copyright owner has a world-wide effect: once the work has been put on the market by him or with his consent no matter where, the rights of the copyright owner are exhausted worldwide.  

Under the Dutch Neighbouring Rights Act ("NRA"), which came into force in 1993, the exhaustion is limited to the European Economic Area (EEA). In the case of a reproduction of a recording of a performance which has been put on the market in a Member State of the European Union or in a State, which is party to the Agreement on the EEA, the exclusive rights of performers are exhausted in the EEA only. Therefore, the principle of exhaustion in the NRA is limited to the EEA, whereas pursuant to the DCA in its present wording, world-wide exhaustion applies.

Pursuant to Art. 13 (8) BTA, exhaustion is also limited to the EEA only. The exclusive right of the trademark owner is exhausted when goods have been put on the market in the European Union under that mark by him or with his consent, unless there exists a legitimate reason for the trademark holder to oppose further commercialisation of the goods, especially if the condition of the goods is changed or impaired after they have been put on the market.

It is to be remarked that as a consequence of the implementation of the European Copyright Directive on the Harmonisation of Certain Aspects of Copyright Related Rights in the Information Society, which is likely to be adopted in the first half of 2001, the DCA will have to be amended and be restricted to EEA exhaustion instead of worldwide exhaustion, in line with article 2 of the Directive. 
e.
limits on the transfer of rights:

There are no statutory limits on the transfer of copyright or trademark rights, albeit that the transfer of a Benelux registration can only be agreed for the whole of the Benelux area (Belgium, The Netherlands and Luxembourg) and has to be in writing. The transfer of the mark may be limited to certain goods/services for which the mark has been registered. 

Different ownership of copyright/trademark rights may cause problems.
With respect to the moral rights of the author of a work, in literature it is assumed that these cannot be transferred. Article 25.1 DCA stipulates that even after the assignment of his copyright, the author of a work has the right to oppose the making public of his work without acknowledgement of his name or under another name, to alterations of his work and to oppose any distortion, mutilation of other impairment which could be detrimental to his name or reputation. However, pursuant to Article 25.2, moral rights may be waived, with the exception of the latter right.

f.
differences on the relief available for copyright and trademark infringement:

There are only minor differences in the relief available for copyright and trademark infringement. One of the differences is that the copyright holder in case of copyright infringement is entitled to claim as his property any infringing goods or unauthorised reproductions, or to apply for them to be destroyed or rendered useless, whereas the trademark holder can only claim these measures if the infringement has been made in bad faith. Pursuant to the DCA, in addition to claiming damages, the author or his successor in title may request the Court to order anyone who is infringing the copyright to render an account of the profits derived from the infringement. 

Recently, the Supreme Court of the Netherlands held that this cumulation is not in accordance with a reasonable interpretation of the law. In a case whereby damages were claimed based on loss of royalties, the Court decided that in the case of copyright infringement, the claimant may opt to claim damages or, alternatively, ask for the profits resulting from the infringing acts to be handed over to him, whichever sum is greater. Reference is made to the ruling of Supreme Court in  HBS vs. Danestyle (HR 14 April 2000, NJ 2000, 489, Informatierecht (AMI), 134).

A claim for damages for copyright infringement will moreover only be allowed if the infringer actual or imputed knowledge of the infringement. 

