SESSION II: The Relationship of Copyright and Trademarks

SPAIN

Prepared by Mario Sol Muntañola (msol@solmuntanola.com)

1.-
What is the notion of a “work of art” in the relevant country?


Without making an express definition of what an artistic work is, article 10 of the Spanish Copyright Law
 (hereafter TRLPI) states that “Are object of intellectual property all original literary, artistic or scientific creations expressed by any means or support, tangible or intangible, currently known of that may be invented in the future, …“. Afterwards, follows an open list of several creations that are to be “work” protected by copyright. 

The relevant requirement for a work to be protected by copyright is that it is original of the person who created it, regardless of its artistic value or its quality.

Despite the lack of legal definition of work of art, this concept is commonly understood to pertain to works of traditional fine arts (painting, sculpture, dramatic woks, …) as well as modern art expressions such audiovisual and multimedia, focusing on the creativity necessary to carry them out, independently of their utility or applicability.

2. 
Does Spain follow a “unity of art” approach (under which useful articles receive the same treatment as purely decorative works), or does the copyright law exclude or limit protection for certain categories of work? Is there a difference in law or practice between the protection offered different categories of work?

The TRLPI does not exclude the protection of any category of work nor makes differences depending on the category. Therefore, even applied works can be protected as far as they comply with the necessary originality qualification.   

From the positive legislation point of view, there is no doubt it is so since the coming into force of the Spanish Copyright Law of 1987. Its article 3.2 (same contents as article 3.2 of currently in force TRLPI) establishes that author’s rights are independent, compatible and cumulative with rights of industrial property that may exist on the work. Its article 10.e) (same contents as article 10.e) of currently in force TRLPI) includes applied works of art among the works susceptible of protection by copyright.

In any case, the law makes a difference between works of fine art that are applied and those that are not, by excluding the former from the droit de suite established in article 25 TRLPI. 

Nevertheless, in practice, jurisprudence is specially demanding about the originality required to applied works of art for their protection under copyright. In the majority of decisions, there is a tendency to deny protection under copyright as applied work of art, for the objects of litigation, generally adducing their lack of originality.
Therefore, in practice, protection on applied works of art is limited by case law although there is not a united and consolidated court criteria (see answer 3).

In a controversial decision
, the Supreme Court declared the existence of copyright protection on the unit/example of an object created by the author, which was the model for mechanical copies or reproductions thereof, but not on these mechanical copies. 

3. 
What is the relationship between copyright and design right? Is cumulative protection available? Which criteria apply to determine whether accumulation is permitted?


Article 3 of the TRLPI: “Author’s rights are independent, compatible and cumulative  with: (…) 2nd) Industrial property rights [that is patent, utility model, trademark or industrial model or drawing] that could exist on the work (…).”


Article 10 of the TRLPI: “Are object of intellectual property [read copyright] all literary, artistic or scientific original creations expressed by whatever means or medium, tangible or intangible, currently known or that may be invented n the future, comprising among them: (…) e)(…) and other works of art, applied or not.”


Article 191 of the Spanish Statute of Industrial Property
 (hereafter SSIP): “[when applying for an industrial model or design]Concerning the reproduction of artistic works protected by rights derived from intellectual property [read copyright], it will be necessary to accompany to the application authorization of the author or of his successors, when the artistic work is not considered of public domain (…)”.


Both these articles, as well as article 17 of the Directive on the Legal Protection of Designs
 (hereafter, the DLPDM) declare the cumulative protection between copyright and industrial model/drawing right. 


However, under the SSIP the protection of a copyright protected work as an industrial model or drawing, requires the authorization of its author. This would be the case of an applied work of art, which may be object of both types of protection, and on which the existence of copyright does not exclude the possibility of obtaining an industrial model or drawing.

In the TRLPI there is not any accumulation criteria. For this reason, in principle, from the point of view of copyright, the accumulation will come in case the work observes requirements demanded for each protection system. 

Also according to jurisprudence, there exists no any doubt regarding the possibility of cumulated protection –by copyright and by industrial property– itself. The problem resides on the scope and conditions in which it is made effective. The origin of the discussion is found in the mentioned distinction, that the Spanish Statute of Industrial Property
 (hereafter, EPI) makes, between industrial drawings and models and artistic drawings and models.

The Industrial Property Law of 1902
 and a Royal Order of 1903
, expressly excluded the protection in respect to the “drawings and works done with industrial end”. The EPI establishes as a category of industrial property the industrial drawings and models defined in article 182. Its article 190 establishes that  “ are also comprised in this group the models and drawings that, consisting in a reproduction of a work of art, are exploited with and industrial end (…), independently of the rights that could correspond to them under the concept of copyright”.
From the coming into force of the EPI, superseding the prohibition of cumulated protection established in the previous legislation, arises the principle of relative or partial accumulation, according to which only the industrial drawings and designs defined in article 190 of the EPI enjoy this cumulated protection.

Although the TRLPI is posterior to the EPI, copyright protection on applied works of art is also limited by case law, which –despite there not being a consolidated court criteria about the scope of cumulated protection– seems to keep following the theory of partial accumulation.

4. 
Does trademark or unfair competition law protect visual images or the design of three dimensional articles? If so, does trademark law exclude such protection in certain cases? If so, what are the grounds for the exclusion? To what extent does this exclusion differ from the exclusion, if any, from copyright protection?

The possibility of protection as a trademark of visual images or of the design of tri-dimensional articles may be inferred form article 2.d) of the Spanish Trademark Law: “Specially, the following sings and mediums may be constitutive of trademarks: … d) Tri-dimensional shapes among which are included packaging, containers, the shape of a product or its representation.”

Moreover, article 11.1 of the Spanish Trademark Law prohibits the register of the “shapes imposed by technical reasons or by the nature of the products themselves or which affect their intrinsic value”.  Therefore, tri-dimensional shapes or visual images may be protected as trademarks as long as they do not fall within this prohibition.

In principle, nothing prevents their protection by unfair competition law (as they have actually been granted in practice) since, actually, the protection by Unfair Competition Law may extent even to those objects not granted express protection by trademark and copyright law.

Furthermore, article 4.2.d) of the recently approved (23rd February 2001) New Project (White Paper) of Spanish Trademark Law, establishes that “the tri-dimensional shapes among which are included the envelopes, containers and product’s shape or presentation” can be constitutive of trademark. 

There is no express exclusion of Copyright protection for tri-dimensional shapes or visual images.

5.-
Does trademark law contain any exclusion from protection for works that are already protected by copyright?

Spanish trademark law does not contain such an exclusion. The Spanish legal system allows for rights of different nature, origin and contents to coexist on the same object of protection, provided said object qualifies for protection under the requirements of each protection system. This cumulative protection allows to fill up the gaps of protection one system leaves with protection through another system.

A different case is that of applying for the grant of a trademark for a sign or medium that reproduces or imitates creations protected by an copyright or an industrial property right held by another person, which is expressly prohibited by article 13 d) of the Spanish Trademark Law, unless there exists authorization to this effect by relevant the right holder. 


This lack of impediments for the registration as a trademark of works protected by copyright has lead to a very extended practice consisting in the systematic registration as trademarks of objects that are clearly not meant to distinguish products from those of the competitor, but are incorporated to the shape or the appearance of a regular product, giving it added value and, sometimes, the substantive part of their commercial value (see answers to question 6, c), d), e) and f)).  This is done to achieve the more effective and uncontested protection provided by the contents of the rights provided by a trademark, than the more indeterminate rights granted by copyright, although most of the time it would be more correct –given the nature of the object of protection– to achieve this extension of protection by industrial model or drawing.

6.-
To which extent is cumulative protection granted under copyright and trademark law for the following:

There could be cumulative protection granted under copyright law and trademark law if the following creations observe the requirements for copyright protection as well as those for trademark law. In these case:

a) Work titles can be protected as part of this work by copyright law (article 10.2 of the Spanish copyright law) and can be protect by trademark law if distinguish a commercial product or service in the market. Nevertheless, the possibility to prevent the use by others of the title, will basically be determined by unfair competition.

b) Spanish trademark law in art 11.1.h), prohibits official emblems to be registered as a trademark, but other emblems, can be protected by trademark law and copyright law.

c) The name, appearance, and other aspects of fictitious characters are protectable both by copyright law under article 10.1.e), and in practice it is done also though trademarks, although this latter protection is not altogether correct considering what is supposed to be the object of protection and the contents of the rights granted by a trademark (see last paragraph of answer to question 5).

d) The most adequate protection for costume and clothing designs would be industrial design, but of course they also fall within the protection of copyright law. Although they may also be protected as trademarks, it is not usual except for clothing patterns.

In practice, costume and clothing designs themselves could also be protected though trademarks, but it is rarely done. Once again, protection through trademark is not altogether correct considering what is supposed to be the object of protection and the contents of the rights granted by a trademark (see last paragraph of answer to question 5).

e) Furniture design, is the same case as the preceding separate. 

In practice, furniture designs themselves could also be protected through trademarks, but it is rarely done. In this case too, protection through trademark is not altogether correct considering what is supposed to be the object of protection and the contents of the rights granted by a trademark (see last paragraph of answer to question 5).

f) Architectural designs. As for copyright, article 10.f) of the TRLPI expressly contemplates plans, projects, designs and sketches of architectural works or engineering works as protected works. The protected subject matter is the creative expression, excluding the technical aspects, as for furniture designs.

The law protects architectural plans, not the result of carrying them out. If this result complied with the requirements of the TRPLI it would also be protectable, but then one of the limits to copyright, that which permits reproduction of architectural works that are on public places, would almost always be applicable. The legitimacy of a practice by copyright holders, consisting in avoiding this limit by means of the exercise of rights on a trademark obtained on the same architectural work, is controversial. 

Regarding this practice, as in the preceding separate c), in practice protection is obtained also through trademarks, although this protection is not altogether correct considering what is supposed to be the object of protection and the contents of the rights granted by a trademark (see last paragraph of answer to question 5).

g) Labeling or packaging, rare rarely protected by copyright due to their low originality level. Article 187 of the SSIP establishes that packaging or models containing drawings or denominations constitutive of trademarks, cannot be registered as Industrial Model or Industrial Design. Trademark protection would be available in this case under article 2.d) of the Spanish Trademark Law (see first paragraph of answer to question 4).

h) Spanish Copyright Law includes in article 10.b) musical compositions as protected works. Spanish Trademark Law does not contemplate expressly the protection of musical works as trademarks, but in practice it is possible to protect a musical work as a trademark if it can be represented graphically.

i) Appearance of books or periodicals, understood as the distribution of space and the placing of the different graphic and text elements –the layout–, although not expressly mentioned as object of copyright protection, may be protected by copyright if original. If they may not be considered as works protected by copyright, article 129 TRLPI still offers a short term of protection to publishing productions that can be individualized by their typographic composition, presentation and other characteristics. The graphic and denominative elements in a book or periodical appearance can of course also be protected as trademarks.

7.- 
Has the attitude towards protectability of the items mentioned in Question 6 above under trademark and/or copyright law changed in recent years?


Copyright and Trademark legislation has not changed especially in the last years, but there will be a change regarding the registrability of music and of tri-dimensional shapes as trademarks. The government has approved a New Project of Spanish Trademark Law under which music can be protected by a trademark according to its article 4, if can it be represented graphically. Such a representation could be the music score or the sonogram.   In the same article 4, the Project of Trademark law mentions, as example of subject-matter registrable as a tri-dimensional  trademark, packaging, containers or the shape of a product or of its representation.  


As explained under answer to question 4, although copyright protection is available for those items, in practice the rights granted by trademarks are sought by copyright holders in order to –somewhat artificially– extend the protection given by copyright.

8.-
To what extent is trademark or unfair competition protection available in circumstances where copyright law affirmatively denies protection? (For example, where copyright protection has expired, where copyright law exempts certain conduct form infringement, where the defendant’s conduct would be regarded as appropriation only of ideas).

In Spanish law this has to do with the contents of each type of rights. If a situation just does no meet the legal requirements to deserve copyright protection, as well as if a situation is affirmatively denied protection by copyright law, provided the situation and the object of protection fits in the parameters necessary to obtain protection through unfair competition and/or trademark law, it would be entitled to such protection.


As for copyrighted works, this is especially relevant for cases where copyright has expired or its limits apply. Having the work registered as a trademark would enable to obtain protection, and unfair competition also. Nevertheless, many situations will still be covered by the limits to copyright. 

Unfair competition could be very useful for protection in cases where someone else is actually using the idea behind a copyrighted work (e.g. imitation of business initiative), but not its expression.

See question 7 above.

Does the extent of trademark protection differ depending upon the reason that copyright protection is not available?

The extent of trademark protection does not differ depending upon the reason that copyright protection is not available.

These cumulated protections work in a somewhat parallel way. Since the object of protection is different for trademarks and for copyright, the feasibility or scope of either protection in a given case does not depend on the feasibility or scope of the other protection.

9.-
To what extent is trademark or unfair competition protection available in circumstances where patent law affirmatively denies protection?

As in the firs paragraph of the answer to the first part of question 8, understanding “patent” where it says “copyright”.

Especially where there are no rights to a patent because a patent has not been applied for or obtained, trade secret and unfair competition law are the closest substitutes of the protection a patent would have provided.

Does the extent of trademark protection differ depending upon the reason that patent protection is not available?

As in the answer to the second part of question 8, understanding “patent” where it says “copyright”.

10.-
To what extent does trademark law protect against non-attribution or misattribution of authorship?
In Spanish law this has to do with the relationship of the original rights holder with the object of protection.

The principles on which original attribution of trademark rights and the principles on which original attribution of copyrights to a person are based are different. 

For a person to be the original holder of rights on a registered trademark he must be the applicant of the registered rights granted, and on a notorious trademark he must be its user, regardless of this person’s intervention in the creation of the symbol, shape or denomination the trademark consists of.


For a person to be the original holder of copyrights on an object, he must be the creator or author of said object, and the rights are attributed to the author from the act of creation, not from registration or use.


These two subjective principles on which respective attribution of rights is based coexist, and the protection given by trademark and copyright may coincide on the same object. Nevertheless given the different nature of these principles and of the origin and contents of the rights, it cannot be said that trademark law protects against non-attribution or misattribution of authorship.

Unfair competition is the legal system that may actually enable to connect one’s condition as creator of an object with the holding of original rights on said object, based on the legal argument that the infringer is taking advantage of one’s effort or reputation.

Is this protection coterminous with protection offered by moral rights?


Trademark protection and copyright protection, although not coterminous or coinciding, may be coexisting and overlapping on one same object. Therefore, moral author’s rights have no equivalent in trademark law, as this is actually the sphere of copyright more connected to the fact that the original rights holder is the creator of the object of protection.

11.-
Please make reference to existing case law regarding the overlap between trademark and copyright law, in particular as regards the following topics:

a) Differences regarding the scope of protection (e.g. copyright protection extending beyond similar goods).

The decision by the Provincial Audience (Audiencia Provincial) of Mallorca of March 31st 1998, declared that the logotype of the Airline “VIVA AIR” created confusion with the work of painter JOAN MIRO “Sol de España”: since copyright is independent but compatible and cumulative with trademarks, no confusion should be tolerated, despite dealing with different fields of protection in this particular case.

The decision by the Supreme Court (Tribunal Supremo) of October 7th 2000 (case POPEYE) declared that King Features Syndicate Inc’s copyright on the “Popeye” character predated the “Popeye” trademark registered in bad faith by G.La Luz, S.A., with prejudice to the creators of that character, and therefore, invalidated (annulled) that trademark.  

b) What is required to sustain a claim of copyright infringement, as compared to trademark infringement or trademark dilution.

Requirements are different in each case: they are more strict for trademarks than for copyright. 

c) Exemptions permitting parodies and other concerning free speech.

The decision by the Provincial Audience (Audiencia Provincial) of Madrid of February 2nd 2000 (case “Parodia Nacional”), declared that the unauthorized use of a copyrighted work in order to criticize people who have nothing to do with the work being used, is a lawful parody. This is a very questionable decision, that admits the “weapon parody”. 

d) Exhaustion of rights/first sale

The decision by the Supreme Court (Tribunal Supremo) of April 2nd 2001, declares the exhaustion of phonogram productions within the EU territory. 

Thus, Spain follows the doctrine of the European Court of Justice, reflected in Silhouette y Sebago. The ECJ decision of July 16th 1998 (case C-355/96) restricted the exhaustion of tradmarks to only the European Economic Area (European Union plus Norway, Iceland and Liechtenstein): The ECJ proposed that the European Directive 89/104/CEE of December 21st 1988 (first Directive on the harmonization of Member States Trademarks laws) could be used to prevent parallel imports from third countries non EEA-members. That was confirmed in the ECJ decision of July 1st 1999 on the import of shoes lawfully marketed outside Europe and imported into the EEA without the owner’s consent (case C-173/98).

e) Limits on the transfer of rights

Under Spanish copyright law, certain rights cannot be transferred: moral rights as well as some specific remuneration rights. 

f) Differences in the relief available for copyright and trademark infringement.

12.-
Please add anything which might be of interest in the context (e.g. the attitude towards trademark protection for works of art in the public domain), etc.

� Consolidated Text of Intellectual Property Law, approved by Royal Legislative Decree 1/1996, of April 12th.


2 Supreme Court Decision of October  26th 1992  “design of pieces of jewelry”, followed by later decisions: Supreme Court Decision of February  20th 1998 “Don Quijote and Sancho Figurines”, and other decisions of lower courts.


� Statute on Industrial Property, approved by Royal Decree-Law of 26th July 1929.


� Directive 98/71/CE of the European Parliament and of the Counsel, of 13th October 1998, on the Legal Protection of Designs.


� Statute of Industrial Property, approved by Royal Law-Decree of 26 July 1929. The EPI is a legal body that dates back to 1929. Although it is only in force as regards industrial models and drawings (used to regulate also trademarks and patents, which now have their own laws), and its contents do not collide with what is contemplated under the Directive 98/71 a new law is projected to be elaborated, for the implementation of the said directive and the actualization of the protection of industrial models and drawings according to modern practice in Spain.


� Industrial Property Law, 16th march 1902.


� Royal Order, 17th june1903.





1
1

