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1. What is the notion of a “work of art” in the relevant country?

The Copyright, Designs and Patents Act 1988 (hereafter ‘CDPA’) applies to the whole of the UK, i.e. England & Wales, Scotland and Northern Ireland.

Section 1(1)(a) CDPA

Copyright is a property right which subsists in accordance with this Part [i.e. of the Act] in the following descriptions of work-

(a) original literary, dramatic, musical or artistic works,
…

Despite the generality of this wording, a work will only be recognised as an artistic work if it falls within one of the categories set out in CDPA s.4: -

(1)In this Part “artistic work” means-

(a) a graphic work, photograph, sculpture or collage, irrespective of artistic quality

(b) a work of architecture being a building or a model for a building, or

(c) a work of artistic craftsmanship.

(2) In this Part-

“building” includes any fixed structure, and a part of a building or fixed structure;

“graphic work” includes

(a) any painting, drawing, diagram, map, chart or plan, and

(b) any engraving, etching, lithograph, woodcut or similar work;

“photograph” means a recording of light or other radiation on any medium on which an image is produced or from which an image may by any means be produced, and which is not part of a film;

“sculpture” includes a cast or model for purposes of sculpture.
Note that a ‘still’ or single ‘frame’ from a film is intended to be protected by film copyright, because ‘copying’ in relation to a film 

“…includes making a photograph of the whole or any substantial part of any image forming part of the film…” CDPA s. 17(4).

This ‘pigeon-hole’ approach means that some original creations, which might be regarded as artistic, do not attract copyright, for example ‘placement art’. [OASIS album cover case, Creation Records v. News Group [1997] EMLR 444]. It was thought that the category ‘collage’ might embrace this kind of creation, by analogy with compilations of literary matter, but the term has been held to apply only to traditional ‘stuck’ collage [OASIS again].

The category ‘work of artistic craftsmanship’ has been given a narrow interpretation and seems to cover only the creations of that rare person (or close team), the ‘artist-craftsman’, who is imbued with artistic intent. Intent seems to be necessary but not necessarily determinative. 

Hensher v. Restawile [1976] AC 64 – prototype sofa not a work of artistic craftsmanship;

 Merlet v. Mothercare [1986] RPC 15 – nor a raincosy. 

Merlet quoted Burke v. Spicers Dress Designs [1936] Ch 400 at 408, where it was suggested that even ‘a beautiful frock’ might not be a work of artistic craftsmanship

Thus, ‘everyday’ works of craftsmanship will not qualify as ‘works of artistic craftsmanship’.

In Burke it was suggested that the artistry and craftsmanship had to come from the same hand, but this has been doubted in subsequent cases, most recently in Vermaat v. Boncrest [2001] FSR 43. The better view is probably that an artist and a craftswoman as joint authors may create a work of artistic craftsmanship.

2. Does the country follow a “unity of art” approach (under which useful articles receive the same treatment as purely decorative works), or does the copyright law exclude or limit protection for certain categories of work? Is there a difference in law or practice between the protection offered different categories of work?

Works of artistic craftsmanship require an artistic intent. However, the ‘Arts and Crafts’ movement, on which this term appears to be based, stressed the importance of artistry in the design of useful articles, such as wooden furniture, as well as decorative items such as tiles and wallpapers. Typical works mentioned by Lord Simon in Hensher, such as tiles, stained glass windows, wrought iron gates, combine beauty with usefulness.

Architectural works do not appear to require any decorative intent or effect; in Jones v. London Borough of Tower Hamlets [2001] RPC 23; Pensher v. Sunderland [2000] RPC 14, aspects of fairly functional social housing design have recently been held to be original, copyright and infringed.

For graphic works, the description ‘irrespective of artistic quality’ means that a two-dimensional work can attract copyright without any decorative component, as the inclusion of ‘map, chart or plan’ indicates.

Likewise, sculpture does not require artistic quality in order to attract copyright under CDPA. However, the English courts have been reluctant to view as sculptures any creations with an ultimately industrial or commercial purpose. For example  Davis v. Wright Health [1988] RPC 403- plaster moulds for standardised false teeth. Laddie Prescott Vitoria Speck and Lane The modern law of copyright 2000 at para xxx suggest that the Courts should be more generous and recognise such works as sculptures, leaving it to section 51 [see below] to limit the scope of protection.

Copyright in two-dimensional artistic works may be infringed by three-dimensional copies and vice versa: CDPA s.17 (3)-

In relation to an artistic work copying includes the making of a copy in three dimensions of a two-dimensional work and the making of a copy in two dimensions of a three-dimensional work.

Prior to CDPA, this principle meant that all manner of useful three-dimensional articles were protected by the copyright in original design drawings, for example, clothing and engineering parts; subject to a complicated provision designed to prevent overlap between copyright and registered design protection.

e.g. Laddie et al at para 4.16, footnote 1 list many examples. They include boats – Dorling v. Honnor Marine [1965] Ch 1; [1964] RPC 160; divan legs Temple Instruments v. Hollis Heels [1973] RPC 15.

However, CDPA now ensures that non-artistic 3D articles are not protected by means of copyright in a design document [e.g. a graphic work or data in a computer aided design file] or prototype [e.g a model produced by sculptural techniques such as the carving of a wooden pattern]. This is achieved by CDPA s.51-

(1) It is not an infringement of any copyright in a design document or model recording or embodying a design for anything other than an artistic work or typeface to make an article to the design or to copy an article made to the design.

(2) nor is it an infringement of the copyright to issue to the public, or include in a film, broadcast or cable programme service, anything the making of which was, by virtue of subsection (1), not an infringement of the copyright.

(3) In this section-

‘design’ means the design of any aspect of the shape or configuration (whether internal or external) of the whole or part of an article, other than surface decoration; and

‘design document’ means any record of a design, whether in the form of a drawing, a written description, a photograph, data stored in a computer or otherwise.

Thus in BBC v. Pally [1998] FSR 665, copyright in designs for ‘Teletubbies’ was not infringed by the unlicensed manufacture of ‘Teletubby’ dolls.

Furthermore, where an artistic work is applied industrially (more than 50 articles is the threshold for mass production under subordinate legislation), section 52 reduces the effective term for articles of any sort to 25 years from the end of the year of such application. Articles such as films, book jackets, do not trigger this provision.

3. What is the relationship between copyright and design right? Is cumulative protection available? Which criteria apply to determine whether cumulation is permitted?

Unregistered design right under CDPA s.213 , with certain exceptions and modifications, replaces the copyright protection removed by CDPA s.51 – shape and configuration of articles: see answer 2 above. For example, to attract design right, the design must be original in the sense used for copyright and also meet an additional criterion of ‘not commonplace in the design field in question’. This is quite a low test: Farmers Build [ref]; prior similar but obscure items may not render a design commonplace: Fulton v. Grant Barnett [2001] RPC 16. Survival of items made to the design will prevent design right attaching to ‘retro’ articles, for example the window horns in Scholes Windows v. Magnet [2000] RPC 432.

Registered design protection can currently co-exist with copyright and unregistered design right and will continue to do so after harmonisation on to EC Directive 98/71

The tests for infringement are different. Copyright involves a substantial taking of the original, with recent guidance form the House of Lords on substantiality of taking [yes] of a fabric design: Designers Guild v. Russell Williams [2001] FSR 113. Infringement of unregistered design right involves making/copying an article wholly or substantially to the design. Although a copyright-style test, it has sometimes been applied in a manner reminiscent of the current test for registered designs – applying an identical design or one not substantially different: Registered designs Act s.7. This test will soon be altered to follow the Directive. 

CDPA s.236 says that it is not an infringement of unregistered design right to do something that constitutes an infringement of copyright.

4. Does trademark or unfair competition law protect visual images or the design of three-dimensional articles? If so, does trademark law exclude such protection in certain cases? If so, what are the grounds for the exclusion? To what extent does this exclusion differ from the exclusion, if any, from copyright protection? N.B if the nature or scope of trademark protection and unfair competition protection differ, please mention the difference.

Logos or devices and the shape of goods or their packaging may be registered as trade marks: Trade Marks Act 1994 (‘TMA’), s 1. They may also be protected by a passing off action, e.g. the JIF lemon in Reckitt & Colman v. Borden [1990] 1 All ER 873. However, the courts are often reluctant to regard ‘get-up’ or trade dress as distinctive: RoHo/Hodgkinson & Corby v. Wards Mobility Services [1995] FSR 169. Likewise, with registration: Philips v Remington [1998] RPC 283; [1999] RPC 809; Dualit [1999] RPC 304,890.TMA s.3(2)/ EC directive 89/104/EEC Art 3(1)(e) prohibit the registration of 

Signs which consist exclusively of

(i) the shape which results from the nature of the goods themselves, or

(ii) the shape which is necessary to obtain a technical result, or

(iii) the shape which gives substantial value.

In Philips v Remington [1999] RPC 809,  the Court of Appeal observed that this prevented the registration of shapes better protected by patents or copyright and went on to say 

‘To enable monopolies granted in respect of patents, registered designs and the like to be extended by trade mark registrations would be contrary to the public interest unless justifiable on the ground of the public good.’
The Court of Appeal referred certain questions to the European Court of Justice; the Advocate-General has handed down an opinion, but this exchange has not quite gone to the heart of the matter so far.

The passing off exclusion is based on lack of trade mark function of the shape as an indication of commercial origin. It is debatable whether the exclusion from registration is an absolute policy bar [my personal view, see Firth, Gredley & Maniatis Shapes as trade marks [2001] 2 EIPR 86] or is based on a presumed lack of distinctiveness as to origin. One can detect reluctance by the courts to recognise ‘non-traditional’ signs as trade marks where these are accompanied by more traditional trade mark forms, such as words and devices [Comments, passim, in RoHo and Philips v. Remington [1998] RPC 283 e.g. at 312; Dualit]

5. Does trademark law contain any exclusion from protection for works that are already protected by copyright? Does it contain any exclusions for subject matter that is patented?

No, in fact infringement of another’s copyright is a relative ground of refusal: TMA s.3(4)(b).

6. To what extent is cumulative protection granted under copyright and trademark law for the following:

(a) work titles these are  unlikely to be protected by copyright except possibly as a substantial part of a larger work. The title of a book or other work is not usually regarded as distinctive for trade mark purposes, although a series title might be: Games Workshop vTransworld [1993] FSR 705. Wadlow the law of passing off 2nd ed 1995 makes this distinction cogently at §6.46

(b) emblems again, no problem with trade mark registration of a distinctive emblem; infringement of another’s copyright may be a ground for refusal/cancellation, now as previously Karo Step TM [1977] RPC 255

(c) the name, appearance, and other aspects of fictitious (e.g. cartoon) characters? the courts have shown themselves reluctant to allow registration of the names or images of real, deceased persons where the public would not regard these as having trade mark significance; e.g. Elvis Presley [1999] RPC 567. Fictitious characters have been more readily protected. In Mirage Studios v. Counter-feat clothing [1991] FSR 145 the copyright claims probably reinforced the passing off claims

(d) Costumes and clothing designs there are few decisions on uniforms as trade mark however, they have been recognised as forming a distinctive ‘livery’, especially where services are concerned. Wadlow §cites Knott v. Morgan (1836) 48 ER 610

(e) Furniture design a classic case where decorative furniture design was refused protection under passing off was Hensher; see also Jarman & Platt [1977] FSR 200

(f) Architectural designs we do not seem to have any decisions akin to Two Pesos  or the Fotomat 425 F Suppl 693; 437 F Suppl 1231; 166 USPQ 271 cases. A passing off claim was struck out in Charles Church v. Cronin [1990] FSR 1.

(g) Labelling or packaging no problem with overlapping protection seem to be experienced here.

(h) Musical works ‘jingles’ have been registered as trade marks under TMA 1994; e.g. that of Directline insurance

(i) Appearance of books or periodicals no apparent problem in protecting by copyright and by other means if distinctive.

N.B. If there are other items for which cumulative protection under copyright or trademark law has been sought (or obtained), please mention them.

7. Has the attitude towards protectability of the items mentioned in Question 6 above under trademark law and/or copyright law changed in recent years? In which respect?

More types of sign can now be registered as trade marks, but this is as a result of harmonisation rather than domestic shift in policy.

8. To what extent is trademark or unfair competition protection available in circumstances where copyright law affirmatively denies protection? (For example where copyright protection has expired, where copyright law exempts certain conduct from infringement, where the defendant’s conduct would be regarded as appropriation only of ideas, etc.) Does the extent of trademark protection differ depending upon the reason that copyright protection is not available?

The criteria for protection are different, so it is possible for a non-copyright entity to be protected by registration as a trade mark or in passing off. Word marks would fall into this category. In Exxon [19822] RPC 69 an invented word was held not to be a literary work. Thus copyright was not available, but this was not a barrier to a passing off claim. Similarly, one can imagine a rudimentary device mark or a single colour that would not qualify for copyright protection as an artistic work but might constitute a sign capable of distinguishing and hence registration as a trade mark. 

Origination of a sign is not a pre-requisite for trade mark protection or passing off, but infringement of another’s copyright could be a bar to other forms of protection: TMA s. 5(4)(b) – at least if objection were raised. Use of extracts of  copyright-expired works is the basis for many ‘jingle’ marks, for example Bach’s Air on a G string for Hamlet brand cigars. A compilation CD has been released in the UK of music with which the public has become familiar through advertising.

In BBC v Pally copyright protection was unavailable because of CDPA s.51, but one can imagine other viable claims (not pleaded) in design right or passing off.

The Privy Council’s opinion in Cadbury-Schweppes v. Pub Squash [1981] RPC 429 may be regarded as an indication that in principle a distinctive advertising campaign or game show might be protected by passing off, even were copyright not available for its theme or catch-phrases.

9. To what extent is trademark or unfair competition protection available in circumstances where patent law affirmatively denies protection? Does the extent of trademark protection differ depending upon the reason that patent protection is not available?

Again, distinctiveness through use or capability to distinguish are the requirements for trademark protection, as opposed to novelty and inventive step. If a previously patented product has a distinctive appearance, that could be protected in principle, although in practice the Registry and courts would be reluctant to view the shape as a trade mark – see answer 4 above.

10. To what extent does trademark law protect against non-attribution or misattribution of authorship? Is this protection coterminous with protection offered by moral rights?

Misattribution of authorship or misuse of copyright works might amount to passing off. For example in Bristol Conservatories v. Conservatories Custom Built [989] RPC 455 the defendants used photographs of conservatories built by the plaintiffs to illustrate the defendants’ brochure. This was held to be passing off. 

TMA s.5(4)(b) states that a mark shall not be registered if its use in the UK is liable to be prevented by the law of copyright. That law, in turn, contains provisions on infringement of rights of paternity and integrity [CDPA s 77 ff]. No corresponding infringement provision is contained (or required) in the TMA.

11. Please make reference to existing case law regarding the overlap between trademark and copyright law, in particular as regards the following topics: 

(a) differences regarding the scope of protection (e.g. copyright protection extending beyond similar goods)

Copyright is not product-specific; the test for infringement is the unlicensed taking (by reproduction, issuing to the public, etc) of a substantial part of a copyright work . Substantiality tends to follow originality, so that taking a quantitatively large but unoriginal part will not infringe, and vice versa.

Unregistered design right is not product-specific, although the acts of ‘making an article to the design’ and ‘copying and article made to the design’, wholly or substantially, are easier to establish where the claimant’s and defendant’s products are similar.

Registered designs are currently protected only in relation to the products for which they are registered: Registered Designs Act s.7. There is the possibility of subsequently registering design for additional articles without falling foul of the novelty requirement. Such additional registrations expire along with the first. However, when the EC designs directive is implemented, this will be replaced by a regime which is not product-specific. 

Passing off  does not require identity or even similarity of the parties’ goods or services, but it will be difficult to show misrepresentation and/or damage if their commercial spheres are very distant.

As the question indicates, there is a hierarchy of infringement tests for registered trade marks which goes from identical goods through similar to dissimilar: TMA s.10. Where marks are not identical, the test is that of similarity leading to confusion for identical or similar goods and similarity leading to the possibility of unfair advantage or detriment where a mark with a reputation is imitated on dissimilar goods. So the comparison is a market comparison. However distinctive elements will be given more weight than commonplace elements, and the reputation of the claimant’s mark is relevant.

(b) what is required to sustain a claim of copyright infringement, as compared to trademark infringement or trademark dilution

please see answers above.

The reputation of the copyright work is rarely an issue, although familiarity with a work or at least access may be important in establishing that copying has taken place.

(c) exemptions permitting parodies and other issues concerning free speech

Since trade mark infringement inevitably involves commercial speech, the courts have shown less tolerance of parody in trade mark cases than in copyright cases. 

See Gredley and Maniatis Parody: a fatal attraction[1997] EIPR 339 and 412

(d) exhaustion of rights/ first sale

at present similar regimes apply to copyright and to trademarks/ passing off. However, in the latter case, the public’s interest in being protected against deception is more likely to come into play.

(e) limits on the transfer of rights (we are interested here in limits under one intellectual property regime that might prevent the right holder from fully exercising its rights, or from effectively obtaining the same rights, under s different intellectual property regime. For example: limits on the transfer of authors’ rights that might prevent unfettered assertion of trademark rights by an assignee of both sets of rights; or conditions on the transfer of trademark rights that limit the ability of an assignee to use trademark law to restrain the same conduct as could be restrained by the owner of a valid copyright.)

It is difficult to identify examples under this heading; copyrights are freely transferable in the UK as to economic rights; moral rights cannot be transferred inter vivos, although they may be waived. Registered trade marks may be assigned freely with or without goodwill, although inappropriate transfers may render them deceptive and vulnerable to cancellation: TMA s. 46(1).

Unregistered marks cannot be assigned ‘in gross’ i.e. without goodwill. This is because the protected property right is the goodwill generated by business activity under the mark rather than the mark itself. See Lane 1991The status of licensing common law marks; Wadlow.

(f) differences in the relief available for copyright and trademark infringement.

As copyright and trademark infringements and passing of all involve infringement of proprietary rights, the full range of relief is available for all. TMA s.30(6) enables the trade mark proprietor to claim damages in infringement proceedings on behalf of licensees; the court can then direct the claimant to hold the money for the benefit of the licensees. This useful device appears to be unique to registered trade marks.

12. Please add anything which might be of interest in the context (e.g. the attitude towards trademark protection for works of art in the public domain), etc

N.B. we are especially interested in whether the rules permitting or excluding protection discussed in your answers are derived from statutory rules, have been developed by courts, or are grounded in national constitutions.

Visual or audio-visual examples

