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Introduction
My contribution addresses the overlap between copyright law, trademark law and industrial designs law when they apply to cartoon characters. Before getting into the details of this topic, I will start with an overview of the respective advantages and disadvantages of these three intellectual property regimes.

I.
General part : principal similarities and differences between copyright law, trademark law and industrial designs law 

A.
Possible overlap as to the object of protection

Copyright law as well as industrial designs law and trademark law regard as protectable graphic representations and tridimensional shapes.


In copyright law, such representations or shapes will be protected if they constitute intellectual creations with an individual character. In industrial designs law, the creation has to be new and has to serve as a model to the industrial production of an object. In trademark law, the creation must be distinctive in relation to the concerned products and services.


One given representation or one given shape may fulfill these different conditions and obtain a triple protection. Let us take the example of the statuette, called "Flying Lady" or "Spirit of Ecstasy", which is the emblem of Rolls Royce. It is a small sculpture which is undoubtedly original. It is therefore protected by copyright. This statuette is moreover manufactured on an industrial scale. Finally, it is quite distinctive for the products in relation to which it is used, i.e. cars.


As far as the protected object is concerned, the overlap between copyright law, industrial designs law and trademark law is therefore possible.

B.
Overlap as to the principal effect of protection : an exclusive right of reproduction 

Copyright law as well as industrial designs law and trademark law grant to the right holder an exclusive right to the protected object, according to which no one is allowed to reproduce the work, the design or the trademark without authorization.


Does that mean that the protection granted by these three regimes would be equally desirable ? Actually, several important differences make them more or less attractive for creators and will prompt them to seek the protection of the one rather than the others.

C.
Respective advantages of the three regimes
1.
Advantages of copyright law
a)
Absence of registration

The principal advantage of copyright law when compared to trademark law resides in the fact that in most countries, copyright protection does not depend upon a registration. Registration procedures, especially when they must be effected in a large number of countries, are expensive. Moreover, one has to count with the renewal taxes, which are due in general every ten years for trademarks and every five years for designs. From a financial point of view, it is consequently very interesting not to have to register an image or a shape as a trademark or a design.

b)
Automatic international protection

Whereas the effect of a trademark or a design is limited to the territory for which registration is granted, the protection conferred by copyright is automatically given an extraterritorial effect by the Berne Convention for the protection of literary and artistic works. In all member States, the work enjoys at the minimum the protection conferred by the Convention itself. In view of the very large number of States which have ratified this treaty, it can be considered that a work protected in one member State is basically protected in the whole world.

c)
Protection attached to the work itself

A third considerable advantage of copyright law when compared to trademark law resides in the fact that the work is protected for itself, whereas a trademark is protected only in relation to the products and services described in the certificate of registration. The situation is different only if the trademark can be qualified as a highly notorious trademark, a privilege that concerns only a limited number of signs. Copyright thus enables the right holder to forbid any unauthorized reproduction of the work, be it on post-cards, T-shirts, dishes or electronic games. To reach the same result under trademark law, it is necessary to claim in the trademark application protection for all the concerned products, which usually belong to different classes. This raises the cost of the registration, because official taxes vary in general according to the number of classes.

d)
No obligation of use

Finally, copyright law presents the advantage that it does not depend upon the use of the work, whereas the right to a trademark subsists only if the trademark is used in relation to the claimed products or services. This requirement constitutes a not insignificant problem when the trademark owner wishes to reserve himself the possibility to diversify his products or to launch a merchandising campaign, but is not ready to do so at the time of registration. Indeed, even in countries which do not require use at the time of registration, the "grace period", of a duration of three to five years, granted by national laws is quickly over and the lack of proofs of use of the mark may, depending on the countries, prevent the right holder to renew the trademark or to oppose registrations by third parties.

2.
Advantages of trademark law
a)
Unlimited duration of protection

The main advantage of trademark law consists in the unlimited character of the duration of protection, which results from the fact that a registration can be renewed as many times as the owner wishes to. On the other hand, the protection conferred by copyright law ceases in general seventy years after the death of the author. This advantage of trademark law appears however quite theoretical in the field of designs and merchandising. Indeed, in the present consumers’ society, few products have a life span which exceeds seventy years. On the other hand, when compared to the duration of protection conferred by a design registration, which in general does not exceed fifteen years, this advantage of trademark law is real.

b)
Clarification of the legal status of the creation by the registration

When the author is not certain that his or her creation is sufficiently original to enjoy copyright protection, the registration of this creation as a trademark has for a consequence to clarify its legal status and to strengthen the position of the creator towards third parties. This problem exists in particular in the field of works of applied arts, which in theory enjoy copyright protection but which courts often refuse to consider as original.

c)
Possibility to protect a banal sign if it has acquired secondary meaning

Whereas a banal representation or shape cannot "win" copyright protection, it will be able to be protected as a trademark if, in the course of time, it comes to be recognized by the public as a trademark for determined products or services. This "healing" effect of long use does not exist in copyright law.

3.
Advantages of industrial designs law ?

The only advantage of this regime resides in the low level of originality which must be reached in order for the registration to be granted. This being said, industrial designs law presents the principal disadvantage of trademark law i.e. the necessity of a registration, without possessing its main advantage, i.e. the potentially unlimited duration of protection. To this must be added the fact that the design application must be filed before the product is put on the market, i.e. before the applicant can know whether the product will be commercially successful and whether the not inconsiderable costs of registration are justified.

4.
And the winner is ...


In view of the important advantages that it presents as to the material and territorial scope of protection, and in view of the fact that it does not require important financial investments, copyright appears as the most favorable regime to protect an image or a tridimensional shape.

II.
Special part : the particular case of cartoon characters
A.
Protection by copyright law

In most cases, cartoon characters possess a sufficiently original appearance to enjoy copyright protection. The same can be said of tridimensional characters, such as the robots of Star Wars or the puppets of the Muppet Show. Indeed, the creative freedom of a person who creates a character in two or three dimensions is almost unlimited. Therefore, if the author does not copy a prior creation, the result of his or her work should be unique, and therefore individual. The courts have granted copyright protection to many characters, such as Mickey Mouse
, Donald Duck, the Smurfs, E.T. and Alf. Copyright protection should therefore be refused only in exceptional cases, for example when the appearance of the character is extremely simple.


In accordance with his copyright, the right holder has the exclusive right to reproduce the character on any kind of support, be it on books, posters, dishes, or clothes. The right holder has also the exclusive right to reproduce the character in a modified form, and in particular to represent it in clothes bearing a trademark (such as the "M" of McDonald's, for example). This exclusivity enables the right holder to grant licenses for all sorts of use of the character, in exchange of a remuneration of course.


Copyright law is thus perfectly adapted to the merchandising of cartoon characters, since this form of exploitation supposes a use of the character on all sorts of products, and often in several countries. Consequently, it will not be very interesting for the right holder to seek to register the character as a trademark, because the protection conferred by trademark law is more limited that the protection conferred by copyright law.


This being said, there are situations in which the protection by trademark law will appear desirable. It is mainly the case when the copyright protection has arrived or will soon arrive to an end. It is to be noted that this problem does not concern all characters, but only the "super-stars", such as the Disney characters, which are still loved by the public decades after their creation. One can also imagine that the author wishes to protect a single feature of its character, the originality of which is uncertain, such as the ears of Mickey Mouse or the tuft of Tintin
. I will therefore examine under which conditions and to which extent cartoon characters may be protected as trademarks.

B.
Protection by trademark law
1.
Possibility to register a cartoon character as a trademark
a)
Registration of the image of a character

Since graphic representations are expressly mentioned among the signs which may be registered as trademarks, cartoon characters may qualify as trademarks. Moreover, these characters possess as a rule a sufficient distinctiveness, since their appearance is original, and does not include any direct reference to the claimed products or services. They are therefore not subject to any reproach of descriptiveness. Consequently, the registration of the image of a character does not raise any particular problem.


Let us stress here that trademark law does not allow to register the character for itself. It will therefore be necessary to select one representation of the character which will be filed, as well as to define the products and services in relation to which protection will be claimed.


Regarding the image to file, it should of course preferably permit to recognize all the characteristic elements of the character. Moreover, it should be avoided to include in the image elements which are not usually associated with the character. This being said, the protection conferred by the registration is not limited to identical reproductions, but also enables the trademark holder to oppose the use or registration of signs that are confusingly similar to the registered trademark. The importance of the choice of the image is therefore somewhat relativized.


Regarding the products and services to claim, the applicant will be tempted to seek to protect the trademark in relation to as many products and services as possible. It must however be kept in mind when choosing the products and services that the taxes to pay at the time of the application often vary according to the number of concerned classes, and that, in certain countries, it is necessary to file as many applications as there are classes. For the application of one trademark in approximately ten classes in most countries of the world, the budget to plan can reach several hundreds of thousands of US dollars
.

b)
Registration of the shape of a character

In theory, it is possible to register the tridimensional representation of a character. Indeed, tridimensional shapes are, in many countries, expressly mentioned among the signs which may be registered as trademarks.


This being said, most laws provide for exclusion grounds which apply to tridimensional shapes. Thus, certain statutes exclude from protection "shapes which constitute the nature of the product" or which are "functional". These exclusion grounds apply not only when the shape of the product is dictated by technical constraints, but also when the shape presents an essentially aesthetic character. It is considered in such case that the function of the product is precisely the aesthetic effect produced by the shape (the expression "aesthetic functionality" is sometimes used). In Switzerland, where the Trademark Act provides for such an exclusion ground (art. 2 letter b), it is indicated in the Directives of the Federal Institute of Intellectual Property on the examination of trademarks
 that purely decorative or artistic objects such as sculptures, porcelain figurines or jewels may not be registered as trademarks in relation to such products. In other statutes, such as the European Council Regulation no. 40/94 on the Community trade mark, registration must also be denied to "shapes which give a substantial value to the product" (art. 7 § 1 letter e iii) . This exclusion ground applies also to shapes with an essentially aesthetic character.


These restrictions may in certain circumstances constitute an obstacle to the registration of tridimensional characters. Let us take the example of a figurine of Tintin sold as a decoration. Its purpose is purely aesthetic and it does not fulfill any other function than to have a particular shape. A modification of its shape would therefore change the nature of the object (a figurine of Tintin would not be a figurine of Tintin if its aesthetic aspect was modified), and also would diminish its value in a substantial manner, since the consumer seeks precisely this appearance. It should therefore not be possible to register such a figurine as a trademark in relation to figurines and statuettes. In this respect, in a case decided in Germany in the fifties, the German Supreme Court held that the appearance of very popular porcelain figurines, called "Hummel Figuren", could not function as a distinctive sign
. 


It is interesting to ask oneself to what extent such exclusion grounds would prevent the registration of shapes of dolls, plush animals, robots and other toys taking on the appearance of characters. In such cases, the object does not have a purely aesthetic purpose, since it must serve as a toy to a child. In Switzerland, the Federal Institute of Intellectual Property advises in its Directives to examine whether the aesthetic aspect of the shape is clearly predominant or not. In the affirmative, the shape cannot be protected. Clearly, the application of this kind of test is not easy. Would it prevent the registration in classe 28 (which covers toys) of dolls representing the Teletubbies or robots such as the Star Wars robot R2-D2 ?


In borderline situations, I tend to think that the shape should be admitted to registration, even more so because depending on the applicable law, shapes which constitute the nature of the product, contrary to banal shapes, may not acquire secondary meaning.


It is interesting to note that in this context, it is the artistic aspect of the shape which prevents protection by trademark law in relation to products of the same nature. This artistic aspect is precisely what enables the shape to claim the protection of copyright. We have here a conflict between the two regimes, insofar as the classical works of art, such as sculptures, have more difficulty to obtain the protection of trademark law than other shapes.

2.
Effects of trademark protection
a)
In general

Once the registration is granted, the trademark owner enjoys the protection of trademark law and can prohibit any use of his or her mark in relation to the concerned products or services.

b)
Particular difficulties

The trademark owner will however encounter difficulties if the image or the shape of the character is not used as a trademark, i.e. as a sign whose function is to distinguish the products commercialized by the owner or its licensees from the products of others.


The question whether a sign is used as a trademark is important in two respects. First, the trademark owner must be able to demonstrate the existence of a use as a trademark (by himself or by a licensee) in order to prevent the loss of his right on the ground of non use. Use of a mark as a trademark is therefore a condition of the maintenance of the trademark rights. Second, only use as a trademark can be prohibited by the owner. In other words, if a third party can demonstrate that he or she uses a registered trademark in a manner other then as a trademark, this use may not be prohibited on the basis of trademark law.


I see two types of use of a character which should not be considered as use "as a trademark". I think of use of the character in a purely decorative or promotional manner, and of use of a character in a work of fiction.

i)
Decorative or promotional use 


It is admitted that if a sign is used for purely decorative or promotional purposes, and not to individualize the products on which it is affixed, the condition of use as a trademark is not satisfied. Thus, when the image of a character (supposedly registered as a trademark) is reproduced on items such as clothes, note-pads or packages of cereals, it must be asked whether the character is used as a distinctive sign, or on the contrary if it used in a solely decorative or promotional manner.


I believe that a distinction must be made depending on whether the character appears on the product together with another trademark or not.


- 1st hypothesis : the character is displayed in addition to another conspicuous trademark

If the character is depicted on the product or its packaging with another trademark which is well visible for the consumer, it must be considered that the character is used as a decoration, and not as a trademark. Indeed, it is difficult to conceive that a single product may bear two different trademarks. These trademarks would disturb each other in their function, which is to individualize the product. If for example the image of a Smurf is reproduced on packages of Post or Kellogg’s corn-flakes, it is reasonable to assume that for consumers, the trademark of the product that they are buying is Post or Kelloggs’ and not the image of the Smurf, and that this character is perceived as a decoration.


In a case decided in France in 1991, the Tribunal reached the same conclusion. The WWF was the holder of a trademark representing the Panda which is the symbol of this association. WWF was granting trademark licenses to third parties, such as Kellogg's or Côte d'Or, authorizing the reproduction of the Panda on their products. WWF tried to prevent a third party from registering a trademark including the drawing of a Panda in relation to rice. The applicant invoked the nullity of WWF's trademark on the ground that it was not used in relation to food products. The Tribunal considered that the WWF Panda, as it appeared on the packaging of the licensees’ products, was used not as a distinctive sign, but for solely promotional purposes. It therefore concluded that WWF had no trademark rights in the concerned class of products
.


- 2nd hypothesis : the character is alone

On the contrary, when the considered product does not bear any other sign than the image of the character, it can be admitted that the consumer perceives the character as a trademark. Thus, for the consumer, a cup bearing the image a of a Smurf to the exclusion of any other distinctive sign is a "Smurf" cup.


- 3rd hypothesis : the character is displayed in addition to another not much visible


 trademark

It is more difficult to decide whether a character is used as a trademark when the product bears another not much visible trademark, for example when this other trademark appears on a discrete label inside a clothing article. Thus, can it be considered that the image of Tintin is used as a trademark for clothes if the image of the character is depicted on the front of a sweat-shirt, but the label of the sweat-shirt bears the trademark "Fruit of the Loom" ? I believe that the answer to this question should differ if it asked whether use is sufficient to maintain the trademark right of the owner or whether use by a third party violates such right.


In the first case, a restrictive attitude is justified insofar as the trademark owner is as a rule able to control the products manufactured under license. It can be required that he takes measures to have the image of the character depicted also on the labels, or to have blank labels. Thus, when there is another trademark on the product, even if it is discrete, it must be considered that the character is not used as a trademark. In order to ensure that he or she uses the character as a trademark, the trademark owner is therefore advised to have the character depicted not only conspicuously on the products, but also on labels and packaging, which are traditional trademark supports.


On the contrary, if it is asked whether the use by a third party violates the trademark right of the owner, it is necessary to take into account the perception of the persons who see the product after its sale and who cannot examine it closely. For such consumers, a sweat-shirt with an image of Tintin on the front is a "Tintin sweat-shirt". They can therefore believe that they are seeing an authorized product. It is therefore justified to allow the trademark owner to prohibit this type of use on the basis of his trademark right.

ii)
Use in a work of fiction


Finally, it must be asked whether the character is used as a trademark for books or films when it appears as a character in a work of fiction, in other words when it is used in accordance with its primary function.


I believe that the answer to this question is negative. Indeed, the reader or spectator does not perceive the character as a distinctive sign of the publisher or producer, but as an element of the content of the work. The intervention of the character will admittedly lead the reader or spectator to think that the work comes from a certain publisher or producer. However, this association is due to the fact that the public knows that characters are protected by copyright, and that their reproduction requires the authorization of the right holders. It would on the other hand not be correct to deduce from such association that the character is perceived as a trademark.


Therefore, in my view, it is not sufficient to maintain a registration in classes 16 (books) or 41 (films) to produce works in which the character is a protagonist.


The situation is different if the image of a character is used as the emblem of a series. In such case, the image can function as a trademark.

********************

� See decision of the Swiss Supreme Court published in ATF 77 II 377, 380.


� See the trademark representing the ears of Mickey registered in the USA in class 25 in the name of Disney Enterprises, Inc. (no 1'524'601) and the trademark representing the tuft of Tintin filed as a European Community trademark in classes 16, 38 and 41 in the name of Moulinsart SA (no 1844521).


� Here are a few examples of trademarks representing characters : Swiss trademark "Pink Panther" registered in class 38 in the name of United Artists Corp.(no. 467'451), Swiss trademarks "Teletubbies" registered in classes 9, 16, 25, 28 and 41 in the name of Ragdoll Ltd Pinewood Studios (no 481'985, 481'986, 481'987 et 481'988), European Community trademark "Tintin and Milou" filed in classes 14, 18, 20, 21, 28, 35, 38 and 41 in the name of Moulinsart SA (no 1962646).


� Available on the Institute’s web site (www.ipi.ch).


� GRUR 1952, p. 516.


� Tribunal de Grande Instance de Paris, 3ème Chambre, December 4, 1991, cited in the WIPO report WO/INF/108 of December 1994 on "Character merchandising".





