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TOPIC II.  The Relationship of Copyright and Trademarks

Part A. Copyright, Trademarks and Trade Dress: The overlap (and conflict?) in intellectual property regimes concerning design and visual images

Antoon A. Quaedvlieg

Protection of three-dimensional models as a trademark

I. Demonstration of slides (and introduction

Modern trademark law increasingly creates opportunities for the protection as a trademark of three-dimensional models. This can cause overlap with copyright law, in particular in systems which to a large extent allow for copyright protection of models and designs. This overlap causes several legal problems. Only one of those problems – but an important one – will be dealt with in this paper: does additional trademark protection frustrate certain limitations inherent in copyright?

1.
Trademark protection for a shape as such: concerns as to copyright exceptions and trademark distinctivenes
It can easily be imagined that the shape of a car, a character, or another object can be used as a trademark for different goods or services. Here, however, the issue more particularly is the protection of the shape as a trademark for the good itself, the shape as such: the trademark protection of the shape of a car as trademark for that car, of the shape of a ballpoint as trademark for that ballpoint.

Is it possible to circumvent essential copyright-exceptions by filing the shape of a product as a trademark? Copyright has its limitations. It is limited in time: it expires 70 years post mortem auctoris. It is limited by a catalogue of legal exceptions. It is limited as to its subject. The idea/expression dichotomy excludes ideas as such from copyright protection. Style is not protected. In order to be protected, a work has to be original, and in some systems this requirement will form a substantial threshold, as a high level of originality is required. Some systems (almost) totally exclude three dimensional design from copyright by adopting a “separability”-doctrine which more or less reserves copyright for objects (or aspects of objects) with a purely decorative function. Trademark rights are not subject to these limitations. Does the fact that trademark protection will fill the gap pose a threat to the copyright free domain? We think this is a genuine “copyright concern”: the object of copyright is not only to determine what is protected but also to safeguard from monopolisation subject matter which intentionally has been reserved for the free domain.

Apart from the copyright problem, there also is a trademark problem. Where trademark law protects three dimensional shapes, the question arises whether trademark law will not be invaded by a phenomenon which is not a “genuine” trademark anchored in its function as an identification of source – but nothing else than a “loosily floating piece of original expression”.

2.
Examples of three dimensional trademarks 

A search as from 1996 of the Benelux Trademark Bulletin yielded a very rich collection of examples of three dimensional trademarks, of which I made a selection of 15 examples. Two pictures in colour were taken from the Dutch review IER which published case law concerning the models shown. I tried to put the examples into a structure, which would make it possible to take a view at the phenomenon without too much references to any given national system. I will keep my comments on these slides down to a minimum. I am quite aware that every comment can easily be contested. Every observation about three dimensional shapes is very much determined by the background of a given national system; we are dealing with extremely complicated concepts; both the factual and the legal appreciation can to a high extent depend on personal and subjective judgements. Even in a circle of Benelux-lawyers, I am not sure that my impressions would be shared by everybody, or let me say that I am sure of the contrary. However, what I hope to offer is a “structure” which contains some questions which almost universally tend to appear in discussions about this subject.

As to each slide four questions can be put:

a)
is the shape distinctive, in the sense that it has the capacity to distinguish the good as to its source? Of course, the notion of having the “capacity to distinguish” also largely depends on specific interpretations in different systems. In this paper it must be seen as a purely factual question: is the shape distinctive enough to allow it to be “recognized” among other goods. In fact, as we all know, this can be answered in the affirmative for the great majority of shapes, although there are exceptions. “Just” a white T-shirt without any special characteristic cannot easily be  distinguished from other white T-shirts by the general public.

b)
Is the shape inherently distinctive? Here, the point is not so much whether the shape can distinguish the good as to its source, but whether  the public will spontaneously recognize the sign as a trademark.

c)
If it is not very likely that the public will spontaneously recognize the sign as a trademark, the question is whether it can acquire or has acquired secondary meaning: whether in fact the public has learned or can learn to recognize the sign as a trademark.

d)
Finally, from the copyright-perspective the question is asked whether the spontaneous judgement of an intellectual property lawyer would reject cumulation of copyright and trademark protection because trademark protection after the expiration of the copyright term would entail an unacceptable reduction of the free domain. Or would one “feel” that, apart from legal technicalities, there is no real harm in the continuation of trademark protection after the expiration of the copyright term.

3.
Slides

(No or almost no) practical function: toys
1.
Dragon


The dragon is distinctive in the factual
 sense as defined above: it distinguishes itself from other toys and other dragons and shows many features wich give it the capacity to stand out among other products. As a matter of fact, all shapes in this demonstration can, in my view, be considered as distinctive in this sense, so that I will not specifically deal with this question anymore in the next examples.


The dragon probably has no “inherent distinctiveness” in the sense that the public would spontaneously recognize it as a trademark. To the contrary: the shape will almost certainly be considered as just a nice design for a toy, with no further intended function as identification of source.


Can the dragon acquire secondary meaning? In principle, yes, as every sign will, in the end, after long and massive exposure to the public, acquire secondary meaning, provided only that it is distinctive. But apart from this, my impression is that acquiring secondary meaning would at least be difficult: probably the dominant impression will always be that the shape merely has a decorative function and not one as an identification of source.


As to the fourth and last question, it could indeed be imagined that an intellectual property protection until 70 years after the death of the author would largely suffice for this shape and that continuation of protection under trademark law would be an undesirable reduction of the free domain.

Shapes with a practical function:

Part of the shape, not the whole shape: 

2. penclip

3. wedgwood-rib

4. armrest
The impression is that these shapes in practice are distinctive, that their inherent distinctiveness is (very) weak, that they can acquire secondary meaning, and that no essential free domain copyright-interests would be hurt by continuing protection after the expiration of copyright.

shape is not so important: not meant to last
5. Wokkel – cocktail crisp

6. Viennetta ice-cake

7. soap bar
The impression is that in practice, these shapes are distinctive; that the inherent distinctiveness of the food products, as opposed to the soap bar, is weak; that all of them can easily acquire secondary meaning and that in none of these cases essential copyright interests will be hurt by continued protection by trademark law.

“modest “: rather trivial shapes

8. crematorium incinerator

9. Bic ballpoint

Unlike the Bic-ballpoint it cannot be ruled out that the incinerator has inherent distinctiveness. The relevant public being the group of people regularly buying cremation incinerators, it is not impossible that they spontaneously recognize the shape as an identification of source. At any rate, both can acquire secondary meaning, which in fact has happened with regard to the Bic-ballpoint by massive public exposure during a prolonged period. In neither of these cases, a serious copyright objection is likely to arise if these shapes were to be protected after the expiration of the 70-years post mortem copyright term.

“design proper” (not trivial, but original)

10. 3 variations of a small milk-jug

The very fact that the right holder had registered three variations of the shape confirms the suspicion that it is in fact the design which matters, more than the identification of the source. It seems that the shape has no inherent distinctiveness, will not easily acquire secondary meaning, and would pose problems if it were to be protected for longer than the copyright term.

“design plus”: qualified design

11. tripp-trapp child chair

12. design ballpoint
Very distinctive, no inherent distinctiveness, difficult as to its capacity to acquire a secondary meaning; continuation of protection after expiration of copyright would seem a problem. In both cases, there seems to be a clear element of “expression” much more emphasized than in the previous examples (with the possible exception of the rather minimalized design of the milk jug).

“product-ideas”

13. Helmet for i.a. radios and speakers

14. dragon-tooth brush for children

15. piano cigar box
These products are very original, but the originality rather resides in the idea of combining certain existing shapes with a new and sometimes unexpected function. Much less “real” expression is sought than in the case of other original designs like the tripp-trapp chair and the design ballpoint. The difference with other qualified design in my view is that, unlike that category, these products will probably easily acquire secondary meaning. As to the question whether trademark protection after expiry of the copyright-term would encounter heavy copyright-objections, a strange conflict seems to arise for the intellectual property conscience. On the one hand, if anything is free under copyright, not just after the expiration of the 70 years term but always and by definition, it is ideas. On the other hand, the impression is that the given examples  are  “super-distinctive” and that the cause of cultural innovation will not suffer great harm if they were to be protected. Copyright- and Trademark logic (and maybe even internal copyright-rationales) here really meet in a clash.

Conclusion.

I emphasize again that any spontaneous judgment in these matters is influenced by national tradition, difficult factual and legal appreciations and subjective judgments, all the more if one leaves the strict boundaries of a given national system. Nevertheless, as a very general conclusion, the impression is that prolonged protection by trademark law after the expiration of copyright protection will not in all cases constitute insurmountable difficulties with regard to the free domain of copyright. The impression further is, that in some cases such difficulties are likely to arise indeed, and that those cases are characterised by the fact expression is sought and this element of expression is a dominant feature of the model.

II. Presentation

It is almost universally acknowledged that copyright law and trademark law can, to a certain extent, cumulate. In the great majority of systems, it is also assumed that they cannot totally and freely cumulate without any restriction. In order to achieve some limitation of the possibilities of cumulation, the usual approach is to exclude certain shapes from trademark protection. It is our impression that also other possibilities should be envisaged, like reducing the scope of trademark protection, but we will direct our main attention to a further analysis of the usual approach.

It is submitted that if a balance between copyright law and trademark law has to be reached by excluding specific models from trademark protection, the “burden to decide” what models will be excluded from cumulative protection and which models are eligible for protection both by copyright law and trademark law, is to be placed on trademark law. This will be dealt with under 1). 

Within trademark law, several instruments are available, which will each be dealt with in some short remarks in sections 2-5:

-
requirement of secondary meaning

-
requirement of prominent distinctiveness

-
criterion of essential value

-
criterion of a “sign exclusively consisting of substantial value”.

A final remark will be made about a less common approach, consisting in an attempt to, in certain cases, refine the scope of trademark law under the influence of particular copyright/free domain concerns.

1.
The burden to distinguish rests on trademark law

Several circumstances tend to push the problem of finding a criterion capable to tell which shapes can enjoy cumulative protection and which shapes cannot, primarily into the field of trademark law: 

-
it is trademark case law and trademark statutes which caused the expansion of trademark law to three dimensional shapes

-
the criteria mostly used to at least impose some limits to this expansion are found in trademark law. 

Sometimes recourse is had to real traditional trademark concepts as distinctiveness, inherent distinctiveness and the acquiring of secondary meaning. Sometimes criteria are introduced which are more or less unfamiliar to genuine trademark concepts and which seem to have been framed by the desire to more explicitly create a bridge with the anti-monopoly concerns of copyright. This is the case where certain shapes are excluded on the ground of the “essential value” or “substantial value”-criteria. These criteria figure in trademark-laws and -regulations, indicating that the problem is almost naturally considered as primarily one of trademark law. Anyway trademark law at least offers some clue, whereas this hardly seems to be the case in copyright law, as will be submitted now.

As far as copyright is concerned, it is impossible to accept or assume that the mere fact of copyright protection as such would already have a “negative reflex” on the possibility of trademark protection. Reality is too different. In Unité de l’Art-systems in particular, such a position would entail the quasi-total exclusion of three dimensional industrial design from the possibility of trademark protection, which too obviously conflicts with the possibilities of protection of such signs opened by the trademark laws. But once cumulative protection of at least a category of three dimensional models is considered possible, it becomes very difficult to find any other “hard” selection criterion in copyright law which could serve to draw the line between situations where cumulation is to be allowed, and where it is undesirable.

Therefore, it can be argued to leave the issue to trademark law. The problem however with trademark law is that is offers not one, but several possible answers. Which of these is the best criterion?

2. 
Requirement of secondary meaning
On the basis of the slides, my personal spontaneous impression was that “secondary meaning” is a relatively fine tuned instrument to detect copyright-sensitivities: it seems that in all cases where the crucial copyright element of expression is dominant, the trademark concept of secondary meaning becomes proportionally difficult to acquire.

There are however some serious drawbacks:

a.
however important the element of expression, in the long run secondary meaning can be acquired. In cases where a model has been popular for a hundred years or longer, there is no doubt that it has acquired sufficient secondary meaning to allow for protection as a trademark after the expiration of copyright. As a consequence, the paradoxical situation is created that where the anti-monopoly concern is most urgent, namely in the case of shapes which after a century still fascinate the public and are “wanted” by it, nothing will stop trademark protection.

b.
secondary meaning perfectly fits as a prerequisite in a trade dress system which is as a matter of fact based on this very requirement. But does it also fit into a system of registration which now applies in Europe to three dimensional models? In case of registration, it can very well be sustained that the mere (factual) capacity to distinguish must suffice, as in the case of all other signs. This at least was the ruling the Benelux Court of Justice of 16 December 1991, Burberry's II.
 The Court decided that trademark protection does not require that the relevant section of the public specifically considers the appearance as a sign aimed by the entrepreneur at the public that that good originates from him. Was the decision right or wrong? If it was right, the actual existence of secondary meaning becomes entirely redundant as a criterion to grant trade mark protection: it will be enough that a shape has the capacity to acquire secondary meaning, and under that criterion, almost no shape will be excluded from the possibility of protection as a trademark. If the decision in Burberry's II was wrong and a serious requirement of secondary meaning must be maintained, the drawback mentioned under a) remains that in the end, almost every shape can acquire secondary meaning by presenting it to the public as a trademark, and that in this way shapes which should fall in the public domain can continue to be monopolized.

3. 
Requirement of “prominent distinctiveness”
A solution which one finds frequently proposed is that shapes should be more or less “highly” distinctive before they would be eligible for trademark protection. The drawback is that although such a criterion may seem justified from a trademark perspective, from a copyright perspective it again risks to create the paradoxical situation already mentioned above. The more prominently distinctive the shape is, the more likely it is that it also contains a prominent expression, so that those shapes would be eligible for continued trademark protection which in particular should be free.

4.
Essential value
Article 1, first sentence of the Uniform Benelux Trademark Act, which entered into force on 1 january 1971, lays down that can be considered as individual marks, amongst others, shapes of goods which serve to distinguish the goods of an undertaking. This possibility was new for the Netherlands but existed already in Belgium, where it had developed (as in France) as from the beginning of the 20th century.
 As from the start there seems to have been no doubt that the term 'shapes of goods' also covered the shape of the good in its entirety.
The second sentence of article 1 excludes from protection as a trademark shapes which “affect the essential value of the good”. This criterion deserves special attention as a (primitive and different) forerunner of the “substantial value”-criterion which has now been adopted for the European Union.
 

The “essential value”-criterion on the one hand has an intuitive relationship with the age-old criterion of distinctiveness in trademark law (without being identical to it, as some are inclined to believe), as it is obvious that dominance of a decorative purpose may affect at least the inherent distinctiveness of the shape: the more prominent the shape will be regarded by the public as an artistic expression, the less likely that it will be considered as an identification of source. But on the other hand, the criterion also intensily 'communicates' with copyright law, in so far as it makes it impossible for such forms to ever acquire secondary meaning. They are once and for all excluded from the possibility of trademark protection, which meets the anti-monopoly concern of copyright. Case law of the Benelux Court of Justice
 and learned authors
 agree that article 1 must be understood against the background of the concern to safeguard freedom of trade and to prevent an undesirable monopolization of shapes. In my view, this means that the article can not be considered as (just) an auxiliary of the general requirement of distinctiveness.

But even if distinctiveness and essential value are fundamentally different notions, it remains that the requirement of distinctiveness plays a special role in relation to "decorative" aspects of goods and their three-dimensional form in particular, resulting in a close interaction with the essential value criterion.

In the Adidas Three Stripes decision of 23 December 1985,
 the Benelux Court of Justice ruled that:

-whether a sign can have distinctive power depends on whether the public conceives the sign as a sign which demonstrates the identity of the goods as originating from a particular undertaking, or merely regards it as a decorative element;

-whether a form which also determines the ornamental aspect of the good has to be regarded as a form which affects the esseential value of the good in the sense of art. 1, depends on the nature of the good. According to whether the good is of such a nature that its appearance does or does not determine, to an important degree, its market value, that question must be answered in the affirmative or in the negative

A decision which made the field for trademark protection of 3-dimensional objects almost unlimited
 was taken by the Benelux Court of Justice on 16 December 1991 in Burberry's II:

The appearance of a product is capable of protection as a trademark if it can serve to distinguish it from goods of other companies. Such protection does not require that the relevant section of the public specifically considers the appearance as a sign aimed by the entrepreneur at the public that that good originates from him; in this context it is also irrelevant how big the size of the section of the relevant public is that in fact recognizes the good on the ground of its appearance as originating with the entrepreneur.

In order to make sense in combination, the Adidas- and Burberry II criteria probably must be understood in this way, that if the public positively excludes the possibility of a sign being a trademark because it positively conceives such a sign as a decoration, the sign is not distinctive. If, however, a sign is not conceived as a trademark but neither particularly as an element of decoration, the sign has a capacity to distinguish and is eligible for trademark protection.

It is clear from the foregoing that considerations pertaining to the question of distinctiveness play an important role with regard to the protection as a trademark of three dimensional shapes. The exclusion of shapes which affect the essential value is as such not related to a factual or legal concept of distinctiveness but, as pointed out above, by a concern to prevent undue monopolization. This essential value criterium will be examined now. The anti-monopoly concern is condensed in the jurisprudential criterion that the nature of the good determines to a high degree its market value:

The Benelux Common Governmental Comment
 stated that 

the exception aims at restricting to some extent the possibility of cumulation of the trademark protection and the protection derived from copyright law or the law on models and designs. The shape which already complies with the criteria of these branches of the law inevitably adds a certain attractiveness to the practical value of the good. If, in view of the nature of the good, a great significance accrues to this attractiveness, the chosen form cannot qualify for additional protection as a trademark. For example, the artistic form given to a crystal service will not be eligible for trademark protection in the crystal industry, as such a product does not find its essential value only in the material used, but also and maybe even in particular in the beauty of the shape. In the foodstuff industry on the other hand a good, as for example chocolate, can be sold in an attractive form, which however does not really affect the intrinsic value of the delicacy. Such a shape will be able to serve as a mark and will on that ground be eligible for trademark protection, without prejudice to the possible application of copyright law or the law on models and designs.

An outline of the subsequent development in case law can be sketched by quoting two judgements.

The Dutch Supreme Court  confirmed in 1983
 a ruling by the Court of Appeal of Amsterdam that the trade value added by the shape of the Wokkel cocktail crisp (slide 5) was not part of the essential value of the product. It confirmed that the value of the crisp lies in its comestible nature, its taste and crispyness.
 

1985, the Benelux Court ruled in re Adidas Three Stripes
 that whether the form which also determines the ornamental aspect of the good, has to be regarded as a shape which affects the essential value of the good in the sense of art. 1, depends on the nature of the good. According to whether the good is of such a nature that its appearance does or does not determine, to an important degree, its market value, that question must be answered in the affirmative or in the negative

In april 1989, the Benelux Court of Justice rules in Burberry I that 

-the distinctive form of a good only then affects the essential value, when the good is of such a nature that its appearance and form determine, by their beauty and original character, to a high degree its market value. 
 (the terms 'by their beauty and original character' make the difference with the decision in re Adidas Three Stripes)

-the effect of a shape that can be traced back to the appeal connected with its fame as a distinctive promotional sign, and not to the aesthetic attractiveness of the shape, should be disregarded in the assessment of what influences the market value of the product.
In the decision in Burberry's II, already quoted above, the Benelux Court ruled that the exclusions of art. 1 only affect three-dimensional shapes. Not everyone is convinced it should necessarily be so.

Do these decisions shed more light on the 'nebulous' criterion of essential value?

It is clear that the essential value-criterion wants to compromise. It obviously seeks to create some kind of balance between shapes which merely affect the value of the good, but not to such a degree that it prevents those shapes from being protected as a trademark, and shapes which affect the essential value of the good. It has been put forward by critical trademark experts that the criterion is quite unclear. This is indeniable as soon as one attempts to apply it, and therefore it is true. But in abstract terms I think that the end it pursues can be made clear, and this is the reason why, I will dwell on it a few sentences more.

Most probably the shape of a good constitutes its essential value in the sense of Benelux law if this shape is predominantly conceived to achieve an expression of originality. In case of shapes which are meant to stand out by the aesthetic quality as a design, the character as an intellectual creation is so dominant, and the character as an identification of source so incidental, that it is felt that the possibility of cumulative protection by trademark law can and must be sacrificed. “Where originality is the essence of the good, copyright must be the essence of its legal regime”. 

In this respect, the criterion of the nature of the goods should be stressed. It is unimportant whether the value of the good as such is enhanced by the beautiful form; as a matter of fact, this will almost inevitably be the case. More attractiveness always results in a higher market value. But the real question is whether the good belongs to a category of goods for which a beautiful form is essential. Although the importance of the criterion of the 'nature of the goods' certainly has not escaped attention in the Benelux, the impression is that in the lower case law, in many cases the criterion of the 'market value' in the end takes too much precedence over the 'nature of the goods', which (materially, if not verbally) is neglected.

Basically, the rule of Benelux law seems to depart from the idea that aesthetic function and function of identification of a source to some extent exclude each other. In reality however, it seems that these two functions are more and more mixed up: distinctiveness, expression and originality tend to converge in many cases. A criterion based on a distinction between them will lead to great problems, as the difficult application of the criterion in Benelux case law proves.

5. 
Criterion of substantial value

The European Trademark Directive and Regulation have adopted a criterion which superficially resembles the criterion in Benelux Trademark Law, but which under further scrutiny appears very different. The criterion excludes signs which exclusively
 consist of the shape which gives the substantial value to the good.

Nonetheless, essential value and substantial value-criterion certainly are equal to each other as far as the uncertainty and lack of clarity is concerned.
 

It is not certain at all that the European development will follow the same path as Benelux law. In particular, it cannot be excluded that in the context of European law, more emphasis will be laid on the test of distinctiveness of three-dimensional shapes as a counterweight against the uncertainties of the substantial value-test. More specifically, and contrary to what applies under Benelux law, it might be required that it can be shown that the three-dimensional sign has acquired secondary meaning and thus positively fulfills the trademark function.
 This is already practice with OHIM.

Maybe another possible interpretation could offer some advantages. It consists of an extremely narrow interpretation of the substantial value criterion, such that it is considered to exclude from protection merely objects of “genuine art”. Such a criterion could be made to apply to all objects having none but a decorative function, but it could also be interpreted in an even more narrow sense, only covering merely decorative objects which moreover have no industrial application (which are only produced as a unique piece or in a very limited edition). The criterion offers some advantages. It offers a rather precise criterion; it leaves plenty room for the modern development towards enlarging the possibilities for trademark protection of three dimensional models; it reduces the amount of models likely to be confronted with the practical and legal uncertainties involved in the substantial value criterion; it moreover reduces the risk (or size) of a conflict with article 15 of the

TRIPS-treaty. As Dr Kur has pointed out it cannot be ruled out that the European regulations at this point would be in conflict with the said provision.

Final remark

In the end, all criteria derived from trademark law in order to create a balance with copyright concerns of preserving the free domain present drawbacks. This might be a consequence of the very fact that it is not the most happy solution to try to distinguish between shapes which can entirely enjoy cumulative protection and other shapes which will entirely be excluded from it. A completely different solution would be to think of possibilities to reduce the scope of trademark protection in cases where this is appropriate in the light of the desire to preserve enough room for the free domain. Also, it could be considered whether certain forms of use should be allowed after the expiration of copyright even if, in principle, they could be enjoined under trademark law. This however is an area which largely remains to be explored.
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